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Overview

►Assignor estoppel

▪ Minerva Surgical, Inc. v. Hologic, Inc., 141 S. Ct. 2298 (2021)

►Patent eligibility – 35 U.S.C. § 101

▪ CosmoKey Solutions GmbH v. Duo Security LLC, 15 F.4th 1091 (Fed. Cir. 2021)

▪ PersonalWeb Technologies LLC v. Google LLC, 8 F.4th 1310 (Fed. Cir. 2021)

▪ Universal Secure Registry LLC v. Apple Inc., 10 F.4th 1342 (Fed. Cir. 2021)

►Written description and enablement – 35 U.S.C. § 112

▪ Amgen Inc. v. Sanofi, Aventisub LLC, 850 F. App’x 794 (Fed. Cir. 2021)

▪ Biogen International GmbH v. Mylan Pharmaceuticals Inc., 18 F.4th 1333 (Fed. Cir. 2021)

▪ Juno Therapeutics, Inc. v. Kite Pharma, Inc., 10 F.4th 1330 (Fed. Cir. 2021)

►Claim construction

▪ Eli Lilly & Company v. Teva Pharmaceuticals International GmbH, 8 F.4th 1331 (Fed. Cir. 2021)

►Obviousness – 35 U.S.C. § 103

▪ Teva Pharmaceuticals International GmbH v. Eli Lily & Co., 8 F.4th 1349 (Fed. Cir. 2021)
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Overview

►Damages

▪ Bayer Healthcare LLC v. Baxalta Inc., 989 F.3d 964 (Fed. Cir. 2021)

▪ MLC Intellectual Property, LLC v. Micron Technology, Inc., 10 F.4th 1358 (Fed. Cir. 2021)

▪ Omega Patents, LLC v. Calamp Corp., 13 F.4th 1361 (Fed. Cir. 2021)

►Venue

▪ In re Apple Inc., No. 2021-181, 2021 WL 5291804 (Fed. Cir. Nov. 15, 2021)

▪ In re Atlassian Corp. PLC, No. 2021-177, 2021 WL 5292268 (Fed. Cir. Nov. 15, 2021)

▪ In re Google LLC, No. 2021-178, 2021 WL 5292267 (Fed. Cir. Nov. 15, 2021)

►Post-Grant Challenges

▪ United States v. Arthrex, Inc., 141 S. Ct. 1970 (2021)

▪ Hunting Titan, Inc. v. DynaEnergetics Europe GmbH, 28 F.4th 1371 (Fed. Cir. 2022)

▪ In re Vivint, Inc., 14 F.4th 1342 (Fed. Cir. 2021)

▪ Intel Corp. v. Qualcomm Inc., 21 F.4th 784 and 21 F.4th 801 (Fed. Cir. 2021)

▪ ModernaTx, Inc. v. Arbutus Biopharma Corp., 18 F.4th 1352 and 18 F.4th 1364 (Fed. Cir. 2021)
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Assignor Estoppel – Minerva v. Hologic
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►“By saying one thing and then saying another, the assignor wants to profit doubly—by 
gaining both the price of assigning the patent and the continued right to use the  
invention it covers. That course of conduct by the assignor strikes us, as it has struck 
courts for many a year, as unfair dealing—enough to outweigh any loss to the public from 
leaving an invalidity defense to someone other than the assignor.” Minerva Surgical, Inc. v. 
Hologic, Inc., 141 S. Ct. 2298, 2310 (2021).

►“But when the assignor has made neither explicit nor implicit representations in conflict 
with an invalidity defense, then there is no unfairness in its assertion. And so there is no 
ground for applying assignor estoppel.” Id.  

►“An employee assigns to his employer patent rights in any future inventions he develops 
during his employment; the employer then decides which, if any, of those inventions to 
patent. In that scenario, the assignment contains no representation that a patent is valid. 
How could it? The invention itself has not come into being. See Lemley, Rethinking 
Assignor Estoppel, 54 Houston L. Rev. 513 (2016). And so the employee’s transfer of rights 
cannot estop him from alleging a patent’s invalidity in later litigation.” Id. 



Paul, Weiss, Rifkind, Wharton & Garrison LLP

Patent Eligibility – CosmoKey Solutions v. Duo Security
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►Reversing and holding the claims patent eligible under Alice step two

►Exemplary claim:

A method of authenticating a user to a transaction at a terminal, comprising the steps of:

transmitting a user identification from the terminal to a transaction partner via a first communication 
channel,

providing an authentication step in which an authentication device uses a second communication 
channel for checking an authentication function that is implemented in a mobile device of the user,

as a criterion for deciding whether the authentication to the transaction shall be granted or denied, 
having the authentication device check whether a predetermined time relation exists between the 
transmission of the user identification and a response from the second communication channel,

ensuring that the authentication function is normally inactive and is activated by the user only 
preliminarily for the transaction,

ensuring that said response from the second communication channel includes information that the 
authentication function is active, and

thereafter ensuring that the authentication function is automatically deactivated.

CosmoKey Solutions GmbH v. Duo Security LLC, 15 F.4th 1091, 1094 (Fed. Cir. 2021).
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Patent Eligibility – CosmoKey Solutions v. Duo Security
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►“[T]he specification emphasizes the inventive nature of these steps, explaining that ‘the 
complexity of the authentication function can be reduced significantly’ because ‘the only 
activity that is required from the user for authentication purposes is to activate the 
authentication function at a suitable timing for the transaction.’” CosmoKey Solutions GmbH 
v. Duo Security LLC, 15 F.4th 1091, 1099 (Fed. Cir. 2021).

►“While prior cases can be helpful in analyzing eligibility, whether particular claim limitations 
are abstract or, as an ordered combination, involve an inventive concept that transforms the 
claim into patent eligible subject matter, must be decided on a case by case basis in light of 
the particular claim limitations, patent specification, and invention at issue.” Id. 

►Judge Reyna concurred with the outcome but disagreed with the reasoning:

▪ “Step two is rendered superfluous and unworkable without step one. Without the benefit 
of a step one analysis, we are hobbled at step two in reasonably determining whether 
additional elements transform the nature of the claim into a patent eligible application of 
the abstract idea. And by skipping step one, we create a risk that claims that are not 
directed to an abstract idea might be deemed to ‘fail’ at step two.” Id. at 1101 (Reyna, J., 
concurring).
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Patent Eligibility – PersonalWeb v. Google
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► Affirming and holding the claims patent ineligible

► Exemplary claim:

A computer-implemented method implemented at least in part by hardware comprising one or more 
processors, the method comprising:

(a) using a processor, receiving at a first computer from a second computer, a request regarding a particular 
data item, said request including at least a content-dependent name for the particular data item, the content-
dependent name being based, at least in part, on at least a function of the data in the particular data item, 
wherein the data used by the function to determine the content-dependent name comprises at least some of 
the contents of the particular data item, wherein the function that was used comprises a message digest 
function or a hash function, and wherein two identical data items will have the same content-dependent 
name; and“

(b) in response to said request:

(i) causing the content-dependent name of the particular data item to be compared to a plurality of values;

(ii) hardware in combination with software determining whether or not access to the particular data item is 
unauthorized based on whether the content-dependent name of the particular data item corresponds to at 
least one of said plurality of values, and

(iii) based on said determining in step (ii), not allowing the particular data item to be provided to or accessed 
by the second computer if it is determined that access to the particular data item is not authorized.

PersonalWeb Technologies LLC v. Google LLC, 8 F.4th 1310, 1313 (Fed. Cir. 2021).
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Patent Eligibility – PersonalWeb v. Google
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► Step One: “The district court, on the other hand, concluded that the patents are directed to a three-step 
process: ‘(1) using a content-based identifier generated from a ‘hash or message digest function,’ (2) 
comparing that content-based identifier against something else, [that is,] another content-based identifier 
or a request for data; and (3) providing access to, denying access to, or deleting data.’ We adopt the district 

court’s view, which closely tracks the claim language.” PersonalWeb Technologies LLC v. Google LLC, 8 
F.4th 1310, 1315 (Fed. Cir. 2021) (internal citations omitted).

▪ “True, the step one inquiry looks to the claims character as a whole rather than evaluating each claim 
limitation in a vacuum. But these claims are clearly focused on the combination of those abstract idea 
processes. Stringing together the claimed steps by adding one abstract idea . . . to another, amounts 
merely to the abstract idea of using a content-based identifier to perform an abstract data management 

function whether controlling access to data, retrieving data, or marking data for deletion.” Id. at 1317 
(internal citations and quotation marks omitted).

► Step Two: “According to PersonalWeb, the claims contain an inventive concept because they ‘recite an 
application that makes inventive use of cryptographic hashes—a use that was neither conventional nor 
routine prior to the patents.’ But that's not something ‘more,’ let alone anything ‘significantly more,’ than 

the abstract idea itself.” Id. at 1318.
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Patent Eligibility – Universal Secure Registry v. Apple
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► Affirming and holding the claims patent ineligible

► Exemplary claim:

A method for providing information to a provider to enable transactions between the provider and entities who have 
secure data stored in a secure registry in which each entity is identified by a time-varying multicharacter code, the 
method comprising:

receiving a transaction request including at least the time-varying multicharacter code for an entity on whose behalf 
a transaction is to take place and an indication of the provider requesting the transaction;

mapping the time-varying multicharacter code to an identity of the entity using the time-varying multicharacter 
code;

determining compliance with any access restrictions for the provider to secure data of the entity for completing the 
transaction based at least in part on the indication of the provider and the time-varying multicharacter code of the 
transaction request;

accessing information of the entity required to perform the transaction based on the determined compliance with 
any access restrictions for the provider, the information including account identifying information;

providing the account identifying information to a third party without providing the account identifying information 
to the provider to enable or deny the transaction; and

enabling or denying the provider to perform the transaction without the provider's knowledge of the account 
identifying information.

Universal Secure Registry LLC v. Apple Inc., 10 F.4th 1342, 1348–49 (Fed. Cir. 2021).
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Patent Eligibility – Universal Secure Registry v. Apple
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► Step One: “The claims are directed to a method for enabling a transaction between a user and a merchant, 
where the merchant is given a time-varying code instead of the user’s secure (credit card) information. The 
time-varying code is used to access a database that indicates any restrictions on the user’s transactions with 
the merchant and also allows a third party or credit card company to approve or deny the transaction based 
on the secure information without the provider gaining access to the secure information. In our view, the 
claims ‘simply recite conventional actions in a generic way’ (e.g., receiving a transaction request, verifying 
the identity of a customer and merchant, allowing a transaction) and ‘do not purport to improve any 

underlying technology.’” Universal Secure Registry LLC v. Apple Inc., 10 F.4th 1342, 1349 (Fed. Cir. 
2021).

► Step Two: “Turning to Alice step two, the district court rejected USR’s argument that the claim's recitations 
of (1) time-varying codes and (2) sending data to a third-party as opposed to the merchant each rise to the 

level of an inventive concept. We agree.” Id. at 1350 (internal citation omitted). 

▪ “Regarding USR’s first argument, the patent itself acknowledges that the claimed step of generating time-
varying codes for authentication of a user is conventional and long-standing.” (internal citations omitted). 

Id. at 1350. 

▪ Regarding its second argument, “[u]nlike was the case in BASCOM, however, the Supreme Court has 
previously held the use of a third-party intermediary in a financial transaction to be an ineligible abstract 

idea.” Id. at 1350. 
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Enablement – Amgen v. Sanofi
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►Denying petition for rehearing en banc

► Exemplary claims:

An isolated monoclonal antibody, wherein, when bound to PCSK9, the monoclonal antibody binds to at 
least one of the following residues: S153, I154, P155, R194, D238, A239, I369, S372, D374, C375, T377, 
C378, F379, V380, or S381 of SEQ ID NO:3, and wherein the monoclonal antibody blocks binding of PCSK9 
to LDLR.

An isolated monoclonal antibody that binds to PCSK9, wherein the isolated monoclonal antibody binds an 
epitope on PCSK9 comprising at least one of residues 237 or 238 of SEQ ID NO: 3, and wherein the 
monoclonal antibody blocks binding of PCSK9 to LDLR.

► “Entitlement to broad genus claims thus requires disclosure and enablement of species supportive of the 
genus that a patentee claims to have invented. That requirement is based on the concept that in order to 
have invented a genus, one needs to have invented species that constitute the genus. Drawing a broad 
fence around subject matter, without filling in the holes, is not inventing the genus. It in fact discourages 
invention by others. If one has disclosed or enabled only a small number of invented species, then one has 
not invented a broad genus. Invention of a genus means to conceive and reduce to practice a reasonable 
number and distribution of species constituting the genus. Mere statement of a genus does not demonstrate 
that one has invented a generic concept, without the enablement of constituent species.”  

Amgen Inc. v. Sanofi, Aventisub LLC, 850 F. App’x 794, 796 (Fed. Cir. 2021) (emphasis added).
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Enablement – Amgen v. Sanofi
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►On Monday, the Supreme Court issued a CVSG order (Calling for the Views of the Solicitor 
General)

►Questions presented:

▪ “Whether enablement is ‘a question of fact to be determined by the jury,’ Wood v. 
Underhill, 46 U.S. (5 How.) 1, 4 (1846), as this Court has held, or ‘a question of law that 
[the court] review[s] without deference’ as the Federal Circuit holds.” Amgen Inc. v. 
Sanofi, Aventisub LLC, No. 21-757, Pet. at i (S. Ct.) (internal citation omitted).

▪ “Whether enablement is governed by the statutory requirement that the specification 
teach those skilled in the art to ‘make and use’ the claimed invention, 35 U.S.C. § 112, 
or whether it must instead enable those skilled in the art ‘to reach the full scope of 
claimed embodiments’ without undue experimentation—i.e., to cumulatively identify 
and make all or nearly all embodiments of the invention without substantial ‘time and 
effort.’” Id. (internal citation omitted).



Paul, Weiss, Rifkind, Wharton & Garrison LLP

Written Description – Biogen v. Mylan
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►Affirming the district court’s determination that patent claims were invalid for lack of 
written description

►Exemplary claim:

A method of treating a subject in need of treatment for multiple sclerosis comprising 
orally administering to the subject in need thereof a pharmaceutical composition 
consisting essentially of (a) a therapeutically effective amount of dimethyl fumarate, 
monomethyl fumarate, or a combination thereof, and (b) one or more 
pharmaceutically acceptable excipients, wherein the therapeutically effective amount 
of dimethyl fumarate, monomethyl fumarate, or a combination thereof is about 480 
[milligrams] per day [(mg/day)].

Biogen International GmbH v. Mylan Pharmaceuticals Inc., 18 F.4th 1333, 1337 (Fed. Cir. 
2021)
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Written Description – Biogen v. Mylan
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►“‘[W]hen the inventor expressly claims that result, our case law provides that [such] result 
must be supported by adequate disclosure in the specification.’ Based on the evidence in 
the record, the district court did not clearly err in determining that Mylan established its 
burden of showing, by clear and convincing evidence, that the specification does not 
adequately support the asserted claims of the '514 Patent. More specifically, the district 
court did not clearly err in finding that a skilled artisan would not have recognized, 
based on the single passing reference to a DMF480 dose in the disclosure, that DMF480 
would have been efficacious in the treatment of MS, particularly because the 
specification's only reference to DMF480 was part of a wide DMF-dosage range and not 
listed as an independent therapeutically efficacious dose.” 

Biogen International GmbH v. Mylan Pharmaceuticals Inc., 18 F.4th 1333, 1343 (Fed. Cir. 
2021) (emphasis added).
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Written Description – Juno v. Kite
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►Reversing jury verdict because substantial evidence did not support finding of written 
description

►Exemplary claim:

A nucleic acid polymer encoding a chimeric T cell receptor, said chimeric T cell receptor 
comprising

(a) a zeta chain portion comprising the intracellular domain of human CD3 ζ chain,

(b) a costimulatory signaling region, and

(c) a binding element that specifically interacts with a selected target, wherein the 
costimulatory signaling region comprises the amino acid sequence encoded by SEQ ID 
NO:6.

►“The disclosure of one scFv that binds to CD19 and one scFv that binds to a PSMA antigen 
on prostate cancer cells in the manner provided in this patent does not provide information 
sufficient to establish that a skilled artisan would understand how to identify the species of 
scFvs capable of binding to the limitless number of targets as the claims require.” 

Juno Therapeutics, Inc. v. Kite Pharma, Inc., 10 F.4th 1330, 1337 (Fed. Cir. 2021). 
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Claim Construction – Eli Lilly v. Teva
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►Holding, in part, claim preambles were limiting

►Exemplary claim:

A method for treating headache in an individual, comprising:

administering to the individual an effective amount of a humanized monoclonal anti-
Calcitonin Gene-Related Peptide (CGRP) antagonist antibody, comprising:

two human IgG heavy chains, each heavy chain comprising three complementarity 
determining regions (CDRs) and four framework regions, wherein portions of the two 
heavy chains together form an Fc region; and

two light chains, each light chain comprising three CDRs and four framework regions;

wherein the CDRs impart to the antibody specific binding to a CGRP consisting of amino 
acid residues 1 to 37 of SEQ ID NO:15 or SEQ ID NO:43.

Eli Lilly & Company v. Teva Pharmaceuticals International GmbH, 8 F.4th 1331, 1335 (Fed. Cir. 2021).
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Claim Construction – Eli Lilly v. Teva
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►“In contrast to apparatus and composition claims, claims to methods of using such apparatuses or 
compositions are not directed to what the method ‘is,’ but rather they typically rely entirely on what 
the method ‘does.’ And what a method does is usually recited in its preamble.” Eli Lilly & Company v. 
Teva Pharmaceuticals International GmbH, 8 F.4th 1331, 1341 (Fed. Cir. 2021).

►“First and foremost, the treatment of vasomotor symptoms such as migraine is central to the 
inventions of the challenged patents. That reality is reflected in the extensive discussions of such 
treatment in every section of the patents’ written description.” Id. at 1342.

►“After this heavy emphasis on the treatment of vasomotor symptoms throughout the written 
description, the claims also reference such treatment, but only in the preambles. Thus, the 
preambles are the portions of the claims that embody the essence of the claimed invention—
methods for treating vasomotor symptoms.” Id.

►“Building on this idea, the claim language provides further support for the limiting nature of the 
preambles by including in each independent claim a step of administering an ‘effective amount’ of an 
anti-CGRP antibody. The preambles provide the only metric by which one practicing the claim could 
determine whether the amount administered is an ‘effective amount.’” Id.
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Obviousness – Teva v. Eli Lilly
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►Affirming the PTAB’s finding that the claims were unpatentable

►“[T]o accord substantial weight to secondary considerations of nonobviousness, the 
evidence of secondary considerations must have a ‘nexus’ to the claims , i.e., there must 
be ‘a legally and factually sufficient connection’ between the evidence and the patented 
invention.” Teva Pharmaceuticals International GmbH v. Eli Lily & Co., 8 F.4th 1349, 1360 
(Fed. Cir. 2021).

►A presumption “applies when the patentee shows that the asserted objective evidence is 
tied to a specific product and that product ‘embodies the claimed features, and is 
coextensive with them.’” Id. at 1360.

►“[A] claim to a new and unobvious pharmaceutical compound would surely have a nexus 
to the marketed finished product sold to consumers although that finished product will 
almost always contain excipients such as solubilizers, antioxidants, stabilizers, etc., that 
materially affect its functionality. Such excipients should not reasonably be found to 
destroy the nexus between the claim and the product.”  Id. at 1361.
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Obviousness – Teva v. Eli Lilly
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►A fact finder must “consider the unclaimed features of the stated products to determine 
their level of significance and their impact on the correspondence between the claim and 
the products.” Id. at 1361.

►“Because the claims in this case have a broad scope due to their lack of structural 
limitations, the unclaimed features in the commercial products cited here are of particular 
importance to the coextensiveness analysis.”  Id. at 1362.

►“For example, the Board found that, although the claims do not recite amino acid 
sequences, [the commercial products] have specific sequences that critically affect 
binding affinity and inhibit the ability of the antibodies to kill cells. See Board Decision, 
2020 WL 806932, at *46–47.  The Board also found that, although the claims did not 
recite limitations regarding picomolar binding affinity, full-length antibodies versus 
fragments, or IgG antibody classes, all of those features are critical to the ability of the 
[commercial] antibodies to function as humanized anti-CGRP antagonist antibodies.”  Id.
at 1364.
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Damages – Bayer v. Baxalta

20

►Holding, in part, substantial evidence supported the amount of damages

►“The district court properly exercised its discretion in allowing Bayer to ask the jury to 
select a rate between the range presented. While an expert must use reliable 
methodology for determining the range of possible hypothetical negotiation royalty rates, 
we are aware of no precedent that requires an expert to provide a single proposed royalty 
rate.” Bayer Healthcare LLC v. Baxalta Inc., 989 F.3d 964, 983 (Fed. Cir. 2021).

►“A party need not present expert testimony on damages or, as a corollary, on every aspect 
of damages, such as a single royalty rate. A party runs the risk, however, of loss to its 
expert’s credibility on cross examination if the expert does not identify a single royalty 
rate.” Id. at 985 (internal citation omitted).
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Damages – MLC Intellectual Property v. Micron
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►Holding, in part, the expert’s opinion on reasonable royalty was not reliable

►“In Lucent, we explained that, ‘[f]or a jury to use a running-royalty agreement as a basis to 
award lump-sum damages . . ., some basis for comparison must exist in the evidence 
presented to the jury.’ Lucent cited four running-royalty licenses to support a lump-sum 
damages award. Because Lucent provided almost no testimony for the jury to recalculate 
the value of the royalty agreements to arrive at the lump-sum damages award, we 
determined that the running royalties disclosed in the agreements did not support the 
award. This case involves a similar problem, though in the mirror-image situation where 
lump-sum agreements are being asserted as a basis to infer a rate for running royalty. 
Because Mr. Milani did not provide mathematical analysis to derive the 0.25% royalty 
rate from the lump-sum payments in the Hynix and Toshiba licenses, the district court 
could reasonably determine that those licenses cannot support testimony that the lump-
sum payments were, in fact, based on that royalty rate.”  (internal citations omitted; 
emphases added). MLC Intellectual Property, LLC v. Micron Technology, Inc., 10 F.4th 1358, 
1368 (Fed. Cir. 2021) (emphases added).
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Damages – Omega Patents v. Calamp
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►Holding, in part, the royalty award of $5.00 per unit was unreasonable

►“We therefore reject Omega’s contention that it was not required to show apportionment 
simply because the jury heard testimony that the LMUs [accused products] have no 
component parts outside what is claimed in the [asserted] ’278 patent.” Omega Patents, 
LLC v. Calamp Corp., 13 F.4th 1361, 1377 (Fed. Cir. 2021).

►“[] Omega failed to present sufficient evidence to the jury that this feature ‘create[d] the 
basis for customer demand or substantially create[d] the value of the component parts.’ 
Rather, Omega merely points to lesser testimony, for example, that multivehicle 
compatibility would be ‘an important feature’ or ‘a helpful feature’ and that development 
of the LMUs ‘was driven by a general market need.’ Omega further points to testimony 
that multivehicle compatibility increased the value of the LMUs, but this testimony goes 
on to explain that the LMUs would still have had value absent this feature.” Id. at 1378 
(internal citation omitted).
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Damages – Omega Patents v. Calamp
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►“Omega’s theory would permit it to obtain a particular royalty rate merely by relying 
on its internal ‘policy’ without regard to comparability—under the proffered licensing 
arrangement, Omega sought the same licensing fee regardless of what patents were 
included or what technology was covered. Put differently, Mr. Flick’s testimony does 
not sufficiently speak to ‘built-in apportionment’ between the patented 
improvement added to the LMUs and the conventional features of the LMUs. To hold 
otherwise would improperly permit Omega to hide behind its generic licensing 
arrangement to avoid the task of apportionment.” Omega Patents, LLC v. Calamp 
Corp., 13 F.4th 1361, 1379 (Fed. Cir. 2021).



Paul, Weiss, Rifkind, Wharton & Garrison LLP

Venue – In re Apple
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►Granting mandamus petition and transferring case

►“The district court should have compared the ease of access in the Western District of 
Texas relative to the ease of access in the Northern District of California.” In re Apple Inc., 
No. 2021-181, 2021 WL 5291804, at *2 (Fed. Cir. Nov. 15, 2021).

►“The district court erroneously discounted [specific] third parties [referenced in the 
complaint] when it faulted Apple for not identifying any specific employees of those 
entities.” Id. at *3.  

►“[T]he district court’s speculation about what might happen with regard to the speed of 
adjudication is plainly insufficient to warrant keeping this case in the Texas forum given 
the striking imbalance favoring transfer based on the convenience factors.” Id. at *4. 



Paul, Weiss, Rifkind, Wharton & Garrison LLP

Venue – In re Atlassian and In re Google
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►Both granting mandamus petitions and transferring cases

►“[T]he district court here improperly substituted its own assumption that prior art 
witnesses are unlikely to testify in place of specific reasons to believe that the prior art 
witnesses would be relevant. . . . Such categorical rejection of those witnesses entirely 
untethered to the facts of the particular case is an abuse of discretion.” In re Atlassian 
Corp. PLC, No. 2021-177, 2021 WL 5292268, at *2 (Fed. Cir. Nov. 15, 2021).

►The district court improperly “analyz[ed] only the location of servers where documents 
are stored, rather than also considering the location of document custodians and location 
where documents are created and maintained, which may bear on the ease of retrieval.” 
In re Google LLC, No. 2021-178, 2021 WL 5292267, at *2 (Fed. Cir. Nov. 15, 2021).
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Post-Grant Challenges – United States v. Arthrex
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►Holding that the appointment of Administrative Patent Judges was unconstitutional 

►“Arthrex argued that the APJs were principal officers and therefore that their appointment 
by the Secretary of Commerce was unconstitutional. The Government intervened to 
defend the appointment procedure.” United States v. Arthrex, Inc., 141 S. Ct. 1970, 1978 
(2021).

►The Federal Circuit agreed with Arthrex that APJs were principal officers. 941 F.3d 1320, 
1335 (2019). Neither the Secretary nor Director had the authority to review their
decisions or to remove them at will. The Federal Circuit held that these restrictions meant 
that APJs were themselves principal officers, not inferior officers under the direction of 
the Secretary or Director. . . . To fix this constitutional violation, the Federal Circuit 
invalidated the tenure protections for APJs. Making APJs removable at will by the 
Secretary, the panel held, prospectively ‘renders them inferior rather than principal 
officers.’ Id., at 1338” Id.  

►“This satisfied no one.” Id. 
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Post-Grant Challenges – United States v. Arthrex
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►“Given the insulation of PTAB decisions from any executive review, the President can neither 
oversee the PTAB himself nor ‘attribute the Board's failings to those whom he can oversee.’  
Free Enterprise Fund, 561 U.S., at 496, 130 S.Ct. 3138.  APJs accordingly exercise power that 
conflicts with the design of the Appointments Clause ‘to preserve political accountability.’  
Edmond, 520 U.S., at 663, 117 S.Ct. 1573.”  Id. at 1982.

►“We turn now to the appropriate way to resolve this dispute given this violation of the 
Appointments Clause.”  Id. at 1986. 

►“In our view, however, the structure of the PTO and the governing constitutional principles 
chart a clear course: Decisions by APJs must be subject to review by the Director.  Congress 
vested the Director with the “powers and duties” of the PTO, 35 U.S.C. § 3(a)(1), tasked him 
with supervising APJs, § 3(a)(2)(A), and placed the PTAB “in” the PTO, § 6(a).”  Id.

►“In sum, we hold that 35 U.S.C. § 6(c) is unenforceable as applied to the Director insofar as it 
prevents the Director from reviewing the decisions of the PTAB on his own. The Director 
may engage in such review and reach his own decision.”  Id. at 1987. 



Paul, Weiss, Rifkind, Wharton & Garrison LLP

Post-Grant Challenges – Hunting Titan v. DynaEnergetics

28

►Holding, in part, substantial evidence supported the PTAB’s determination that the 
original claims were anticipated

►“Notably, we do find problematic the POP [Precedential Opinion Panel]’s reasoning 
behind its decision to confine the Board’s discretion to sua sponte raise patentability 
issues to only rare circumstances.” Hunting Titan, Inc. v. DynaEnergetics Europe GmbH, 28 
F.4th 1371, 1381 (Fed. Cir. 2022).

►“For example, while the adversarial system proves useful in IPR proceedings to bring forth 
evidence the agency might not have otherwise discovered, the Panel's substantial reliance 
on the adversarial system as the basis for confining its earlier agency decision and ensure 
‘that patent monopolies are kept within their legitimate scope.’” Id.

►“Indeed, as the Panel correctly pointed out, ‘Nike resolve[d] the question of whether the 
Board may advance a ground of unpatentability that a petitioner does not advance, or 
insufficiently develop[s], against substitute claims proposed in a motion to amend,” and it 
agreed that Nike had answered this question in the affirmative.’” Id. at 1377.
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►“And [the Panel] acknowledged that ‘even where both a petitioner and patent owner participate in 
the motion to amend process, there may be situations where certain evidence of unpatentability has 
not been raised by the petitioner, but is readily identifiable and persuasive such that the Board 
should take it up in the interest of supporting the integrity of the patent system.’” Hunting Titan, Inc. 
v. DynaEnergetics Europe GmbH, 28 F.4th 1371, 1382–83 (Fed. Cir. 2022).

►“Notably, however, the Panel highlighted one example in which the readily identifiable evidence 
exception could apply: ‘where the record readily and persuasively establishes that substitute claims 
are unpatentable for the same reasons that corresponding original claims are unpatentable.’” Id. at 
1382.

►“It decided that the circumstances of this case did not ‘qualify as one of the rare circumstances 
necessitating the Board to advance a ground of unpatentability that [Hunting Titan] did not advance 
or sufficiently develop.’” Id. at 1378.
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►Holding, in part, the Patent Office unreasonably refused to terminate reexamination

►“This case requires us to determine when one pathway, ex parte reexamination, is 
available to a requester who has repeatedly tried to use another pathway, IPR, to forward 
the same arguments.” In re Vivint, Inc., 14 F.4th 1342, 1346 (Fed. Cir. 2021).

►“[T]he Patent Office, when applying § 325(d), cannot deny institution of IPR based on 
abusive filing practices then grant a nearly identical reexamination request that is even 
more abusive.”  Id. at 1354.

►The Court clarified that it was “not holding that the Director may never launch a 
reexamination even when a particular challenger has engaged in improper serial filing.” 
Id.



Paul, Weiss, Rifkind, Wharton & Garrison LLP

Post-Grant Challenges (Standing to Appeal) – Intel v. Qualcomm

31

►IPR petitioner, Intel, had standing.  

►“Although Qualcomm didn’t sue Intel for infringement, Qualcomm has not disputed that it 
mapped the ’043 patent claims to an Intel product (and only an Intel product) in a prior suit 
against Apple . . . . It is of no moment that the suit wasn’t against Intel, as Intel ‘need not face a 
specific threat of infringement.’” Intel Corp. v. Qualcomm Inc., 21 F.4th 784, 790 (Fed. Cir. 2021).

►“Intel has engaged in activity that has already given rise to an infringement suit by Qualcomm. 
And Qualcomm has not disputed that, in those proceedings, it identified an Intel product as the 
‘secondary processor’ of the ’949 patent. Thus, for the same reasons as in our companion case, 
‘Intel’s risks transcend mere conjecture or hypothesis.’ That is so even though Intel has only 
shown that it manufactures the claimed ‘secondary processor’ of the ’949 patent’s claimed 
inventions, not all the components required by the claims, given the centrality of that 
component to the claims, the possibility of direct infringement suits based on product testing, 
and the possibility of indirect infringement suits based on at least inducement. We therefore 
find that Intel has standing and proceed to consider the merits of its appeal.” Intel Corp. v. 
Qualcomm Inc., 21 F.4th 801, 808 (Fed. Cir. 2021) (internal citations omitted; emphasis added).
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►The IPR petitioner, Moderna, lacked standing to appeal. “As the appellant, Moderna bears the 
burden on the issue of standing . . . , including the burden to demonstrate that there has been 
no gap in its standing while this appeal has been pending. In view of Moderna’s concession 
that the basis for is standing shifted during the pendency of this appeal i.e., from the financial 
burdens of the Acuitas sublicenses to a potential infringement suit for the COVID 19 vaccine –
Moderna had to come forth with evidence to demonstrate the necessary continuity of 
jurisdiction. Moderna failed to do so.” ModernaTx, Inc. v. Arbutus Biopharma Corp., 18 F.4th 
1352, 1362 (Fed. Cir. 2021) (emphasis added). 

►The IPR petitioner, Moderna, had standing based on its development and shipment of COVID-
19 vaccines. “It also bears noting that, if we were to dismiss this appeal for lack of standing, 
Arbutus could sue Moderna for infringement immediately thereafter. That possibility is easy to 
envision based on the record, and Arbutus has done nothing to dispel it. We seek to avoid such 
a result, which would perversely incentivize a future similarly situated patent owner to remain 
silent regarding its intentions during the pendency of an appeal and wait to sue for 
infringement until after the appeal has been dismissed for lack of standing.” ModernaTx, Inc. 
v. Arbutus Biopharma Corp., 18 F.4th 1364, 1372 (Fed. Cir. 2021) (emphasis added).


