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JIPLP Editorial 

The EU’s WTO complaint against China can only be resolved by establishing legally 

enforceable global arbitration of SEP disputes 

Richard Arnold* 

On 18 February 2022 the European Commission filed a request for consultation under the 

World Trade Organisation’s dispute settlement system against China concerning the granting 

of anti-suit injunctions by Chinese courts restraining holders of standard-essential patents 

(“SEPs”) from enforcing such patents in foreign courts. The EU contends that the practice of 

the Chinese courts contravenes Article 63.1 of TRIPS. If consultations fail to resolve the 

dispute within 60 days, the EU may request the WTO to establish a Panel to prepare a report 

on the dispute. This may ultimately lead to the Dispute Settlement Body authorising retaliatory 

measures by the EU against China. 

The dispute has been triggered by the decision of the Supreme People’s Court (“SPC”) of China 

in Huawei v Conversant on 28 August 2020 that Article 1002 of the Civil Procedure Law of 

the People’s Republic of China allows a Chinese court to grant provisional measures 

prohibiting a party from applying for enforcement of judgments of a non-Chinese court or from 

seeking judicial relief outside the jurisdiction of China. Furthermore, it decided that in case of 

violation of such an anti-suit injunction, a Chinese court can impose the maximum fine 

provided for under Article 115(1)4 of the Civil Procedure Law of 1 million RMB (138,983 

EUR/156,845 USD) per day. Since then, the Wuhan Intermediate People’s Court and the 

Shenzhen Intermediate People’s Court have each granted two anti-suit injunctions against 

foreign SEP holders restraining them from pursuing enforcement proceedings in foreign courts 

following the filing of claims by Chinese (or, in one case. South Korean) implementers seeking 

the determination of the terms of fair, reasonable and non-discriminatory (“FRAND”) licences 

on a global basis.1 

The SPC’s decision was a response to the decisions of the United Kingdom Supreme Court 

(“UKSC”) just two days earlier in Unwired Planet v Huawei and Conversant v Huawei.2  In 

Unwired Planet the UKSC held that Birss J (as he then was) had been correct to determine that 

only a global licence of Unwired Planet’s SEP portfolio was FRAND. In Conversant v Huawei 

the UKSC dismissed a challenge by Huawei and ZTE to the jurisdiction of the English courts 

over claims by Conversant for infringement of UK SEPs in which Conversant contended that 

only a global licence was FRAND. It is also a response to the practice of the courts of a number 

of Western countries of granting anti-suit (and anti-anti-suit) injunctions in jurisdictional 

battles over SEPs and FRAND terms, including a decision by the late Henry Carr J3 that he 

would have granted an anti-suit injunction against Huawei in the Conversant v Huawei 

litigation if Huawei had not agreed to withdraw the relevant part of its parallel claim in the 

Chinese courts.  

 
* Lord Justice of Appeal of England and Wales. 
1 Xiaomi v InterDigital (Wuhan Intermediate People’s Court), 23 September 2020; ZTE v Conversant (Shenzhen 

Intermediate People’s Court), 28 September 2020; OPPO v Sharp (Shenzhen Intermediate People’s Court), 16 

October 2020; Samsung v Ericsson (Wuhan Intermediate People’s Court), 25 December 2020. 
2 [2020] UKSC 37, [2020] Bus LR 2422. 
3 [2018] EWHC 3549 (Ch). 
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As is well-known, there is increasing litigation worldwide concerning SEPs and the FRAND 

obligation. The central issue is usually what terms are FRAND. The litigation highlights the 

contrast between the territoriality of patents on the one hand and the global nature of standards 

and the FRAND obligation on the other hand. The need for territory-by-territory enforcement 

of SEPs enables well-resourced implementers to engage in wars of attrition as a means of 

defending themselves against what they perceive to be excessive demands by SEP holders. 

This has led to patentees seeking determinations that FRAND terms are global. That in turn 

has led to jurisdictional battles, races to court, anti-suit injunctions, anti-anti-suit injunctions 

and so on. 

The essential question raised by the EU’s WTO complaint is who should decide the terms of 

FRAND licences of SEPs on a global basis. Western SEP holders typically want Western courts 

to decide, while Chinese implementers typically want Chinese courts to decide. It is important 

to appreciate, however, that it is not only Chinese companies who have concerns about the 

Unwired Planet decisions: such concerns are widely shared in South-East Asia. Moreover, the 

problem is the same whatever the nationality of the parties. 

The answer to this problem must involve a supranational procedure for resolving these disputes 

which is acceptable to all interested parties. No national court can provide that. The obvious 

answer is global arbitration. Global arbitration of FRAND disputes has various advantages. 

First, the core issue of the terms of a FRAND licence can be directly addressed without the 

need for complex and expensive preliminary litigation over patent infringement/essentiality 

and validity. Secondly, the need for patent litigation in multiple territories is avoided. Thirdly, 

parties have no need to rush to court to establish jurisdiction, to apply for anti-suit injunctions, 

etc. Fourthly, FRAND terms for the whole world can be determined by one tribunal with no 

risk of inconsistent decisions. Fifthly, arbitration enables use of a multinational tribunal which 

can have specialist expertise, command confidence of both patentees and implementers, and 

be acceptable to both Western and non-Western nations. Sixthly, arbitral awards can be 

enforced under the New York Convention.    

Given all the advantages of arbitration, why do so few parties agree to it? In general, SEP 

holders tend to be willing to arbitrate while implementers are reluctant to do so, although there 

are exceptions on both sides. The reason why parties do not usually agree to arbitration is that 

one party or the other in a dispute thinks that it may be able to do better by litigating. Thus for 

arbitration to work as a solution to this problem, there needs to be a legally enforceable 

obligation to arbitrate. Although there is precedent for arbitration clauses which bind members 

of standard-development organisations (“SDOs”),4 that is not sufficient. In order to work, the 

obligation to arbitrate needs to be made legally binding on both members and non-members, 

and on both patentees and implementers. 

I have proposed a method of making global arbitration of SEP disputes legally enforceable.5 It 

consists of two steps. Step 1 is to include an arbitration clause in the contract formed between 

the patentee and the SDO under the SDO’s intellectual property rights (“IPR”) policy requiring 

a patentee who has made a declaration of essentiality and who has a dispute with an 

implementer as to the terms for a licence of an SEP (including a dispute as to whether the 

implementer requires a licence) to enter into arbitration to determine the terms of a global 

 
4 E.g. Article 14.7 of the DVB Project Memorandum of Understanding, 
5 “SEPs, FRAND and Mandatory Global Arbitration” [2021] GRUR 123. 
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FRAND licence. The arbitration clause should specify the nature of the arbitration, the seat, 

the venue and the procedural rules. Step 2 is that the IPR policy should provide that a second 

contract is formed when an implementer makes a statement of compliance with the standard 

under which the implementer undertakes to the SDO to take a licence of any SEPs on FRAND 

terms and in return receives the benefit of such licence. This contract should contain a mirror 

image arbitration clause to the arbitration clause in the first contract. The effect of these two 

steps is intended to be that, just as the implementer is a third-party beneficiary of the first 

contract, the patentee is a third-party beneficiary of the second contract, and hence either party 

can commence arbitration proceedings and (provided courts are willing to enforce the clauses) 

obtain a stay of court proceedings brought by the other party falling within the scope of the 

arbitration clause.       

A number of objections have been raised to this proposal. The first is that one cannot oust the 

right of a party to have access to the court since this is a constitutional/human right. My answer 

is that this is what arbitration clauses do all the time in other contexts, e.g. commodities 

contracts, although it should be noted that in many systems of law, including English law, there 

is provision for at least a limited review by courts of arbitral awards e.g. for manifest error of 

law and/or incompatibility with fundamental principles of law (such as EU competition law). 

The second objection is that arbitration is contrary to EU law. My answer is that what is 

proposed is commercial arbitration and therefore should not be contrary to EU law.6 The third 

objection is that an arbitral panel would have no jurisdiction to determine the validity of SEPs. 

My answer is that this is true, but immaterial because the panel would not need to do so (as 

opposed to taking a view on the strength of the patentee’s portfolio). It should also be noted 

that the proposed arbitration clause would not prevent the implementer from commencing 

revocation proceedings in national courts (but implementers would be very unlikely to 

commence revocations worldwide). The fourth objection is that arbitration is undesirable 

because it lacks positive externality since it does not provide transparency and precedents. My 

answer is that there is nothing to prevent the arbitral rules providing for publication of awards, 

if necessary with confidential information redacted, and the IPR policy should stipulate this. 

The fifth objection is that arbitration is undesirable because arbitral tribunals lack the power to 

obtain disclosure of prior licence agreements entered into by the parties. My answer is that, 

provided the procedural rules are appropriate, arbitral panels can order disclosure of licence 

agreements (typically subject to confidentiality protections), and my understanding is that this 

has been done in some arbitrations. The sixth objection is that the proposal cannot be 

implemented because, for example, in the European Telecommunications Standards Institute 

an amendment to the IPR policy would require the consent of all members, but not all will 

consent. My answer is that this is a political question. In the first place it should not be assumed 

that consent would not be forthcoming until the members have actually been asked. There may 

be a role for e.g. the European Commission and the US anti-trust authorities to persuade 

members that it is in their own best interests (which is how the ETSI IPR policy came to be 

adopted in the first place). 

I do not suggest that my proposal is perfect. There may be legal flaws in the analysis. There 

may be better solutions to the problem that I have not thought of. In parallel with the EU’s 

WTO complaint, a number of bodies are examining the issues raised by SEPs and FRAND 

obligations, including the United Kingdom Intellectual Property Office, which issued a Call 

 
6 Case C-284/16 Slovak Republic v Achmea BV [EU:C:2018:158] at [54]. 
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for Views on SEPs on 7 December 2021. The issues are not confined to the question of how 

SEPs and FRAND obligations should be enforced, but that question is central. It is time for all 

interested parties to discuss the problem and devise an answer. Unless someone comes up with 

a better solution than legally enforceable global arbitration, however, I suggest that the way 

forward is clear.   


