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Introduction 

35 USC 319 provides: 

A party dissatisfied with the final written decision of the Patent Trial and Appeal Board …may 
appeal the decision [to the Court of Appeals for the Federal Circuit]… . Any party to the inter 
partes review shall have the right to be a party to the appeal  

36 USC 329 provides a similar right to appeal from decisions of the Patent Rial and Appeal 
Board (PTAB) in post grant reviews. 

However, Article III of the United States Constitution limits the judicial power of the federal 
courts to resolving “cases or controversies” so that parties seeking redress in the courts must 
have “standing” to do so.   

Case law as summarized by the Federal Circuit in General Electric Company v. Raytheon 
Technologies Corporation1 has held that when seeking review of a decision by an agency such as 
the PTAB,  

an appellant must meet ‘the irreducible constitutional minimum of standing.’” Amerigen 
Pharm. Ltd. v. UCB Pharma GmBH, 913 F.3d 1076, 1082 (Fed. Cir. 2019) (quoting 
Lujan v. Defenders of Wildlife, 504 U.S. 555, 560 (1992)). That “irreducible 
constitutional minimum” requires the appellant to “have (1) suffered an injury in fact, (2) 
that is fairly traceable to the challenged conduct of the [appellee], and (3) that is likely to 
be redressed by a favorable judicial decision.” Spokeo, Inc. v. Robins, 136 S. Ct. 1540, 
1547 (2016), as revised (May 24, 2016). “[W]here Congress has accorded a procedural 
right to a litigant, such as the right to appeal an administrative decision” some 
requirements of standing—but not the requirement of injury in fact—“may be relaxed.” 
Consumer Watchdog v. Wis. Alumni Research Found., 753 F.3d 1258, 1261 (Fed. Cir. 
2014).2 

A question therefore arises as to when a losing challenger in inter partes review or post grant 
review proceedings has the right to bring its case before the federal courts by way of appeal.3 

 
1 2020 WL 7635983 (Fed. Cir. December 23, 20200 
2 Raytheon petitioned the Federal Circuit for a rehearing en banc as to whether the final 
sentence of this summary is correct, but the petition was denied on February 25, 2021. 

3 Because the PTAB is part of the Patent Office, its Constitutional basis lies in Article II  Section 2 of the 
Constitution which is why the Supreme Court is currently considering why Administrative Patent Law 



 

Cases Addressing the Potential Injury Requirement 
 
 The first case where this issue arose in an appeal from inter partes review was Phigenix 
Inc. v. Immunogen Inc.4 where the court held that on the facts of the case, the appellant lacked 
standing to appeal because it had failed to show injury from the PTAB’s decision to uphold the 
patent in question notwithstanding the appellant’s arguments that the decision had damaged its 
ability to license its own technology. 
 

 In JTEKT Corporation v. GKN Automotive Ltd5 the court noted that where a statute gave 
a right to appeal, some of the conditions relating to standing in other situations might be relaxed, 
but still held that the failure of the appellant to show that products it intended to market would 
have a substantial risk of infringing the challenged patent was sufficient for the court to conclude 
that it lacked standing.6  

 
In Momenta Pharmaceuticals Inc. v. Bristol-Myers Squibb Co.7, standing to appeal was 

denied where the appellant had stopped work on a biosimilar that might have infringed the patent 
and so had no continuing basis to claim the existence of a “case or controversy” even though this 
may have existed when the petition for review was filed. This was not enough, the controversy 
had still to be in existence at the time of the appeal for the appellant to retain standing.  

 
In General Electric Company v. United Technologies Corporation8, a claim that General 

Electric had been harmed by the patent because it had necessitated increased research 
expenditure in attempts to design around the patent was found to be insufficient to give General 
Electric standing to appeal. Similarly in AVX Corporation v. Presidio Components Inc.9 
arguments that standing existed as a result of general competition between the parties (including 
a patent infringement suit) and the possible estoppel effect of the PTAB decision on subsequent 
litigation failed to establish standing to appeal, at least in part because the Federal Circuit had not 

 
Judges who staff the PTAB were properly appointed under the Constitution.  There is no “case or 
controversy” requirement in Article II. 
4121 USPQ2d 1242 (Fed. Cir. 2017). 

5127 USPQ2d 1581 (Fed. Cir. 2018). 

6The court noted its earlier decision in Consumer Watchdog v. Wisconsin Alumni Research Foundation 
753 F.3d 1258 (Fed. Cir. 2014) relating to an appeal in an inter partes  re-examination case where it had 
held that even in such cases, the appellant had to show that it would suffer an injury in fact if it was not 
allowed to appeal against the decision in question. 

7915 F.3d. 764 129 USPQ2d 1335 (Fed. Cir. 2019).   

8[2019] USPQ2d 253832 (Fed. Cir. 2019). 

9Case 2018-1106 (Fed. Cir. May 13, 2019). 



yet considered whether any estoppel arose from an unappealable decision of the PTAB.  In 
Argentum Pharmaceuticals LLC v. Novartis Pharmaceutical Corporation10 the losing challenger 
lacked standing to appeal.  Argentum (the losing challenger) had partnered with another 
company, KVK-Tech, to develop a generic version of the patented drug, but the evidence failed 
to produce evidence that it would suffer economic harm if the patent were upheld and the party 
at risk of being sued for infringement either because of manufacture or sales or because of filing 
an ANDA was KVK, not Argentum. 

 
 On the other hand in E. I. DuPont de Nemours & Co v. Synvina11 it was held that 
concrete plans for present and future activity that create a substantial risk of future infringement 
or of being accused of infringement was sufficient to give a losing challenger standing to appeal.  
It is not, however, necessary for an appellee from PTAB proceedings to have such constitutional 
“standing” to participate in the appeal proceedings because it is not the party that has invoked the 
federal court’s authority.12  
 

 In Altaire Pharmaceuticals Inc. v. Paragon Biotek Inc.13 it was held that a petitioner 
whose challenge had failed in the PTAB had standing to appeal where it was seeking a 
declaratory judgment that it had the right to terminate an agreement relating to the patents in suit.   

 
In Samsung Electronics Co., Ltd. v. Infobridge PTE Ltd14 it was held that Samsung had 

standing to challenge a PTAB decision upholding claims of an Infobridge patent where that 
patent was part of a package of patents that were licensed together and Samsung owned other 
patents in the package and its share of the royalties from licensing the package of patents would 
increase if the challenged patent was held to be invalid.  I 

 
In Grit Energy Solutions LLC v. Oren Technologies LLC15, a challenger who had lost in 

the PTAB was found to have standing to appeal where a prior infringement action had been 
dismissed without prejudice and the patent owner had declined to stipulate that it would not sue, 
the court noting “it is generally sufficient for the appellant to show that it lears engaged in, is 
engaging in, or will likely engage in activity that would give rise to a possible infringement 
suit.”.   Similarly in Adidas AG v. Nike Inc,16 Adidas, the losing challenger in inter partes review 

 
10Case 2018-2273 (Fed. Cir. April 23, 2020).  

11128 USPQ2d 1103 (Fed. Cir. 2018) 

12 Personal Audio LLC v. Electronic Frontier Foundation 123 USPQ2d 1592 (Fed. Cir. 2017). 

13126 USPQ2d 1661 (Fed. Cir. 2018) 

14[2019] USPQ2d 257603 (Fed. Cir. 2019). 

15Case 2019-1063 (Fed. Cir. April 30, 2020). 

16Case 2019-1787 (Fed. Cir. June 25, 2020) 



proceedings, was found to have standing to appeal where, although Nike had not yet threatened 
Adidas with an infringement suit under the challenged patents, it had asserted that paten ts 
against third parties and had declined to give Adidas a covenant not to sue.   

 
In General Electric Company v Raytheon Technologies Corporation17, General Electric 

showed that it had learned from its previous experience noted above and put forward more 
detailed information of its reasons that it anticipated bring sued under a patent claiming a method 
for designing a gas turbine engine including statements that it had already discussed use of an 
engine that might infringe with Airbus. 

 
Other Issues Affecting Standing 

 
 In RPX Corporation v. Chanbond LLC in June 2019, the Supreme Court declined to 
review  whether the Federal Circuit was wrong in holding that an unsuccessful petitioner in inter 
partes review only has the right to appeal to the Federal Circuit if it suffered a “patent inflicted 
injury” because the Constitutional Article III requirement limiting the role of federal courts to 
deciding “cases or controversies” has to be met, notwithstanding the fact that Congress 
specifically provided for an appeal and the challenger’s failure in inter partes review has an 
estoppel effect against its use of the failed arguments in other proceedings. 
 
 In Mylan Pharmaceuticals Inc. v. Research Corporation Technologies Inc.18, the Federal 
Circuit considered whether it could accept an appeal by three parties who had been joined to the 
proceedings after the initial challenge had been filed in a case where the initial challenger had 
not appealed.  The Court held the appeal to be permissible on the basis that 35 USC 315(c) 
permitted such “late entrants” to be joined as parties, even if they might have been time-barred 
from making a challenge themselves.  
 
 The question of whether a party who had not been the original challenger, but who had 
joined the proceedings under the joinder provisions of 35 USC 315(c) when the original 
challenger chose not to appeal was considered in Fitbit Inc. v. Valencell Inc.19  Noting that, 
although the joinder in this case had been subject to limitations, 35 USC 319 provided that “any 
party” could appeal, the Federal Circuit upheld the joining party’s right to appeal.   
   
  In AmerigenPharmaceuticals Limited v. UCB Pharma GmbH20 it was held that 
where the challenger had filed a Paragraph III ANDA which was ready to be accepted by the 
FDA but for the continued listing of the patent in the Orange Book, this listing in the Orange 
Book was sufficient to establish standing for appeal . The Court rejected the argument that 

 
17Case 2019-1319 (Fed. Cir. December 23, 2020). 

18914 F.3d 1366 129 USPQ2d1325 (Fed.Cir. 2019). 

19Case 2019-1048 (Fed. Cir. July 8, 2020)> 

20129 USPQ2d 1178 (Fed. Cir. 2019). 



challenges to patent validity only met the required standard if the ANDA had been filed under 
Paragraph IV because that was the only provision that made the filing of an ANDA an act of 
patent infringement.  The Court held that the delay to the challenger’s ability to obtain FDA 
approval for a Paragraph III application resulting from the patent remaining listed in The Orange 
Book sufficed to give standing to appeal. 
 
Conclusion 
 
A losing challenger in PTAB proceedings has a difficult choice to make in deciding whether to 
try to appeal since by setting out the facts that might show a real potential injury if the patent is 
upheld and so meeting the criteria developed by the Federal Circuit for showing standing, it may 
have to admit possible infringement or disclose other facts that it would rather keep confidential.  
For example some of the press has speculated that the information provided by General Electric 
in the second of the two cases mentioned above indicates that Airbus is in the process of 
developing a new narrow-bodied aircraft. 
 

 

 


