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1. Introduction

Trade mark owners rightly deserve protection from

predatory trade practices, but some trade mark owners

are too aggressive in asserting their rights.1 The likely

catalyst for such aggression is overexpansion2 of the

‘likelihood of confusion’3 test since the 1950s.

Likelihood of confusion now has become the raison

d’être of the law; actual confusion is merely one of sev-

eral factors4 to be considered in determining whether

impugned trading conduct justifies injunctive relief.

This development has increasingly created tension be-

tween trade mark enforcement and rights of freedom of

speech and freedom of competition.5

Trade mark owners must of course safeguard their

valuable trade marks from loss of distinctiveness result-

ing from imitation of their trade marks. Although it is

not always easy to draw the line between legitimate

trade mark enforcement, all too often trade mark litiga-

tion seems to be motivated more by protecting market

share6 or preventing supposed dilution7 than by safe-

guarding goodwill against misappropriation or dam-

age.8 Injunctions at times are issued when there is scant

evidence that trade mark owners or consumers are

likely to be harmed significantly or at all9 or when

harm is presumed because the marks are considered to

be confusingly similar.10 An injunction, especially an

interlocutory or interim injunction, is a remedy that

should not be granted absent clear proof of irreparable
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1 A notorious example is CFA Properties, Inc (dba Chick-fil-A) who

demanded that a Vermont man selling T-shirts marked EAT MORE

KALE cease and desist from doing so in view of their prior ‘rights’ in the

phrase ‘EAT MOR CHIKIN’. The demand letter claimed that 30 previous

entities had agreed to cease and desist from violating such ‘rights’.

Largely owing to social pressure, and the intervention of the Governor of

Vermont, CFA eventually chose not to oppose the use or registration of

‘EAT MORE KALE.’ See also, Stacey Dogan, ‘Bullying and Opportunism

in Trade Mark and Right-of-Publicity Law’ (2016) 96 Boston Univ L Rev

1293.

2 Robert G Bone, ‘Taking the Confusion Out of ‘Likelihood of Confusion’:

Toward a More Sensible Approach to Trade Mark Infringement’ (2012)

106 Northwestern Univ L Rev 1307, at 1337. Mark Jurisprudence in the

Modern Age’ (2010) 92 JPOS 474.

3 15 USC s 1114(1) (a): ‘Any person who shall, without the consent of the

registrant— use in commerce any reproduction, counterfeit, copy or

colourable imitation of a registered mark in connection with the sale, of-

fering for sale, distribution or advertising of any goods or services on or

in connection with which such use is likely to cause confusion, or to cause

mistake, or to deceive shall be liable in a civil action by the registrant for

the remedies hereinafter provided.’ (emphasis added). Century 21 Real

Estate Corp. v Sandlin, 846 F 2d 1175, 1178 (9th Cir 1988).

4 See eg the ‘Polaroid Factors’-Polaroid Corp. v Polarad Elecs. Corp, 287 F

2d 492 (2d Cir 1961) and Restatement (Third) of Unfair Competition,

published by American Law Institute.

5 Many authors have commented on the conflict between trade mark

rights versus the First Amendment: see eg Alexander J Kasparie,

‘Freedom of Trade Mark: Trade Mark Fair Use and the First

Amendment’ (2016) 18 U Pa J Const L 1547 and Robert Burrell and Dev

Gangjee, ‘Trade Marks and Freedom of Expression: A Call for Caution’.

University of Queensland TC Beirne School of Law Research Paper No

10-05. (20 April 2010). For an excellent European perspective, see

Wolfgang Sakulin, Trade Mark Protection and Freedom of Expression: An

Inquiry into the Conflict Between Trade Mark Rights and Freedom of

Expression under European Law (Kluwer Law International 2011). In

2017, SCOTUS struck down the Lanham Act’s disparagement clause as

unconstitutional in Matal v Tam, (‘The Slants’) 137 S Ct 1744 (19 June

2017). The fall-out from that decision likely will continue for years.
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harm, and in the author’s view, irreparable harm

requires proof and should not be presumed.

There are cases where ‘likelihood of confusion’ is not

an issue, for example, cases involving dilution, and

cases where the infringement is blatant, for example, in

counterfeiting cases, and cases where the accused trade

mark is virtually the same as the plaintiff’s trade mark

and the respective goods/services of the disputants are

the same or closely similar. That said, in the majority of

cases that reach trial, other than cases involving only di-

lution, ‘likelihood of confusion’ is the issue that deter-

mines whether injunctive relief is justified.

The issue is how to make injunctive relief in such

cases more in line with commercial realities, while bal-

ancing the legitimate rights of trade mark owners, and

the rights of the public in freedom of expression and of

competition.

The argument of this contribution is that, in order

to justify injunctive relief, heightened consideration

should be given to the defendant’s motive in adopting

and using the accused trade mark. If it is likely the

defendant intended to deceive consumers, an injunction

usually is justified. In cases where there is some evi-

dence of guilty motive but such evidence is inconclu-

sive, there should at least be substantial proof of

damage or likely damage to the plaintiff. By “damage”

is meant real or likely financial harm. Damage to dis-

tinctiveness through blurring or tarnishment should ex-

clusively be the subject of a dilution action. The

quantum of required damage or likelihood of damage

in general should inversely be proportional to the de-

gree of proof of intention to deceive. In cases where

there is no significant evidence of a guilty motive, and

no significant evidence of damage or likely damage,

injunctions should not be issued except in extraordi-

nary cases where the defendant’s conduct is blatantly

unfair.

Although this approach may have the effect of nar-

rowing somewhat the scope of trade mark protection,11

this may be better for trade mark owners in the long

run as it lessens the likelihood of judicial backlash

against endemic over-claiming of trade mark rights.12

6 Examples abound: see eg USA Nutraceuticals Grp. v BPI Sports, LLC, 165

F Supp 3d 1256, 1265 (SD Fla 2016) (BE BETTER BE STRONGER held

not confusing with B ORIGINAL. GENUINE. MORE, both for nutri-

tional supplements); Pub Impact, LLC v Boston Consulting Grp, 169 F

Supp 3d 278 (D Mass 2016), appeal dismissed, No 16-1400 (1st Cir 18

October 2016), (PUBLIC IMPACT held not confusing with CENTER

FOR PUBLIC IMPACT A BCG FOUNDATION) both for managing con-

sulting services; Hoop Culture, Inc. v Gap, Inc., 122 F Supp 3d 1338 (MD

Fla 2015), aff’d, 648 F App’x 981 (11th Cir 2016) (T shirts marked EAT

. . . SLEEP . . . BALL . . . found not confusing with T-shirts similarly

marked in view of the use of the expression EAT SLEEP BALL in social

media and presence of defendant’s name on T-shirts, and Corps Grp. v

Afterburner, Inc, 779 S E 2d 383 (Ga Ct App 2015) where FLAWLESS

EXECUTION, TASK SATURATION, PLAN, EXECUTION RHYTHM,

and DEBRIEF, EXECUTE, WIN! ‘marks’ for military-themed motiva-

tional and management training seminars were not infringed by the

defendants’ use of CORPS EXECUTION, TASK OVERLOAD,

EXECUTION CADENCE, and PLAN, DO, DEBRIEF marks for competi-

tive services.

7 Louis Vuitton Malletier, S.A. v My Other Bag, Inc., 156 F Supp 3d 425

(SDNY), aff’d, No 16-241-cv, 2016 WL 7436489 (2d Cir 22 December

2016), certiori refused by USSC (canvas tote bags marked on one side

with caricatures of designer hand bags and My Other Bag on the other

side). As succinctly observed by the trial judge in granting summary

judgment to the defendant, ‘In the usual trade mark case, a strong mark

is a factor pointing toward a likelihood of confusion. However, where the

plaintiff’s mark is being used as part of a jest . . . the opposite can be true.

The strength and recognizability of the mark may make it easier for the

audience to realize that the use is a parody and a joke on the qualities

embodied in trade marked word or image.’ (ibid, 441). See also Louis

Vuitton Malletier SA v Haute Diggity Dog LLC 507 F 3d 252, 60 (4th Cir

2007).

8 Mark P McKenna, ‘The Normative Foundations of Trade Mark Law’

(2007) 82 Notre Dame L Rev1839. For a somewhat contradictory view,

see Robert G Bone, ‘Hunting Goodwill: A History of the Concept of

Goodwill in Trade Mark Law’ (2006) 86 Boston Univ L Rev 547.

9 Mark P McKenna, ‘Testing Modern Trade Mark Law’s Theory of Harm’

(2009) 95 Iowa L Rev 95. In the author’s view, an injunction, interlocu-

tory or permanent, should not be issued except upon clear, non-

speculative proof of significant actual or likely harm to the trade mark

owner or consumers, and such harm should not be presumed merely be-

cause the court believes there is a likelihood of confusion. Conversely, if

there is neither significant actual harm nor likelihood of harm, how likely

is confusion or dilution?

10 Sleep Country v Sears, 2017 FC 148. An interlocutory injunction was is-

sued preventing Sears from using the slogan ‘THERE IS NO REASON

TO BUY A MATTRESS ANYWHERE ELSE’ in view of a prior registra-

tion by Sleep Country of the slogan ‘WHY BUY A MATTRESS

ANYWHERE ELSE’. Justice Kane found that Sleep Country had satisfied

her that on the balance of probabilities confusion is likely. In view of this

finding, she assumed that Sleep Country would suffer irreparable harm if

Sears were not enjoined. In eBay Inc. v MercExchange, LLC, 547 US 388

(2006) the USSC identified four requirements a plaintiff must show for

justifying a permanent injunction: (i) that it has suffered an irreparable

injury; (ii) that remedies available at law such as monetary damages are

inadequate to compensate for that injury; (iii) that, considering the bal-

ance of the hardships between the plaintiff and defendant, a remedy in

equity is warranted and (iv) that the public interest would not be dis-

served by a permanent injunction. The USSC subsequently held in

Winter v Natural Resources Defense Council, Inc 555 US 7 (2008) that the

same factors applied to applications for preliminary injunctions.

Subsequent trade mark cases have not followed a consistent pattern:

some courts still tend to assume that, once a likelihood of confusion is

proved, a presumption of irreparable injury will follow. On the other

hand, many courts now appear to apply eBay to trade mark cases: see

Ferring Pharmaceuticals Inc., v Watson Pharmaceuticals, Inc, 2014 US App

LEXIS 16426(3d Cir NJ 26 August 2014), 3rd Crt, where the Court held

that a trade mark owner who seeks to enjoin someone else from unlaw-

fully using his trade mark, must prove irreparable harm and not merely

rely on a ‘presumption’ of such harm. See also, Herb Reed Enters. LLC v

Florida Entm’t Mgmt, 736 F 3d 1239, 1249 (9th Cir 2013), cert denied,

135 S Ct 57 (US 2014) and Commodores Enter. Corp. v McClary, 648 Fed

App’x 771 (11th Cir 2016). The International Trade mark Association

has proposed amendment of the Lanham Act to provide a rebuttable pre-

sumption of irreparable harm where there has been a finding of liability

or, in the case of a motion for a preliminary injunction, a finding of

probable success on the merits of the claim. The author doubts that such

legislation is advisable.

11 In general, cases where proof of harm is non-existent or highly specula-

tive do not justify injunctive relief. Moreover, complaints based on initial

interest confusion and post-sale confusion will no longer be valid

grounds according to the test proposed by the author.

12 There is already some evidence of such push-back in a number of cir-

cuits, where injunctive relief is being denied in the absence of proof of
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The ‘likelihood of confusion’ test became attractive

to jurists from the 1950s because it was seen as a way to

protect valuable goodwill symbolized by trade marks,

when trade mark rights were too narrowly circum-

scribed by traditional case law, and before the enact-

ment of federal anti-dilution legislation.13 As the ambit

of trade mark protection steadily increased, it was in-

sufficiently recognized that overexpansion of such

rights has the potential to cause collisions with free-

doms of expression and of competition. Worse, the am-

bit of trade mark protection has increased with fuzzy

limits.14 This has promoted over-aggressive enforce-

ment of trade mark rights. Given that it is not easy to

prove dilution under the Trade mark Dilution Revision

Act of 2006,15 it is understandable that some trade mark

owners use the ‘back door approach’, by trying to prove

likelihood of confusion when their real motive is pre-

venting non-actionable dilution.

Something surely is better than the ‘likelihood of

confusion’ test as presently interpreted.16 Requiring

courts to determine likelihood of confusion is a very

difficult task, which tends to lead to decisions based

more on intuition than hard evidence. A parade of

cherry-picked witnesses giving anecdotal evidence of

confusion does not prove what consumers in general

believe.17 Well-constructed, neutral surveys can help in

appropriate cases, but their cost is a significant factor

for many litigants, and conclusions drawn from such

surveys frequently are disputed.18

It is proposed that intention to deceive may be in-

ferred if, taking all surrounding circumstances into con-

sideration, there is no credible explanation for the

adoption and use of the accused trade mark other than

that the defendant intended to indicate falsely to con-

sumers that the defendant is the source of the plaintiff’s

goods or services or the existence of an affiliation, con-

nection or association between the plaintiff and the de-

fendant. Admittedly, this is an abductive rather than

deductive test, but like the ‘duck test’, ‘If it looks like a

duck, swims like a duck, and quacks like a duck, it’s

probably a duck’.

That said, wrongful intent should not be presumed

merely by reason of the defendant’s adoption of a simi-

lar mark with knowledge of the plaintiff’s prior use.19

Conversely, the lack of a fraudulent intent does not

necessarily mean that the use of the accused trade mark

is fair.

It is, therefore, proposed that injunctive relief in

trade mark cases should be restricted to cases of (i)

clear infringement, eg unauthorized use of closely simi-

lar marks for similar goods or services, (ii) likelihood of

dilution in accordance with all the requisite statutory

conditions and exceptions and (iii) substantial, tangible

evidence of likely confusion, with emphasis on the

defendant’s motive in adopting the accused mark. In

close cases, where there is some evidence pointing to a

guilty motive but such evidence is not conclusive, proof

of damage or likely damage involving financial harm to

the plaintiff could justify injunctive relief. This would

limit injunctions to cases that truly justify judicial

intervention and lessen potential collision with rights of

competition and expression. As usual, similarities in the

respective marks should be discounted to the extent

they are owing to the presence of descriptive, non-

distinctive, commonly used or functional components.

Moreover, the accused trade mark must be used as

a trade mark, and all fair use defences should continue

to apply.

2. History of likelihood of confusion test

The tension between trade mark enforcement and the

rights of freedom of competition and freedom of ex-

pression largely is because that trade mark law has

evolved from its origin in preventing trade diversion, to

preventing a far wider range of commercial conduct.20

likely harm: see eg Ferring Pharmaceuticals Inc., v Watson

Pharmaceuticals, Inc., 2014 US App. LEXIS 16426 (3d Cir NJ 26 August

2014), 3rd Crt.

13 Federal Trade mark Dilution Act of 1995, Pub L No 104-98, 109 Stat 985,

which was supplanted by the Trade mark Dilution Revision Act of 2006,

(H.R. 683). Prior to the enactment of the Dilution Act of 1995, many

states had enacted dilution legislation aimed at protecting trade marks.

See also, Miles Alexander and Michael Heilbronner, ‘An analysis of the

dilution section of the restatement (third) of unfair competition’ (1996)

47 SCL Rev 629.

14 As Professor Dogan has stated in ‘Bullying and Opportunism in Trade

Mark and Right-of-Publicity Law’ (2016) 96 Boston Univ L Rev 1293,

1294, ‘The law, in other words, has failed in its function of giving notice

of where legal rights end and the public’s right of access begins.

Especially in trade mark law, this doctrinal creep is exacerbated by other

doctrines that encourage and reward broad claims of rights.’

15 15 USC s 1125(c)(2)(A).

16 Bone (n 2).

17 In Interflora v Marks and Spencer [2012] EWCA Civ 1501, the plaintiff

Interflora conducted a survey and proposed calling survey respondents as

witnesses. The High Court allowed the evidence, but the Court of Appeal

overturned this decision, finding that anecdotal evidence from a number

of witnesses ‘cannot stand proxy for the impression of the average

consumer’.

18 In the UK, surveys are inadmissible without the prior approval of a

judge, which is far from automatic—Interflora, ibid.

19 Alfred C Yen, ‘Intent and Trade Mark Infringement’ (2015) 57 (3)

Arizona L Rev .. Professor Yen has argued in fn151 that ‘it is far from

clear whether a defendant who had created a likelihood of confusion

should escape liability simply because she had behaved reasonably’. That

sounds reasonable, but begs the question whether the defendant has in

fact created a likelihood of confusion.

20 Eg, ‘initial interest confusion’: see J Thomas McCarthy, McCarthy on

Trade Marks and Unfair Competition §23:6 (5th edn) Thomson Reuters.
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Such expansion has occurred with insufficient regard to

the impact of such expansion on freedoms of competi-

tion and speech.

A number of scholars have addressed this topic. In

an article entitled Confusion Isn’t Everything,21 William

McGeveran and Mark McKenna discuss how the con-

cept of likelihood of confusion has expanded in the

USA over the decades since the time when trade mark

injunctive relief was more clearly predicated on proof

of deception.22 They conclude:

We have shown how and why trade mark law, and particu-

larly its single-minded focus on the eradication of all con-

fusion, so far has failed to develop effective limiting

doctrines for cases where a defendant’s use raises important

countervailing values like fair competition or open com-

munication. When courts disregard or downplay these crit-

ical interests, consumers lose. For example, as we have

discussed, broad trade mark rights can suppress desirable

design features, informative third-party advertising, or ex-

pressive depictions of companies and their brands. Even

when final judicial outcomes eventually vindicate socially

beneficial uses such as these, doctrine often burdens them

with the risk of huge litigation costs that strongly discour-

age them.

The expanded scope of trade mark rights has also

tended to encourage trade mark bullies, who use litiga-

tion or the threat of litigation to obtain concessions

that the law does not or should not sanction.23

When trade mark disputes were brought in common

law courts, the plaintiff generally had to prove fraudu-

lent intention on the part of the defendant in order to

obtain an injunction. In courts of equity, the plaintiff

had to prove that the defendant’s conduct was calcu-

lated to deceive the public, irrespective of the defend-

ant’s intent. In all cases, the basic aim was to prevent

trading misrepresentations. Even after the law evolved

to no longer require proof of fraudulent intention,

injunctions restraining passing off or infringement in

general were not granted absent evidence of actual de-

ception, or a likelihood of deception, and this was usu-

ally the case until about the late 1940s. The fact that the

parties were not direct competitors often was decisive.24

Judges Learned Hand and Jerome Frank both tended

to demand a strong showing of harm to the trade mark

owner in order to justify judicial intervention, in order

to limit what they saw as an undue growth of a trade

mark’s reach.25 Robert G Bone described Judge Hand’s

view as follows:26

Judge Hand’s approach required a strong showing of harm

to one of the two interests identified in the earlier

Waterman case: the mark owner’s interest in preventing in-

jury to reputation, or its interest in entering the defend-

ant’s market. In its mature form, the analysis involved a

case specific balancing that weighed harm to the mark

owner’s interest in reputation or expansion against harm

to the defendant’s legitimate interest in continued use of

the mark. In striking this balance, Judge Hand insisted

from the beginning that there be more than an abstract

risk of reputation harm or a mere possibility of market en-

try by the plaintiff. And as of the late 1940s, he required ac-

tual reputation injury or actual plans to enter the market,

especially when the plaintiff’s mark was weak or the defen-

dant used it in good faith and had a legitimate reason to

continue its use.

By the 1950s, Judges Hand’s and Frank’s more restric-

tive view gave way to a broader approach favoured by

Judge Clark, who considered that proof of likelihood of

confusion is enough to justify an injunction irrespective

of proof of harm, as evidenced by his strong dissent in

Hyde Park Clothes, Inc. v Hyde Park Fashions, Inc.27

Judge Clark’s view eventually prevailed, with the result

that trade mark protection in the USA has steadily ex-

panded since the 1950s. Judge Clark clearly was scepti-

cal about the defendant’s motive in Hyde Park: ‘I

cannot avoid wondering if the defendant is as innocent

of what was so generally and so widely known as it is

pictured in this record.’

In an influential 1927 Harvard Law Review article,

The Rational Basis of Trade mark Protection,28 Frank

Schechter proposed that trade mark law should include

relief from harmful trade practices, now called dilu-

tion,29 to bridge the gap between traditional common

law remedies and the needs of modern commerce.

Schechter proposed legislation to deal with the situation

21 William McGeveran and Mark P Mckenna, ‘Confusion Isn’t Everything’

(2013) 89 Notre Dame L Rev 253.

22 See also, Bone (n 2).

23 See eg Kenneth L Port, ‘Trade Mark Extortionist Revisited: a Response to

Vogel and Schachter’ (2014) 14 Chi -Kent J Intell Prop217 and Kevin J

Greene, ‘Abusive Trade Mark Litigation and the Shrinking Doctrine of

Consumer Confusion: Rethinking Trade Mark Paradigms in the Context

of Entertainment Media and Cyberspace’ (2004) 27 Harv JL & Pub Pol’y

609.

24 Hyde Park Clothes, Inc. v Hyde Park Fashions, Inc., 204 F 2d 223, (2d Cir

1953).

25 The earliest case decided by Learned Hand that took a more restrictive

approach is LE Waterman Co v Gordon, 72 F 2d 272 (2d Cir 1934).

26 (2015) 106 - Nw. U.L.Rev.1307 at p. 1323

27 ibid.

28 Frank I Schechter, ‘The Rational Basis of Trade Mark Protection’ (1927)

40 Harv L Rev 813.

29 The word ‘dilution’ does not appear in Schechter’s article, but he did use

the phrase ‘gradual whittling away’, which is synonymous with dilution

by blurring. Schechter’s article did not refer to tarnishment specifically.
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where consumers are not in fact confused, yet the con-

duct of the defendant causes damage to the goodwill

symbolized by the plaintiff’s trade mark.30 As Schechter

saw it, a trade mark not only symbolizes goodwill, but

it also serves ‘as an agency for the actual creation and

perpetuation of good will’.31

At least as early as the 1940s, a number of jurists well

understood the importance of protecting the commer-

cial magnetism of a well-known trade mark, but it was

many years before federal legislation was enacted to

give legal protection against trade mark dilution.32

Although the majority in Hyde Park33 found no in-

fringement or unfair competition given that the parties

did not directly compete, if the test for infringement

had been as suggested in this essay, the defendant

would have been guilty of infringement because of the

similarity of the respective trade marks and goods. In

Hyde Park, the defendant’s use of HYDE PARK for la-

dies’ clothing over the plaintiff’s prior use of the then

well-known trade mark HYDE PARK for men’s cloth-

ing is an example of trading conduct that appears to be

blatantly unfair.

Although Schechter’s contribution to dilution law

was significant, his paper did not result in legislative

change for many years. As Jerre Swann has observed:34

After a very brief honeymoon, Schechter’s dilution con-

struct was: (a) besieged by Harvard school economics; (b)

undercut by overreaching enactments at the state level; and

(c) substantially obviated by expanded concepts of con-

sumer confusion. The strength factor in a likelihood of

confusion analysis affords reach for truly strong, unique

marks to virtually any third-party use, and Schechter’s rec-

ognition of the reputational function of marks was thus

absorbed into the mainstream of trademark law.

Trade marks that are truly famous generally are pro-

tected against even disparate uses by dilution law, and

proving likelihood of confusion likewise seldom is an

issue either. For example, as Schechter pointed out,

RITZ CARLTON for coffee likely would be an infringe-

ment of RITZ CARLTON for hotel services, based on

likelihood of confusion, just as it would be infringe-

ment by dilution. Therefore, the expansion of the ‘like-

lihood of confusion’ test potentially is more harmful in

relation to trade marks that are not sufficiently famous

as to be entitled to dilution protection, but whose own-

ers seek injunctions that the law does not allow. In

short, if the real objective is to safeguard goodwill

against dilution, and protection under dilution legisla-

tion35 is problematic, plaintiffs should not be permitted

to take the ‘back-door’ approach of proving likelihood

of confusion in order to obtain an injunction that oth-

erwise is unobtainable.

In the case of misappropriation of well-known if not

famous trade marks, it should not be too difficult to de-

termine that the defendant’s adoption of the accused

mark was not innocent. That said, the mere fact that a

defendant has adopted an accused trade mark with

knowledge of the plaintiff’s prior well-known trade

mark, does not by itself prove fraudulent intent.

Numerous scholars have carefully analyzed the ex-

pansion of the ‘likelihood of confusion’ test, and virtu-

ally, all of them are agreed that the test is not

functioning in a manner consistent with the public in-

terest in freedom of competition and expression. As

succinctly put by Professor Robert Bone,36

The test is a mess. It produces bad results, is doctrinally in-

coherent, and lacks a sensible normative foundation. It

chills socially valuable uses and facilitates excessively broad

expansions of trademark law, and it includes factors that

make no sense as predictors of likely confusion. Most im-

portantly, the test erroneously assumes that consumer con-

fusion is enough to warrant liability without regard to the

harmful consequences or the moral wrongfulness of the

defendant’s conduct.

After a careful and detailed review of the history of the

enlargement of the ambit of ‘likelihood of confusion’,

Bone concludes as follows:

The likelihood of confusion test is in a state of disarray. A

close study of its history reveals an important reason why.

The test emerged as an historical compromise that papered

30 Justice Frankfurter recognized the power of brands in his famous state-

ment in Mishawaka Rubber & Woolen Mfg. Co. v S.S. Kresge Co., 316 US

203, 62 S Ct 1022, 86 L Ed 1381, 53 USPQ 323 (1942): ‘The protection of

trade-marks is the law’s recognition of the psychological function of sym-

bols. If it is true that we live by symbols, it is no less true that we pur-

chase goods by them. A trade mark is a merchandising short-cut which

induces a purchaser to select what he wants, or what he had been led to

believe he wants. The owner of a mark exploits this human propensity by

making every effort to impregnate the atmosphere of the market with the

drawing power of a congenial symbol. Whatever the means employed,

the end is the same—to convey through the mark, in the minds of poten-

tial customers, the desirability of the commodity upon which it appears.

Once this is attained, the trade mark owner has something of value. If an-

other poaches upon the commercial magnetism of the symbol he has cre-

ated, the owner can obtain legal redress.’

31 See also, Robert G Bone, ‘Schechter’s Ideas in Historical Context and

Dilution’s Rocky Road, (2008) 24 Santa Clara Computer & High

Technology Law Journal 469.

32 Jerre Swann, ‘The Evolution of Dilution Law in the United States from

1927 through 2006 (and a Few Months Beyond) in International Trade

Mark Dilution (Thomson West 2018) ch 3, Daniel R. Bereskin QC, ed.

33 As indicated earlier, Hyde Park involved a dispute between a manufac-

turer of men’s wearing apparel and a manufacturer of a somewhat lower

quality of ladies’ wearing apparel.

34 ibid.

35 Trade mark Dilution Revision Act of 2006 (HR 683).

36 Bone (n 2).
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over conflicting views about the proper reach of trademark

law without resolving the normative disagreements that

gave rise to the conflict. Those disagreements manifest to-

day as doctrinal and normative incoherence. And the result

is a vague and uncertain test that chills socially valuable

uses and facilitates unjustified expansions of trademark

law.

Trade mark law has suffered under the likelihood of confu-

sion test for far too long. The problems run deep and ad

hoc tinkering with factors will not solve them. The test

needs a complete overhaul. A properly functioning trade

mark system depends on it.

3. Balancing the legitimate needs of

trade mark owners and the public

The challenge is to find a better way to balance the le-

gitimate needs of trade mark owners and the rights of

the public in enjoying freedom of competition and free-

dom of expression. The first step is to broadly classify

trade mark disputes.

In general, there are three main types of trade mark

disputes. In the first category, an accused mark is iden-

tical or very similar to the plaintiff’s trade mark and the

respective goods or services are identical or very similar.

Determination of liability for infringement in this cate-

gory does not in general require resort to ‘likelihood of

confusion’, because the defendant’s unfair trading con-

duct usually is obvious if not blatantly unfair. This cate-

gory includes counterfeiting, which should be

restrained irrespective whether the purchaser of coun-

terfeit goods is aware they are counterfeit. To be sure,

the weight of similarities must be discounted to the ex-

tent they are owing to descriptive, non-distinctive,

common or functional elements.

In the second category, an accused trade mark is

identical or very similar to the plaintiff’s famous trade

mark, and the use of the accused mark is likely to cause

dilution by unfairly damaging the goodwill symbolized

by the plaintiff’s trade mark. All the statutory condi-

tions and exceptions must of course apply.37 In this

case, ‘likelihood of confusion’ likewise is not relevant.

The use of the accused trade mark does not violate

either of the above proscriptions, but there is substan-

tial, tangible evidence of likelihood of confusion.

Barton Beebe38 has proposed the following multifactor

test for evaluating likelihood of confusion with height-

ened emphasis on the defendant’s intent. The Beebe test

correlates well with the author’s view, although the test

could also involve proof of damage or likelihood of

damage to the plaintiff.

In determining whether a mark is likely to cause confusion,

or to cause mistake, or to deceive, the court may consider

all relevant factors, including the following: (i) the degree

of similarity of the marks as perceived by the relevant con-

sumer population; (ii) the degree of proximity of the goods

as perceived by the relevant consumer population, includ-

ing the degree of proximity of marketing methods and

channels of distribution and sale; (iii) evidence of actual

confusion, mistake, or deception, including survey evi-

dence; (iv) the marketplace strength of the mark allegedly

infringed; and (v) the purpose of the alleged infringer in

adopting and using its mark and if the purpose is to cause

confusion, or to cause mistake, or to deceive, then the likeli-

hood is that the alleged infringer will accomplish that pur-

pose. (emphasis added).

If fraudulent intent properly is inferred, likelihood of

confusion almost always will follow.

It is interesting to compare the Beebe test with the

formulation set out in the Restatement,39 which is as

follows:

Whether an actor’s use of a designation causes a likelihood

of confusion with the use of a trade mark, trade name, col-

lective mark, or certification mark by another under the

rule stated in § 20 is determined by a consideration of all

the circumstances involved in the marketing of the respec-

tive goods or services or in the operation of the respective

businesses. In making that determination the following

market factors, among others, may be important:

(a) the degree of similarity between the respective des-

ignations, including a comparison of

(i) the overall impression created by the designa-

tions as they are used in marketing the respec-

tive goods or services or in identifying the

respective businesses;

(ii) the pronunciation of the designations;

(iii) the translation of any foreign words contained

in the designations;

(iv) the verbal translation of any pictures, illustra-

tions, or designs contained in the designations;

(a) the suggestions, connotations, or meanings of the

designations;

(b) the degree of similarity in the marketing methods

and channels of distribution used for the respective

goods or services;

37 USC s 1125 (c).

38 Barton Beebe, ‘An Empirical Study of the Multifactor Tests for

Trademark Infringement’ (2006) 94 Cal L Rev 1581.

39 Restatement (Third) of Unfair Competition, published by American Law

Institute.
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(c) the characteristics of the prospective purchasers of

the goods or services and the degree of care they are

likely to exercise in making purchasing decisions;

(d) the degree of distinctiveness of the other’s

designation;

(e) when the goods, services, or business of the actor

differ in kind from those of the other, the likeli-

hood that the actor’s prospective purchasers would

expect a person in the position of the other to ex-

pand its marketing or sponsorship into the prod-

uct, service, or business market of the actor;

(f) when the actor and the other sell their goods or

services or carry on their businesses in different

geographic markets, the extent to which the other’s

designation is identified with the other in the geo-

graphic market of the actor.

A separate section in the Restatement is devoted to

intent, as follows:

§ 22. Proof Of Likelihood Of Confusion: Intent Of The

Actor

1. A likelihood of confusion may be inferred from

proof that the actor used a designation resembling

another’s trademark, trade name, collective mark,

or certification mark with the intent to cause confu-

sion or to deceive.

2. A likelihood of confusion should not be inferred

from proof that the actor intentionally copied the

other’s designation if the actor acted in good faith

under circumstances that do not otherwise indicate

an intent to cause confusion or to deceive.

As indicated above, it is reasonable to infer fraudu-

lent intent and, therefore, likelihood of confusion if the

Court determines that there is no credible explanation

for the adoption and use of the accused trade mark

other than that the owner of the accused trade mark

intended to indicate falsely to intended purchasers of

the defendant’s goods or services, that the defendant is

the source of the plaintiff’s goods or services or the ex-

istence of an affiliation, connection or association be-

tween the plaintiff and the defendant.40 In any case,

there should be substantial, tangible evidence of confu-

sion or likelihood of confusion before an injunction is

justified.

4. Conclusion

Trade marks are not merely property rights. They are

also language tools by which a trade mark owner

communicates a message to the public. In that sense,

a trade mark itself is a form of expression. It is part

of the language by which we communicate. Many fa-

mous trade marks are found in dictionaries, because

they are part of the language, even though their main

function is to signify source, quality, affiliation, etc.

The conflict between the right of the trade mark

owner to communicate a truthful message to the pub-

lic and the right of the public to express ideas is a

normal consequence of living in a free society. That

said, the rights of trade mark owners generally should

not trump the rights of the public in freedom of ex-

pression and freedom of competition. That is why it’s

important to consider whether the ‘likelihood of con-

fusion’ test as currently applied is in the best interests

of the public.

This contribution argues for heightened consider-

ation of a defendant’s intent in determining likelihood

of confusion. Inferring a defendant’s intent cannot be

more difficult than inferring whether the relevant uni-

verse of consumers is likely to be confused. In any case,

courts should avoid too facile determinations of likeli-

hood of confusion, especially in cases where the use of

the accused trade mark harms neither the trade mark

owner nor the public.

40 Beebe argues that ‘intent’ generally should be treated as the sine qua non

for determination of liability for trade mark infringement in cases where

the complaint is not dilution, and the unfairness of the defendant’s trad-

ing conduct is not obvious.
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