
 

SESSION 1: Plenary Sessions   

Thursday 8:15 AM – 11:10 AM   
 

1A. Government Leaders’ Perspectives on IP   

Thursday 8:15 AM – 9:45 AM (90 minutes)   
   
Moderator:   
Hugh C. Hansen   

Fordham University School of Law, New York   
(up to 5 minutes to introduce the subject matter; intro of speakers –   
just name and affiliation, please see bios in print materials and online.)   
    

Speakers:    
António Campinos    

European Patent Office (EPO), Munich  
Unitary Patent and UPC: A New Opportunity 
This year will see the biggest step forward in patent protection in Europe since the 
1970s. A new form of patent protection, the Unitary Patent, will be launched, along 
with the Unified Patent Court. The EPO will be at the heart of this change, which will 
deliver new opportunities for businesses and help to transform innovation in Europe.  
(up to 6 minutes)   

    
Discussion: 5 minutes (speakers, panelists and members of the audience)   
   
Shira Perlmutter   

U.S. Copyright Office, Washington, D.C.   
Expanding Access to the Copyright System 
In order to maximize the copyright system’s role in fostering creativity, adding to 
human knowledge, and enriching culture, its benefits must be broadly accessible.  
This means making the tools needed to assert and license rights available, 
understandable and user-friendly, and ensuring that the system evolves in ways that 
are balanced and well-calibrated. This talk will highlight current Office initiatives 
aimed at furthering these goals, including through technological development and the 
enhanced use of data.   
(up to 6 minutes)   

    
Discussion: 5 minutes (speakers, panelists and members of the audience)   
   
Marco Giorello    

European Commission, Brussels   
Copyright Policy in the EU- What’s on and What’s Next? 



 

The talk will provide an overview of the ongoing copyright discussions at EU level, 
more than two years after the adoption of the Digital Single Market reform. It will 
present a state of play of the implementation of the new rules across EU Member 
States and of their first impact on the market. It will also look at the current priorities 
for the European Commission in the copyright area. 
(up to 6 minutes)   

    
Discussion: 5 minutes (speakers, panelists and members of the audience)   
    
Antony S. Taubman   

World Trade Organization (WTO), Geneva  
COVID-19 and the TRIPS Agreement – What Lessons for the Future?  
The COVID-19 pandemic has posed unprecedented and multifaceted challenges for 
fast-track pharmaceutical innovation, for the accelerated regulatory approval, 
production and global distribution of vaccines, and for the dissemination and uptake 
of new technologies. Given the role and impact of intellectual property through 
various dimensions of the pandemic response, the past two years have served as a 
probing stress test of the international intellectual property system - setting the WTO 
TRIPS Agreement at the center of an intensive debate about how to overcome 
inequities in access to medicines, especially vaccines. The disruptive impact of the 
pandemic has spurred changes in the way many work, trade and share knowledge, 
accelerating trends towards on-line interactions that place additional demands on the 
IP system. This presentation suggests some of the consequent lessons learned for the 
international law, policy and practice of IP. 
(up to 6 minutes)   

    
Discussion: 5 minutes (speakers, panelists and members of the audience)   
  
Kathi Vidal  

U.S. Patent and Trademark Office (USPTO), Alexandria  
Back to First Principles: Promoting Innovation for the Public Good 
In 1788, James Madison invoked “the public good” as justification for the 
establishment of a patent system in the United States. The framers of our Constitution 
believed the patent system would promote economic growth and a higher standard of 
living for all. As technologies evolve at a rapid pace and include ideas envisioned 
only in the sci-fi books of our childhood and innovations never envisioned by our 
Founders, we need to think critically about the underlying goals of our system as we 
make decisions and shape our future. 
(up to 6 minutes)   

 
Discussion: 5 minutes (speakers, panelists and members of the audience)   
General discussion: 30 minutes (speakers, panelists and members of the audience)   
    



HUGH C. HANSEN 
Professor of Law 

Fordham University School of Law 

150 West 62nd Street, Rm. 7-120 
New York, NY 10023 

+1 917 992-4979

hansenhugh@gmail.com 

Hugh Hansen is a Professor of Law at the Fordham University School of Law. He teaches 
courses in intellectual property law focusing on copyright and trademark law. He has also 
taught constitutional law, federal courts, & antitrust law.  

Professor Hansen clerked for federal judges in the Second Circuit and the Southern District 
of New York. He was in practice as an AUSA in the Southern District, and a litigation associate 
with Dewey, Ballentine. He was the principal drafter of AT&T's response to the DOJ Antitrust 
Division in 1974 when it asked why it should not sue to break it up. 

Currently, he also consults on IP matters in the U.S. and Europe. He was the lead counsel in 
a multi-district litigation and an expert witness in a Lloyds of London arbitration. He 
represented or advised clients in cases in the U.S., UK, Germany and Poland and before DG 
Comp of the EU. 

Both his teaching and consulting focuses on strategic thinking from a legal realist 
understanding of how courts, Congress, and the private sector interact with the law and each 
other. In the same vein, he founded and directs the Fordham IP Institute and Fordham 
Conference on Intellectual Property Law and Policy now in its 28th year. The Director General 
of the WIPO called the IP conference "the Davos of the IP world."  

Prof. Hansen has written a book on IP and edited many others. He frequently speaks in the 
U.S., Europe, and Asia. The State Department sponsored a speaking tour for Prof. Hansen in
Japan and Melbourne University did the same in Australia.

Managing Intellectual Property Magazine named Prof. Hansen one of the 50 most influential 
people in IP in the world multiple times, the last being in November 2018. It also presented 
Prof. Hansen with a Lifetime Achievement Award in April 2018. The Court of Appeals for the 
Federal Circuit, per then Chief Judge Michel, gave him an award for “his contribution to the 
legal community’s understanding of international intellectual property law.”  

Since August 2018, he has hosted the podcast Non Obvious with Hugh Hansen, where he 
speaks with various key players in IP and the legal world in general.  



ANTÓNIO CAMPINOS 

President 

European Patent Office 

Bob-van-Benthem Platz 1 
80469 Munich 

(+49) 23990 

lfarrell@epo.org 

António Campinos took up office as the President of the European Patent Office (EPO), an 
international organisation with 38 member states, on 1 July 2018. With nearly 7 000 staff, he 
leads one of the largest public service institutions in Europe. Headquartered in Munich with 
offices in Berlin, Brussels, The Hague and Vienna, the EPO was founded with the aim of 
strengthening co-operation on patents in Europe. Through the EPO's centralised patent 
granting procedure, inventors are able to obtain high-quality patent protection in up to 44 
countries, covering a market of some 700 million people. 

Prior to the appointment as President of the EPO, António Campinos was the Executive 
Director of the European Union Intellectual Property Office (EUIPO) in Alicante/Spain from 
2010 until June 2018. The EUIPO is responsible for managing the EU trademark and the 
registered Community design. 

Mr Campinos came to the EUIPO from the Portuguese National Institute of Industrial Property 
(INPI) where he held different executive roles. He joined the INPI in 2000 as Trademark 
Director and in 2005 was elected its President. From 2005 to 2007 he headed the Portuguese 
Delegation on the Administrative Board of the EUIPO, and was Chairman of this board from 
2008 to 2010. In parallel (from 2005 to 2010) he was head of the Portuguese Delegation at 
the Administrative Council of the EPO, Chairman of the Working Group on Industrial Property 
at the Council of the European Union during the Portuguese Presidency (July to December 
2007), Chairman of the Ad Hoc Working Group on the Legal Development of the Madrid System 
for the International Registration of Marks, and Head of the Portuguese Delegation at the 
World Intellectual Property Organization (WIPO) General Assemblies. 

Mr Campinos' career also includes his time as President of the Administrative Council of the 
Centre d'Études Internationales de la Propiété Intellectuelle (CEIPI) at the University of 
Strasbourg for a term of five years. In addition, he was awarded the title of Doctor Honoris 
Causa from the University of Alicante, Spain, in 2017. He was also inducted to the IP Hall of 
Fame of the Intellectual Asset Management magazine in recognition of his significant 
contribution to intellectual property law and practice. 

As Portuguese national with a Master in Public Law and advanced European studies, he began 
his career in 1998 in the public administration sector in Portugal at the Ministry of Economy 
and Innovation as Assistant to the Deputy Secretary of State to the Minister. 



SHIRA PERLMUTTER 

Register of Copyrights and Director 

U.S. Copyright Office  

101 Independence Ave. S.E. 
Washington, D.C. 20559-6000 

sperlmutter@copyright.gov 

Shira Perlmutter is the Register of Copyrights and Director of the U.S. Copyright Office. She 
was appointed to the position effective October 25, 2020. Perlmutter leads a workforce of 
over 400 employees, advises Congress on copyright policy, and directs the administration of 
important provisions of the United States Copyright Act, Title 17.  

Prior to her appointment as Register, Perlmutter had served since 2012 as Chief Policy Officer 
and Director for International Affairs at the United States Patent and Trademark Office 
(USPTO). In that position, Perlmutter was a policy advisor to the Under Secretary of 
Commerce for Intellectual Property and oversaw the USPTO’s domestic and international IP 
policy activities; legislative engagement, through the Office of Governmental Affairs; 
education and training, through the Global Intellectual Property Academy (GIPA); global 
advocacy, through the IP Attaché Program; and economic analysis, through the Office of the 
Chief Economist.  

Before joining the USPTO, Perlmutter was Executive Vice President for Global Legal Policy at 
the International Federation of the Phonographic Industry (IFPI). Prior to that, she held the 
position of Vice President and Associate General Counsel for Intellectual Property Policy at 
Time Warner.  

Perlmutter previously worked at the World Intellectual Property Organization (WIPO) in 
Geneva as a consultant on copyright and electronic commerce. In 1995, she was appointed as 
the first Associate Register for Policy and International Affairs at the U.S. Copyright Office. 
She was the copyright consultant to the Clinton Administration’s Advisory Council on the 
National Information Infrastructure in 1994 and 1995. 

Perlmutter is a research fellow at the Oxford Intellectual Property Research Centre at Oxford 
University. From 1990 through 1995, she was a law professor at The Catholic University of 
America, teaching copyright law, trademark and unfair competition law, and international 
intellectual property law. Previously, she practiced law in New York City, specializing in 
copyright and trademark counseling and litigation. She is a co-author of a leading casebook 
on international intellectual property law and policy and has published numerous articles on 
copyright issues. 

Perlmutter received her AB from Harvard University and her JD from the University of 
Pennsylvania. 



 

 

MARCO GIORELLO 

Head of Unit, Copyright 

European Commission 

Rue de la Loi 200 
1000 Brussels 
Belgium 

(+32) 22969563 

marco.giorello@gmail.com 

Marco Giorello has been the Head of Unit for Copyright in the European Commission 
(DG CONNECT) since 2017. He has been working in Copyright since 2011. Italian and 
lawyer by training, he has worked for the European Commission for more than 20 
years, covering numerous areas of the European Internal Market policy. He has been 
directly involved in the planning and negotiations of the Copyright reform, including 
the Directive on Copyright in the Digital Single Market. Prior to joining the European 
Commission, he worked for an Italian law firm and lectured on EU Law. He holds an 
LLM in European Law awarded by the College of Europe in Bruges (1998). 

 



 

ANTONY SCOTT TAUBMAN 
Director, IP Division 

World Trade Organisation 

antony.taubman@wto.org 

  

  

Since 2009, Director of the WTO’s Intellectual Property, Government Procurement and 
Competition Division. From 2002 to 2009, he directed the Global Intellectual Property Issues 
Division of WIPO (including the Traditional Knowledge Division and Life Sciences Program), 
covering IP and genetic resources, traditional knowledge and folklore, the life sciences, and 
related global issues including public health and climate, the environment, climate change, 
human rights, food security, bioethics and indigenous issues. A diplomatic career with the 
Australian Department of Foreign Affairs and Trade (DFAT) concluded with service as 
Director, International Intellectual Property, engaged in multilateral and bilateral 
negotiations on IP issues, domestic policy development, regional cooperation, and TRIPS 
dispute settlement. Earlier service included disarmament policy and participation in the 
negotiations on the Chemical Weapons Convention, and postings to the Australian Embassy in 
Tehran as Deputy Head of Mission, and to the Hague as Alternate Representative to the 
Preparatory Commission for the Organisation for the Prohibition of Chemical Weapons and 
Chair of the Expert Group on Confidentiality. In 2001 he joined the Australian Centre for 
Intellectual Property in Agriculture and the College of Law at the Australian National 
University, teaching and researching on international IP law. He has held postgraduate 
teaching appointments at several universities including at the University of Melbourne, the 
Queensland University of Technology and the University of Edinburgh and contributes to many 
other educational and training programs. In 2008, the Rockefeller Foundation awarded him a 
Bellagio residential fellowship for his work on TRIPS and public policy issues. He has authored 
numerous publications on the TRIPS Agreement and international IP law and policy and 
cognate policy fields. An earlier appointment at WIPO covered development cooperation in 
Asia and the Pacific, redesign of the program and budget, and policy development. A 
registered patent attorney, hhe worked in private practice in the law of patents, trademarks 
and designs in Melbourne in the 1980s. His tertiary education has included computer science, 
mathematics, engineering, classical languages, philosophy, international relations and law; 
he taught ancient Greek philosophy at Melbourne University. 

 
 



CLE Links - 1A. Government leader’s perspectives on IP 

• Directive (EU) 2019/790 of the European Parliament and of the council of 

17 April 2019 on Copyright and Related Rights in The Digital Single Market 

and Amending Directives 96/9/EC And 2001/29/EC 

• Waiver from certain provisions of the TRIPS Agreement for the 

prevention, containment and treatment of covid-19 communication from 

India and South Africa (IP/C/W/669), WTO,  

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C

/W669.pdf&Open=True (official document)  

• Waiver from certain provisions of the TRIPS Agreement for the 

prevention, containment and treatment of covid-19 communication from 

India and South Africa – revised decision text (IP/C/W/669/Rev.1), WTO, 

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C

/W669R1.pdf&Open=True (official document) 

 

 

 

 

 

 

 

 

https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32019L0790&from=EN
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True


 

1B. Key Current IP Issues: Reflections & Analysis   

Thursday 9:50 AM – 11:10 AM (80 minutes)   
   
Moderator:   
Hugh C. Hansen   

Fordham University School of Law, New York   
(up to 5 minutes to introduce the subject matter; intro of speakers –   
just name and affiliation, please see bios in print materials and online.)   

   
Speakers:    
Paul R. Michel   

U.S. Court of Appeals for the Federal Circuit, Washington, D.C. (retired) 

Injunctions as the Driver of Licensing and Technology Sharing and Essential to 
Vindicating the Patentee’s Right to Exclude 
This remedy creates incentives to respect IP rights and license them as needed, and it 
encourages innovation investments. When injunctions are rarely available, 
investments fall and accused infringers are encouraged to drag out litigation. Even 
after infringement of a valid patent has been found, adjudicated infringers are 
encouraged to decline license offers and can expect to get the past damage amount 
applied to continuing infringement even though their infringement is now, by 
definition, willful. The inversion of injunction practices under dicta in the Kennedy 
minority concurrence in eBay, as applied ever since, has enfeebled the patent system.  
(up to 6 minutes)   

   
Discussion: 5 minutes (speakers, panelists and members of the audience)   
   
Denny Chin   

U.S. Court of Appeals for the Second Circuit, New York   
As Time Goes By: Judging Through the Years   
Judge Denny Chin of the Second Circuit has been a federal judge for more than 27 
years. In this talk he reflects on how judging and federal practice have changed over 
the years.  
(up to 6 minutes)   

    
Discussion: 5 minutes (speakers, panelists and members of the audience)   
  
He Jing 

Gen Law Firm, Beijing 
What is “Big Protection of IP” in China?   
The concept of “Big Protection of IP” is gaining grounds in the China IP policy 
landscape. What does it mean and how will it impact on IP enforcement, standard 



 

essential patents, trade secret or pharmaceutical IP? Where will the National IP Court 
be in the next five years?  
(up to 6 minutes)   

    
Discussion: 5 minutes (speakers, panelists and members of the audience)   
 

Richard D. Arnold  
UK Court of Appeal, London  
Legally Enforceable Global Arbitration of SEP/FRAND Disputes 
The essential question raised by the EU’s WTO complaint against China is who 
should decide the terms of FRAND licenses of SEPs on a global basis. The answer to 
this problem must involve a supranational procedure for resolving these disputes 
which is acceptable to all interested parties. The obvious answer is global arbitration. 
In order for this solution to work, arbitration must be made legally enforceable. A 
method for achieving this has been proposed, and the objections raised against the 
proposal to date are not convincing.   
(up to 6 minutes)   

 
Discussion: 5 minutes (speakers, panelists and members of the audience)   
 
Panelist:  
Renata B. Hesse  

Sullivan & Cromwell LLP, Washington, D.C. 
  
(Panelists have no individual time allocated; they take part in the general discussion.)  
   
General discussion: 30 minutes (speakers, panelists and members of the audience)   
 
Break 
11:10 AM – 11:25 AM 

 
  



HUGH C. HANSEN 
Professor of Law 

Fordham University School of Law 

150 West 62nd Street, Rm. 7-120 
New York, NY 10023 

+1 917 992-4979

hansenhugh@gmail.com 

Hugh Hansen is a Professor of Law at the Fordham University School of Law. He teaches 
courses in intellectual property law focusing on copyright and trademark law. He has also 
taught constitutional law, federal courts, & antitrust law.  

Professor Hansen clerked for federal judges in the Second Circuit and the Southern District 
of New York. He was in practice as an AUSA in the Southern District, and a litigation associate 
with Dewey, Ballentine. He was the principal drafter of AT&T's response to the DOJ Antitrust 
Division in 1974 when it asked why it should not sue to break it up. 

Currently, he also consults on IP matters in the U.S. and Europe. He was the lead counsel in 
a multi-district litigation and an expert witness in a Lloyds of London arbitration. He 
represented or advised clients in cases in the U.S., UK, Germany and Poland and before DG 
Comp of the EU. 

Both his teaching and consulting focuses on strategic thinking from a legal realist 
understanding of how courts, Congress, and the private sector interact with the law and each 
other. In the same vein, he founded and directs the Fordham IP Institute and Fordham 
Conference on Intellectual Property Law and Policy now in its 28th year. The Director General 
of the WIPO called the IP conference "the Davos of the IP world."  

Prof. Hansen has written a book on IP and edited many others. He frequently speaks in the 
U.S., Europe, and Asia. The State Department sponsored a speaking tour for Prof. Hansen in
Japan and Melbourne University did the same in Australia.

Managing Intellectual Property Magazine named Prof. Hansen one of the 50 most influential 
people in IP in the world multiple times, the last being in November 2018. It also presented 
Prof. Hansen with a Lifetime Achievement Award in April 2018. The Court of Appeals for the 
Federal Circuit, per then Chief Judge Michel, gave him an award for “his contribution to the 
legal community’s understanding of international intellectual property law.”  

Since August 2018, he has hosted the podcast Non Obvious with Hugh Hansen, where he 
speaks with various key players in IP and the legal world in general.  



PAUL R. MICHEL

Legal Consultant 

Self-employed retired judge 

7305 Admiral Drive, Alexandria, VA 22307 

(571) 257-9066

prmichel@mindspring.com 

Retired as chief judge of the Court of Appeals for the Federal Circuit in 2010 after 22 years 
service. Presently consulting but spending most of the time on patent policy and advocating 
for revising patent law to improve clarity, predictability and make patents more reliable and 
enforceable when valid. Special concerns include eligibility, PTAB, injunctions, claim 
construction, obviousness and damages. 



 

 

DENNY CHIN 

US Circuit Judge 

Second Circuit 

Thurgood Marshall US Courthouse 
40 Centre Street Room 2003 
New York NY  10007 

denny_chin@ca2.uscourts.gov 

 

Denny Chin is a United States Circuit Judge for the U.S. Court of Appeals for the 
Second Circuit.  He was confirmed in April 2010 and took senior status in June 2021.  
From 1994 until his appointment to the Second Circuit, he served as a U.S. District 
Judge for the Southern District of New York.  Judge Chin graduated from Princeton 
University magna cum laude and received his law degree from Fordham Law School, 
where he was managing editor of the Law Review.  He clerked for the Honorable 
Henry F. Werker in the Southern District of New York; was associated with the law 
firm Davis Polk & Wardwell; served as an Assistant United States Attorney for the 
Southern District of New York; was a founding partner of the law firm Campbell, 
Patrick & Chin; and was a partner at a labor and employment firm, Vladeck, Waldman 
& Engelhard, P.C.  Judge Chin has taught at Fordham Law School for more than thirty 
years, and was recently named the Lawrence W. Pierce Distinguished Jurist in 
Residence.  He and Professor Thomas Lee recently created the Center on Asian 
Americans and the Law at Fordham.  He has also taught Asian Americans and the Law 
at Harvard and Yale Law Schools, and will be co-teaching the course with Professor 
Lee at Columbia Law School in the Fall 2022.   



 

 

JING HE 

Partner 

GEN Law Firm 

Suite 1001, China World Office 2，  

China World Trade Center 

hejing@genlaw.com 

 

Mr. He, a specialized legal practitioner with more than 20 years’ experience in handling 
complex China litigation, IP, antitrust, policy advocacy and compliance matters. He started 
his legal career as a US patent attorney and spent about 9 years in a major international law 
firm before starting his private practice in China. A number of his cases were listed as top 
intellectual property cases by Chinese judiciary authorities. Major industrial associations 

often consult with Mr. He on China legal and policy matters. Mr. He was selected as 
Recommended Intellectual Property Lawyer by Chambers Asia-Pacific Guide and Managing 
Intellectual Property.  Other industrial awards he has received include Legal 500, Who’s Who 
Legal, the World’s Leading Trademark Professionals from WTR, ALB, Managing Intellectual 
Property IP Stars, and the Client Choice Awards by Lexology. 
 
Mr. He is passionate about making policy changes and contributing to rule of law reforms in 
China. He was the key consultant conducting a U.S.-China Intellectual Property Dialogue 
where top U.S. and China experts convene and deliver roadmap documents for China 
intellectual property reforms. He also leads the policy programs as the executive director of 
Beijing Zhongguancun (ZGC) Intellectual Property Strategy Research Institute. Mr. He is 

admitted to the State Bar of California and PRC. He graduated from University of Notre Dame 
with his Juris Doctor in 2000 and obtained his LLB and B.Sc from Peking University in 1997. 

 



RICHARD ARNOLD 

Lord Justice of Appeal 

Court of Appeal of England & Wales 

Royal Courts of Justice 

Strand 

London WC2A 2LL 

lordjustice.arnold@ejudiciary.net 

Sir Richard Arnold read Chemistry at the University of Oxford before being called to 
the Bar of England and Wales in 1985. He specialised in intellectual property law and 
became a QC in 2000. He was Chairman of the Code of Practice for the Promotion of 
Animal Medicines Committee from 2002 to 2008, an Appointed Person hearing trade 
mark appeals from 2003 to 2008 and a Deputy High Court Judge from 2004 to 2008. 
He was a Judge of the High Court, Chancery Division from October 2008 to September 
2019 and Judge in Charge of the Patents Court from April 2013 to September 2019. 
He has been an External Member of the Enlarged Board of Appeal of the European 
Patent Office since March 2016. He has been a Judge of the Court of Appeal since 
October 2019. He is the author of Performers’ Rights (6th ed, Sweet & Maxwell, 2021), 
the editor of the Halsbury’s Laws of England title Trade Marks and Trade Names (5th 
ed, Butterworths, 2014), was editor of Entertainment and Media Law Reports from 
1993 to 2004 inclusive and has published numerous articles in legal journals. He is a 
Visiting Professor at the University of Westminster and was made an honorary Doctor 
of Laws by the same institution in July 2017. 



 

 

RENATA B. HESSE 

Partner 

Sullivan & Cromwell LLP 

1700 New York Avenue NW 
Suite 700 
Washington, DC 20006 

(202) 9567575 

hesser@sullcrom.com 

Renata Hesse is a leading antitrust lawyer and co-head of Sullivan & Cromwell’s Antitrust 
Group. Her practice focuses on antitrust counseling, cartels and merger clearance, with a 
particular emphasis on the intersection of antitrust and intellectual property matters in high-
tech industries. Renata has had a distinguished career in government, most recently serving 
as the Acting Assistant Attorney General for Antitrust during the Obama Administration. She 
has been recognized by The International Who’s Who of Competition Lawyers, Chambers USA 
for Antitrust, and Euromoney’s Benchmark Litigation on its list of the “Top 250 Women in 
Litigation” and as a “Local Litigation Star.” 

 



CLE Links — 1B. Key Current IP Issues: Reflections & Analysis: 

• eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2016)
• European Union has requested WTO dispute consultations with China

concerning alleged Chinese measures adversely affecting the protection
and enforcement of intellectual property rights, February 22, 2022,
WT/DS611/1

• Richard D. Arnold, UK Court of Appeal, London, Legally Enforceable
Global Arbitration of SEP/FRAND Disputes

https://www.supremecourt.gov/opinions/05pdf/05-130.pdf
https://docs.wto.org/dol2fe/Pages/FE_Search/FE_S_S006.aspx?Query=(%20@Symbol=%20(wt/ds611/1%20))&Language=ENGLISH&Context=FomerScriptedSearch&languageUIChanged=true
https://fordhamipinstitute.com/wp-content/uploads/JIPLP-editorial-on-SEPs.pdf
https://fordhamipinstitute.com/wp-content/uploads/JIPLP-editorial-on-SEPs.pdf


 

Session 2: PATENT LAW
Concurrent Session  

Thursday, 11:25 AM - 3:00 PM 

2A. Unified Patent Court
Thursday 11:25 AM – 12:25 PM (60 minutes)  

Moderator: 

Anne-Charlotte Le Bihan 

Bird & Bird LLP, Paris  

(up to 5 minutes to introduce the subject matter; intro of speakers –

just name and affiliation, please see bios online.) 

Speakers: 

Klaus Grabinski 
Federal Court of Justice, Karlsruhe 

The UPC Is Coming – Outline and Update 

The protocol on the provisional application of some provisions of the Unified Patent 
Court Agreement (UPCA) has come into force on 19 January 2022. The provisional 

application period, that is deemed to last at least eight months, will allow conducting 

final preparations for the establishment of the UPC, namely the recruitment of judges, 

the finalization of the electronic case management system and a last revision of the 

draft rules of procedure. This talk will give an outline of and an update on the first 

patent court that will be a court common to a multitude of states. 

(up to 15 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Aloys Hüttermann 
Michalski, Hüttermann & Partner, Düsseldorf 

Keeping the Cake and Eating It When Opting out at the UPC? – The Hüttermann-

Gambit 

Art. 83(3) UPCA prevents patent holders from filing a lawsuit at the UPC and opting 

out later. However, there is a way to “keep the cake and eat it”, i.e. to try out the UPC 

first and then opt-out later for the same patent by filing a preliminary injunction 

instead. This “Hüttermann gambit” relies on the wording of Art 83(3) as well as the 

rules of procedure, which clearly distinguish between actions (Klagen in the German 

version) and preliminary measures. 
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 



7 

Panelists: 

Myles Jelf 
Bristows LLP, London 

Miquel Montañá  
Clifford Chance LLP, Barcelona 

Edger F. Brinkman 

Court of The Hague, The Hague 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 20 minutes (speakers, panelists and members of the audience) 

Break 

12:25 PM – 12:35 PM 



 

 

ANNE-CHARLOTTE LE BIHAN 
Partner 

Bird & Bird 

2 rue de la Chaussée d'Antin 
75009 Paris 
France 

(33) 142686000 

anne-charlotte.lebihan@twobirds.com 

Anne-Charlotte Le Bihan is a partner in Bird & Bird’s Intellectual Property group in Paris. Over 
the last Twenty years, she has built extensive experience across the full spectrum of IP with 
a particular focus on patent litigation. 
 
Offering in-depth expertise in IP matters, with specialist skills in patent litigation in pharma, 
electronics and telecoms, Anne-Charlotte also has vast experience in 'soft IP' litigation. She 
also assists her clients in negotiating complex IP-related and tech transfer deals. 
 
As well as teaching intellectual property law at the University of Paris II Panthéon Assas, 
Anne-Charlotte is a regular speaker at major legal and industry conferences. You will find her 
listed in most legal directories such as The Legal500, Chambers, JUVE, Best Lawyers or Who's 
Who Legal.   MIP has named her in the “Top 250 Women in IP” for several years. 
 
Anne-Charlotte is Past President of the French chapter of LESI. 

 



 

 

DR KLAUS GRABINSKI 

Judge 

Federal Court of Justice (Bundesgerichtshof) 

Herrenstrasse 45a, 76133 Karlsruhe, Germany 

  

 

Dr Klaus Grabinski was appointed as Justice in the Federal Court of Justice 
(Bundesgerichtshof), the Supreme Court of Civil and Criminal law matters in Germany, in 
2009. At the Federal Court of Justice he is allocated to the 10th Civil Division (X. Zivilsenat) 
which has inter alia jurisdiction in patent dispute matters. Since June 2020 he is Deputy 
Presiding Justice of the Division. Before joining the Federal Court of Justice, he was, inter 
alia, Judge at the Düsseldorf Higher Regional Court and Presiding Judge of a Patent Litigation 
Division at the Düsseldorf Regional Court. 
   
He is co-author of a commentary on the European Patent Convention (Benkard, Europäisches 
Patentübereinkommen, 3rd edition, 2019) and a commentary on the German Patent Act 
(Benkard, Patentgesetz, 11th edition, 2015). He gives talks and takes part in panels at 
national and international conferences on IP matters. 
  
Dr Grabinski was a member of Advisory Committees of the German Ministry of Justice and 
Consumer Protection and the European Commission (Internal Market) and is member of an 
Expert Panel that is advising the Preparatory Committee of the future Unified Patent Court 
on different work streams. 

 



 

 

ALOYS HÜTTERMANN 

Partner 

Michalski Hüttermann & Partner 

Kaistr. 16A, 40221 Düsseldorf 

(+49) 2111692590 

huettermann@mhpatent.de 

Prof. Dr. Aloys Hüttermann studied Chemistry in Freiburg and did his Ph.D. in organic 
chemistry. He became patent attorney in 2005 and co-founded Michalski Hüttermann 
in 2006. Since 2021 he is honorary professor at the University of Applied Studies 
Niederrhein in Krefeld, Germany. He is the (co-)author of many scientific and juridical 
publications, amongst them a textbook on Organic Chemistry and a book as well as a 
commentary about the Unitary Patent System 
 
 

 



 

 

MYLES JELF 

Partner 

Bristows LLP 

100 Victoria Embankment,  
London,  
EC4Y 0DH 

(+44)  0207 400 8267 

myles.jelf@bristows.com 

Myles is Joint Head of the patent litigation department. He specialises in intellectual property 
matters with an emphasis on litigation. 
 
While his practice covers the full range of intellectual property rights it has focused in recent 
years upon high-tech patent litigation for multinational companies – his clients include 
Samsung, Google, Pratt & Whitney and ZTE. Myles is also part of Bristows' competition 
department with experience of handling competition disputes before the UK courts and the 
European Commission. His work within this department has given him considerable 
experience in the interface between IPRs and anti-trust issues, particularly in the telecoms 
sector where he has acted in a number of leading UK cases including Samsung v Apple, IPCom 
v Nokia / HTC, Unwired Planet v Samsung and Conversant v ZTE. This experience has meant 
Myles is at the front of the developing legal area of FRAND dispute resolution. 

 



 

 

MIQUEL MONTAÑÁ 

Partner 

Clifford Chance 

miquel.montana@cliffordchance.com 

 

 

Miquel Montañá was born in Mollet del Vallès (Barcelona) in 1964. He studied Law 
(1989) and Journalism (1989) at the "Universitat Autònoma de Barcelona" (UAB), 
where he was awarded the "Extraordinary Graduation Prize" to the first-ranked 
student in Law. Masters Degree in European Community Law from the UAB (1991). In 
1991 he obtained a Fulbright Scholarship which allowed him to attend an LL.M. at 
Harvard University, where his mentor was professor Abram Chayes, former Chief Legal 
Counsel of U.S president John Fitzgerald Kennedy. During his stay at Harvard, Prof. 
Montañá was awarded the "Laylin Prize." Doctor of Laws (Ph. D.) at the UAB (1995).  
 
He has been teaching Intellectual Property and International Law for more than 25 
years and has published several books and more than 100 articles in leading legal 
journals such as The American Journal of International Law, The Columbia Journal of 
Transnational Law, The German Yearbook of International Law, The Journal of World 
Trade, The Journal of World Intellectual Property, and The International Review of 
Intellectual Property and Competition Law (IIC, Max Planck Institute).  
 
He has ample experience in all type of contentious and non-contentious intellectual 
property matters, particularly in the field of patent and trademark litigation. Miquel 
has represented clients before the Spanish Supreme Court and before the General 
Court of the European Union in Luxembourg.  
 
He is the Managing partner of the Barcelona office of Clifford Chance and a member 
of the firm's Spanish Managing Committee. In 2011 the legal directory Chambers & 
Partners chose him as one of the nine Spanish lawyers in the band of "Star individuals" 
(the only one in patents and trademarks) and has remained in that category since 
then.  
 
In April 2019, he was awarded the “2019 Chambers Awards to an Outstanding 
Contribution to the Legal Profession”.   

 



 

 

EDGER F. BRINKMAN 

Senior Judge 

District Court The Hague 

Prins Clauslaan 60 
The Hague 
The Netherlands 

(+31) 625658083 

e.brinkman@rechtspraak.nl 

Mr. Brinkman finished a chemistry degree in 1993, specialising in biochemistry, and a 
law degree in 1995, both at Utrecht University in The Netherlands. After joining the 
bar that same year as a solicitor/barrister in Amsterdam focusing on patents and 
regulatory affairs, he was appointed judge at the Court of The Hague, IP department 
in 2002. He became a senior judge in 2007. He has been involved in many patent and 
other IP cases and speaks regularly on international conferences. 



CLE Links — 2A. Unified Patent Court: 

• Agreement on Unified Patent Court, https://www.unified-patent-

court.org/sites/default/files/upc-agreement.pdf  

• Special Rules of the Administrative Committee for the period of 

provisional application of the Agreement on a Unified Patent Court, 

https://www.unified-patent-

court.org/sites/default/files/ac_03_22022022_e_0.pdf  

• Rules of procedure of the Administrative Committee, Unified Patent 

Court, https://www.unified-patent-

court.org/sites/default/files/ac_02_22022022_rev_e_0.pdf  

• Regulations Governing the Conditions of Service of Judges, the Registrar 

and the Deputy-Registrar of the Unified Patent Court, 

https://www.unified-patent-

court.org/sites/default/files/ac_07_22022022_e.pdf  

• Rules of Procedure of the Advisory Committee of the Unified Patent 

Court, https://www.unified-patent-

court.org/sites/default/files/advc_02_24022022_e.pdf  

 

https://www.unified-patent-court.org/sites/default/files/upc-agreement.pdf
https://www.unified-patent-court.org/sites/default/files/upc-agreement.pdf
https://www.unified-patent-court.org/sites/default/files/ac_03_22022022_e_0.pdf
https://www.unified-patent-court.org/sites/default/files/ac_03_22022022_e_0.pdf
https://www.unified-patent-court.org/sites/default/files/ac_02_22022022_rev_e_0.pdf
https://www.unified-patent-court.org/sites/default/files/ac_02_22022022_rev_e_0.pdf
https://www.unified-patent-court.org/sites/default/files/ac_07_22022022_e.pdf
https://www.unified-patent-court.org/sites/default/files/ac_07_22022022_e.pdf
https://www.unified-patent-court.org/sites/default/files/advc_02_24022022_e.pdf
https://www.unified-patent-court.org/sites/default/files/advc_02_24022022_e.pdf


 

2B. Patents and Public Health 
Thursday 12:35 PM – 1:40 PM (65 minutes) 

Moderator: 

John R. Thomas 
Georgetown University Law Center, Washington, D.C. 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

Joshua D. Sarnoff 
DePaul University College of Law, Chicago 

Pandemic Vaccines and Inequitable Global Distribution 

By the end of 2021, the global biopharmaceutical industry (aided by massive 

infusions or promises of government funding) had developed about 12 billion doses of 
COVID-19 vaccines, which is a stunning achievement. Yet, only about 15% of people 

in low-income countries had received even a single dose, compared to about 65% of 

the world’s population having done so, and with many in wealthier countries 

receiving multiple doses and boosters. We need to address why the vaccines that were 
developed at scale were mostly those that could not be distributed equitably, why 

countries were allowed to preferentially obtain and hoard supplies of those vaccines 

for their own populations, and why we haven’t solved the supply chain issues with the 

same amount of resolve that went into product development. 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Catherine Fitch 
Merck & Co., Inc., Rahway, New Jersey 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Justin Hughes 
Loyola Law School, Los Angeles  

The TRIPS Covid Patent Waiver – Policy Substance and Geneva Kabuki  
The EU, India, South Africa, and the US recently announced an agreed framework on 

a “waiver” for patent rights related to COVID-19 vaccines as well as its possible 

extension to therapeutics and other coronavirus treatments. While this deal will not, 

by itself, change the global landscape of vaccine production, it may be another step in 

making intellectual property discussions in Geneva less acrimonious and less 
ideological. 



 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

James Love 
Knowledge Ecology International, Washington, D.C. 

Gustavo de Freitas Morais 
Dannemann Siemsen Bigler & Ipanema Moreira, São Paulo 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 25 minutes (speakers, panelists and members of the audience) 

Break 

1:40 PM – 1:50 PM 



 

JAY THOMAS 

Professor of Law 

Georgetown University 

600 New Jersey Avenue NW 
 
Washington, DC 20007 
 
USA 

(571) 488-2219 

jrt6@georgetown.edu 

Jay Thomas is Professor of Law at Georgetown University, Washington, DC, USA.  He 
is the author or co-author of multiple articles and seven books pertaining to 
intellectual property law. Jay has served as law clerk to Chief Judge Helen Wilson 
Nies of the US Court of Appeals for the Federal Circuit; and also as a visiting scholar 
at the Max Planck Institute in Munich, Germany, and the Institute of Intellectual 
Property in Tokyo, Japan. Jay previously was a member of the faculty at the George 
Washington University Law School, Cornell Law School, and the University of Tokyo. 
Jay was also named the inaugural Thomas Edison Visiting Scholar at the US Patent and 
Trademark Office (USPTO), and also served as a visiting instructor at the agency’s 
Patent Academy. 
 
Jay have received grants from the John D. and Catherine T. MacArthur Foundation, 
and also from the Ewing Marion Kauffman Foundation, in order to serve as a Visiting 
Scholar at the Congressional Research Service.  In that capacity, Jay wrote 
approximately 75 reports for Congress concerning intellectual property law.  Jay has 
also testified before committees of the US Congress on ten occasions.  In addition, 
Jay has served as a Special Master for the U.S. District Court for the Eastern District 
of Michigan in a number of intellectual property cases, and also as an expert witness 
before tribunals in more than a dozen jurisdictions. 
 
Jay serves as the sole Academic Advisor to the newly formed Board of Patent 
Litigation Lawyers of the National Board of Trial Advocacy. In this capacity, Jay 
recently drafted the six-hour examination to be taken by litigators seeking to be 
recognized as Board-certified patent litigators. This examination, which tests 
knowledge of patent law and litigation procedures, has been finalized and will be 
administered across the USA.  Jay also serves as a Board Member of the Patent 
Challenge Committee of Askeladden, Inc. 

 



JOSHUA D. SARNOFF 

Professor 

DePaul University College of Law 

25 E. Jackson 
Chicago, IL 60604 

(312) 362-6326

jsarnoff@depaul.edu 

JOSHUA D. SARNOFF is a Professor of Law at DePaul University College of Law.  He is 
a consultant to the World Health Organization’s COVID-19 Technology Access Pool, 
has testified before the U.S. Senate Judiciary Committee, Intellectual Property 
Subcommittee, and from 2014 to 2015 was a Thomas A. Edison Distinguished Scholar 
at the United States Patent and Trademark Office.  He is a registered patent attorney 
and a private consultant, has been an expert witness and mediator in patent disputes, 
and has submitted numerous briefs amicus curiae in the U.S. Supreme Court and U.S. 
Court of Appeals for the Federal Circuit on a wide range of subjects.  His research 
and teaching focus on the intersections of domestic and international intellectual 
property law, environmental law, health law, and administrative law.  Professor 
Sarnoff is the editor of and a contributing author to the RESEARCH HANDBOOK ON 
INTELLECTUAL PROPERTY AND CLIMATE CHANGE (Edward Elgar Publishing 2016), 
http://www.e-elgar.com/shop/research-handbook-on-intellectual-property-and-
climate-change. 



 

CATHERINE FITCH 
 

Executive Director/Managing Counsel, Patents 

 

Merck Sharp & Dohme Corp. 

Catherine Fitch is Executive Director/Managing Counsel, Patents in the Intellectual Property 

Group at Merck Sharp & Dohme Corp. in Rahway, NJ, where she manages a team of attorneys 

handling patent preparation, prosecution, due diligence and licensing support for small 

molecule, vaccine, and antibody programs in human and animal health.  Catherine has 

developed and managed the worldwide patent portfolios for pharmaceutical products, 

managed and supported oppositions, interferences and litigation.  Catherine has supported 

merger and acquisition, business development and integration efforts.  Catherine is 

committed to the development of the patent profession and re-initiated a 1L IP Summer 

Intern Program in her department.  Prior to her legal career, Catherine was a research 

chemist focusing on peptides and peptide analogues as probes for the development of 

cardiovascular drugs and as antigens for AIDS vaccine.   

Catherine is active in the Association of Corporate Counsel, New Jersey, and currently serves 

President-elect. She has been and continues to be an active participant in pro bono efforts in 

areas such as Chapter 7 bankruptcy, tenancy, and divorce.   

Catherine is a member of the Pennsylvania and New Jersey State Bars and is a registered 

Patent Attorney of the U.S. Patent and Trademark Office.  Catherine received her bachelor’s 

degree in Chemistry from Wesleyan University and her J.D. with High Honors from Rutgers 

University School of Law, Newark.  

 



 

 

JUSTIN HUGHES 

Hon. WIlliam Matthew Byrne Professor of Law 

Loyola Law School, Loyola Marymount University 

919 Albany Street 
Los Angeles, California 90015 

(213) 736-8108 

justin.hughes@lls.edu 

Justin Hughes is the Honorable William Matthew Byrne Distinguished Professor of Law 
at Loyola Law School, where he teaches international trade and intellectual property 
courses.  He is also a Visiting Professor on the Faculty of Law, Oxford University. 
Professor Hughes previously taught at Cardozo Law School in New York.  
 
From 2009 until 2013, Professor Hughes served in the Obama Administration as Senior 
Advisor to the Undersecretary of Commerce for Intellectual Property.  In that 
capacity, he was the US chief negotiator for two multilateral treaties, the Beijing 
Treaty on Audiovisual Performances (2012) and the Marrakesh Treaty for the Blind 
(2013).   
 
Educated at Oberlin and Harvard, Professor Hughes practiced international arbitration 
in Paris, was a Mellon Fellow in the Humanities, and, as a Henry Luce Scholar, clerked 
for the Lord President of the Supreme Court of Malaysia.   From 2006-2009, he was 
Chairman of the Technicolor/Thomson Foundation for Film and Television Heritage. 
Professor Hughes has also done volunteer democracy development work in Albania, 
Bosnia, El Salvador, Haiti, and Mali. 
 
More information can be found at www.justinhughes.net. 
 



 

 

JAMES PACKARD LOVE 
Director 

KEI 

1621 Connecticut Avenue, Suite 500, Washington, DC 
20009 

(202) 332-2670 

james.love@keionline.org 

James Love is Director of Knowledge Ecology International. His training is in economics and 
finance, and work focuses on the production, management and access to knowledge 
resources, as well as aspects of competition policy. The current focus is on the financing of 
research and development, intellectual property rights, prices for and access to new drugs, 
vaccines and other medical technologies, as well as related topics for other knowledge goods, 
including data, software, other information protected by copyright or related rights, and 
proposals to expand the production of knowledge as a public good. James Love holds a Masters 
of Public Administration from Harvard University’s Kennedy School of Government and a 
Masters in Public Affairs from Princeton’s Woodrow Wilson School of Public and International 
Affairs. 
 

 
 



GUSTAVO MORAIS 

Partner 

Dannemann 

AV INDIANOPOLIS 
739 

(+55 11) 21559500 

gustavo@dannemann.com.br 

Gustavo de Freitas Morais 
Partner, Lawyer, Electrical Engineer, Industrial Property Agent 

EDUCATION 
• Law Professor for the Lato Sensu Post-Graduation Course of Law Escola de Direito
de São Paulo (GVlaw) da Fundação Getúlio Vargas (FGV)
• Specialisation in Intellectual Property Franklin Pierce Law Center-USA
• Law degree Faculdades Metropolitanas
• Electrical Engineering degree Universidade do Estado do Rio de Janeiro (UERJ)
• Artificial Intelligence: Implications for Business Strategy MIT Management Sloan
School – USA

ASSOCIATIONS 
ABPI, AIPLA, AIPPI and ASIPI 



CLE Links — 2B.  Patents and Public Health:  

• Waiver from certain provisions of the TRIPS Agreement for the 

prevention, containment and treatment of covid-19 communication from 

India and South Africa (IP/C/W/669), WTO,  

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C

/W669.pdf&Open=True (official document)  

• Waiver from certain provisions of the TRIPS Agreement for the 

prevention, containment and treatment of covid-19 communication from 

India and South Africa – revised decision text (IP/C/W/669/Rev.1), WTO, 

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C

/W669R1.pdf&Open=True (official document) 

 

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True


 

2C. U.S. Patent Developments 
Thursday 1:50 PM – 3:00 PM (70 minutes) 

Moderator: 

Martin J. Adelman 
The George Washington University Law School, Washington, D.C. 

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

Nicholas P. Groombridge 
Paul, Weiss, Rifkind, Wharton & Garrison LLP, New York 

U.S. Patent Developments Overview 

(up to 25 minutes)  

Panelists: 

Laura Sheridan 
Google, New York 

Carey R. Ramos  
Quinn Emanuel Urquhart & Sullivan LLP, New York 

Marjan Noor 
Allen & Overy LLP, London 

Nahoko Ono  
Lerner David, Cranford, New Jersey 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 40 minutes (speaker, panelists and members of the audience) 



MARTIN JEROME ADELMAN 

Pedas Professor of IP Law Emeritus 

George Washington University Law Sc 

29820 Woodland Drive 
Southfield, MI 48034 

(248) 3567553

madelman@law.gwu.edu 

Professor Adelman is currently the Theodore and James Pedas Family Professor of 
Intellectual Property and Technology Law Emeritus at George Washington University 
and Professor of Law Emeritus at Wayne State University. From 1977 to 1988 he was 
one of the co-authors and from 1988-2013 the sole author of the continuously updated 
nine volume treatise on patent law entitled Patent Law Perspectives (Matthew 
Bender)(available electronically through LEXIS). He is a co-author of Cases and 
Materials on Patent Law, Fifth Edition (West 1998, 2003, 2009, 2014, 2019), Patent 
Law in a Nutshell, Second Edition (Nutshell Series) (West 2008, 2013) and Global Issues 
in Patent Law (West 2011). He has tried a number of patent cases as lead counsel and 
testified either by deposition or at trial as a patent expert in more than 190 cases, 
He has lectured widely on patent law subjects around the world and currently teaches 
patent law at Israel’s Bar-Ilan and Hebrew Universities. 



 

 

NICHOLAS GROOMBRIDGE 
Partner 

Paul Weiss Rifkind Wharton & Garrison LLP 

1285 Avenue of the Americas 
New York, NY 10019-6064 

ngroombridge@paulweiss.com 

 

Nicholas Groombridge is a partner in the Litigation Department of Paul, Weiss, Rifkind, 
Wharton & Garrison LLP.  Nick obtained his law degree from the London School of Economics 
in 1981, and has been based in the United States since 1984.  His practice focuses exclusively 
on intellectual property matters. Over the past 30 years, Nick has been lead counsel in 
numerous patent trials in federal district courts as well as proceedings before the 
International Trade Commission.  He has also successfully argued many cases in the Court of 
Appeals for the Federal Circuit. 
  
Nick is a frequent speaker on developments in patent law and teaches a course on patent 
litigation at NYU School of Law. Nick is the a past president of the Federal Circuit Bar 
Association, and is also active in a number of other professional organizations. 

 



LAURA SHERIDAN 

Head of Patent Policy 

Google 

lsheridan@google.com 

Laura Sheridan is Head of Patent Policy at Google. She has been a key participant in 
Google’s global patent policy efforts for over ten years, taking the lead in 2020. Laura 
advocates for an effective patent examination process, a patent litigation system that 
operates fairly for all participants, and transparency in these areas. She believes 
collaboration is the most effective approach to bringing about a balanced patent 
system, and engages with stakeholders across industries to find solutions. Her patent 
policy work is shaped by years of private practice experience in patent prosecution, 
litigation, due diligence, and post-grant practice before the Patent Office.  

An active member of the IP community, Laura helped to form the New York chapter 
of ChIPs and is a member of the Advisory Board for the NYU Law Engelberg Center on 
Innovation Law & Policy. Laura studied mechanical engineering at Cornell University 
and received her J.D. from Fordham Law School. 



NAHOKO ONO 

International Counsel 

Lerner, David, Littenberg, Krumholz & Mentlik, LLP 

20 Commerce Drive 
Cranford 
NJ 07016 

nono@lernerdavid.com 

Client-Focused Approach 
Nahoko Ono has expertise in all aspects of intellectual property ranging from negotiating 
agreements to litigation.  She works with a wide range of clients that include universities, startup 
companies, and multinational corporations.  She believes in building a solid trust relationship with 
her clients and focuses her advice on her clients’ business goals.    

Global Vision 
Nahoko was born and raised in Japan, and also spent periods of time in her childhood in the United 
States and Mexico.  She attended Sophia University in Tokyo, and went on to earn two master 
degrees in the United States and a doctoral degree in Tokyo.  Nahoko has a global vision both 
professionally and culturally, which plays an important role in the strategies she uses to achieve 
her clients’ intellectual property goals.  

Nahoko believes a global vision is essential to the practice of patent law because different legal 
regimes provide different protection for a single invention.  Nahoko continues to develop her 
expertise in international patent law. She was mentored by some legends in intellectual property, 
including serving as an intern for the former Chief Judge Rader of the Federal Circuit and 
maintaining a working relationship with former Chief Judge Iimura of IP High Court of Japan.  She 
has assisted Judge Iimura with his international speeches for over two decades.  She was awarded 
a scholarship as a visiting researcher by the Max Planck Institute in Germany.  With those 
experiences, Nahoko can identify a problem to be solved, apply the law to facts, and come up 
with an optimal solution for her clients from a global perspective. 

Problem Solver 
Prior to being an intellectual property attorney, Nahoko had a career in academia, and she is 
simply passionate about solving a problem.  She authored a number of publications and 
presentations both in English and Japanese that propose various solutions in the fields of patent 
eligibility to enforcement, inventorship, second medical use, technology transfer, anti-
counterfeit, employee invention, FTA, traditional knowledge, and security interests.  

Nahoko’s problem solving is practical, largely due to her former legal career at Goldman Sachs 
Asset Management in Japan.  She uses her knowledge of finance law and her strategic thinking to 
assure the success of her client’s new and established businesses.  Nahoko assisted in successfully 
establishing the first offshore fund (limited partnership) for the Japanese government pension 
fund.  She also assisted in successfully obtaining a license and launching products in a mutual fund 
market in Japan. 



 

 

MARJAN NOOR 

Partner 

Allen & Overy LLP 

marjan.noor@allenovery.com 

 

 

Marjan is a partner in the IP group specialising in the life sciences sector. Her 
expertise in all three areas of patents, SPCs and regulatory law enables her to advise 
comprehensively on enforcement and defence strategies in this sector.  
 
Marjan graduated with a degree in Medical Sciences and Pharmacology before going 
on to study law. She speaks extensively on a range of patent and regulatory topics. 
She is a co-author of the chapter on “Introduction to European Regulatory Rights” in 
Intellectual Property in the Life Sciences text and a lecturer on Oxford University’s IP 
Diploma course on the topics of ‘Supplementary Protection Certificates’ and 
‘Regulatory Law for IP practitioners’.  
 
Marjan is a Leading Individual in Pharmaceutical and Biotechnology (Legal 500 2020) 
and Intellectual Property (Legal 500 2020); she is band one in Intellectual Property 
(Chambers 2020) and Life Sciences IP/Patent Litigation (Chambers 2020). She is 
ranked gold for litigation in IAM Patent 1000 2020, features in Managing IP’s Top 250 
Women in IP (MIP STARS 2020) and is named as one of five individuals in Who’s Who’s 
Legal – Thought Leaders - Global Elite 2021 for Life Sciences Patent litigation 
(England).  



 

 

HELEN CONLAN  

Partner  

Mishcon de Reya LLP  

Africa House  
70 Kingsway  
London  
WC2B 6AH 

(44) 20 3321 6023 

helen.conlan@mishcon.com 

Helen is a Partner in the IP and Competition Division of the Innovation Department. 
Helen an experienced patent litigator with expertise in contentious matters across 
the spectrum of IP rights.  
 
With over 17 years' experience gained at a leading international IP litigation practice, 
Helen has particular expertise in managing multi-jurisdictional patent litigation and 
strategy, and in disputes relating to trade secrets.   
 
Helen's practice focuses on the TMT sector. She has advised on the most complex of 
technologies, including algorithmic trading software, audio-watermarking, and on 
patent disputes regarding standard essential and non-essential patents. She also has 
experience advising on patents pertaining to medical devices, including both 
mechanical and digital devices.  
 
Helen has represented clients at all levels of proceedings in the UK, in opposition 
proceedings before the UKIPO and EPO, in arbitration and mediation. She was 
recognised as an IP Rising Star in the MIP Women in Business Law Awards in 2015, has 
been recognised as a Leader in the Field of Patents by WIPR Leaders since 2016, and 
as a Stand Out Lawyer by Acritas Stars in 2018 and 2019.  
 
Helen is Vice Chair of the Patent Law Sub-Committee of the IP and Entertainment 
Law Committee of the IBA, as well as a Scholarship Officer.   
 
Key Experience: 
 

• Representing a collection of Hollywood studios and content creation companies 
in a series of pan-European patent disputes relating to audio-watermarking 
technologies used in the film industry. 

• Representing the European Central Bank in a pan-European patent dispute 
concerning certain security features incorporated in the Euro banknote. 



CLE Links — 2C. U.S. Patent Developments

● CosmoKey Solutions GmbH v. Duo Security LLC, 15 F.4th 1091 (Fed. Cir.

2021)

● Standing Order Regarding Third-Party Litigation Funding Arrangements,

Chief Judge Connolly (April 18
th
, 2022)



 

Session 3: COPYRIGHT LAW & CONCURRENT SESSION 
Concurrent Session 
Thursday 11:25 AM - 3:00 PM 

3A. EU Copyright Developments 
Thursday 11:25 AM – 12:20 PM (65 minutes) 

Moderator: 

 Stanford McCoy 
Motion Picture Association EMEA, Brussels 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Speakers: 

Eleonora Rosati 
Stockholm University, Stockholm 
The DSM Directive 3 Years On: State of Play  

Directive 2019/790 was adopted in April 2019 to realize a "Digital Single Market" in 

the EU. EU Member States were required to transpose it by June 2021. 3 years later, 

the map of national transpositions is still incomplete and the national solutions 
adopted so far suggest that the digital market of the EU might be anything but a single 

one. The Polish challenge to Article 17 (C-401/19) and the ongoing discussion around 

the Digital Services Act also pose fundamental questions relating to the application of 

the Directive and its national implementations. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Ursula Feindor-Schmidt 
Lausen Rechtsanwälte, Munich 

A New Cooperative Approach Between Rightsholders and Platforms 

When it comes to enforcement of copyrights on large platforms which allow users to 

upload content (‘online content sharing service providers’, OCSSPs), the European 

Law had been shaped by a number of cases, including the latest CJEU decision on the 

platforms YouTube and Uploaded (CJEU, C-682/18 and C-683/18) in June 2021. In 

the same month the EU member states had to implement the Digital Single Markets 

Directive, including Article 17 which provides for new rules for liability of OCSSPs. 

Although Article 17 is still under attack by a claim by Poland, this legislation is now 
in full force in a growing number of EU member states. The new law seeks to strike a 

balance between a meaningful protection of rights and the realities of mass 

communication. On this basis it implements a more cooperative approach between 



 

rightsholders and platforms, special conditions for automated processes on platforms 

and quantity-exceptions for user generated content.  
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Lauri Rechardt 
International Federation of the Phonographic Industry (IFPI), London 

DSA, Perils of One-Size-Fits-All Liability Privileges 

Copyright holders seem collateral damage in the EU Digital Services Act (DSA). 
Contrary to its stated aims, as it stands, the DSA proposal -- which is still negotiated 

between the EU co-legislators – fails to strengthen in any meaningful way copyright 

holders’ position vis a vis online intermediaries. That is at least partly due to the 

horizontal nature of the EU online liability privileges (aka safe harbors). The 

presentation takes a look at the state of play, and whether and why the DSA helps or 
hinders copyright holders’ enforcement activities.   

 (up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Jerker Rydén 
National Library of Sweden, Stockholm 

Martin Schaefer 
Boehmert & Boehmert, Berlin  

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 25 minutes (speakers, panelists and members of the audience) 

Break 

12:20 PM – 12:30 PM



 

 

STANFORD MCCOY 

President and Managing Director MPA EMEA 

Motion Picture Association 

stan_mccoy@motionpictures.org 

 

 

Stan McCoy is the President and Managing Director of the region encompassing 
Europe, the Middle East, and Africa (EMEA) for the Motion Picture Association, 
responsible for policy, operations, advocacy, and personnel across the territory. As a 
specialist in intellectual property and innovation policy, Stan’s key responsibility is to 
work with partners across the region to promote policies and enforcement practices 
that help the region to enjoy the jobs, growth, and cultural dividends of a vibrant 
creative sector. 
 
Stan joined the MPA in April 2014 as Senior Vice President & Regional Policy Director, 
following over a decade of government service. Prior to joining the MPA, Stan served 
as Assistant U.S. Trade Representative for Intellectual Property and Innovation in the 
Office of the U.S. Trade Representative. Before joining USTR, he worked at the law 
firm Covington & Burling in both Brussels and Washington D.C. 
Stan received a Bachelor’s degree from DePauw University and a J.D. from the 
University of Virginia School of Law. 



ELEONORA ROSATI 

Professor of IP Law and Director of the Institute for 
Intellectual Property and Market Law (IFIM) 

Stockholm University 

Law Department 
Universitetsvägen 10 C 
Stockholm 106 91 
Sweden 

eleonorarosati@gmail.com 

Dr Eleonora Rosati is Full Professor of Intellectual Property Law and Director of the 
Institute for Intellectual Property and Market Law (IFIM) at Stockholm University. She 
is also Of Counsel at Bird & Bird, Guest Professor at CEIPI-Université de Strasbourg, 
Associate of the Centre for Intellectual Property and Information Law (CIPIL) at the 
University of Cambridge, and Research Associate at EDHEC Business School.  

A long-standing contributor to The IPKat and an Editor of the Journal of Intellectual 
Property Law & Practice (Oxford University Press), Eleonora is the author of several 
articles and books on IP issues, including – most recently – Copyright and the Court of 
Justice of the European Union (Oxford University Press:2019) and Copyright in the 
Digital Single Market - Article-by-Article Commentary to the Provisions of Directive 
2019/790 (Oxford University Press:2021).  

In 2018, Managing Intellectual Property included her among the ‘Most Influential 
People in IP’; in 2020, World Intellectual Property Review listed Eleonora among its 
‘Influential Women in IP.’  



DR. URSULA FEINDOR-SCHMIDT; LL.M. 

Partner 

Lausen Rechtsanwaelte 

Residenzstrasse 25, 80333 Muenchen 

(+4989) 2420860 

feindor@lausen.com 

Dr. Ursula Feindor-Schmidt, LL.M. studied law in Germany and Great Britain. She has 
a doctorate and master degree in IP law and a specialised lawyers degree for copyright 
and media law. She is consulting national and international clients with regard to 
their digital strategies and is entrusted with high level test cases on platform liability 
and copyright compliance. She is a regular lecturer and expert speaker at national 
and international events. 



LAURI RECHARDT 

Chief Legal Officer 

IFPI, representing the recording industry worldwide 

7 Air Street 

London 

W1B 5AD 

(+44 20) 7878 7900 

lauri.rechardt@ifpi.org 

Based in London Mr Lauri Rechardt heads the IFPI global legal team, covering legal 
policy, licensing, litigation, and trade policy.    

The IFPI legal team is responsible for formulating global legal policy priorities for the 
industry, coordinating strategic litigation across territories, and coordinating the 
work of music industry Music Licensing Companies globally.    

Before his current role as the Chief Legal Officer of IFPI Lauri has held different roles 
at IFPI and worked in private practise as a partner and head of IP at Procopé & 
Hornborg one of the leading law firms in his native Helsinki.    

Apart from his day-to-day duties, he is a frequent speaker at international 
conferences and industry events. Lauri holds a Master of Laws degree from the 
University of Helsinki. 



 

DR. MARTIN SCHAEFER 

Partner Attorney-at-Law (Germany) 

Boehmert & Boehmert 

Kurfürstendamm 185, 10707 Berlin, Germany 

(+49 30 ) 23607677951 

schaefer@boehmert.de 

Since 1990, Dr. Martin Schaefer had been working for the German industry 
associations of the recording industry (today: BVMI). As legal advisor and later as 
managing director he was involved in the development of innovative industry projects 
for the emerging online-sector.  
 
In 2001, he joined BMG (Bertelsmann Music Group) as Vice President, Legal Counsel 
Europe, before leaving the company at the beginning of 2004 to become a partner at 
the law firm of BOEHMERT & BOEHMERT.  
 
His client base includes numerous companies as well as associations in the media 
sector and the music industry in particular. He supports them in setting up IP 
strategies and represents them before courts and the arbitration board for copyright 
disputes. He also advises them on public policy issues and on strategic projects related 
to intellectual property law. 
 
Martin is a member and longtime chairman of the Advisory Board of the German Music 
Archive at the German National Library, an elected member of the board of ALAI 
Germany and an elected member of GRUR's Copyright Committee. He is a co-chair of 
the International Chapter of the Copyright Society of the USA, a lecturer at MIPLC. 
 
Martin Schaefer is co-author of the copyright commentary "Fromm/Nordemann", 
"Wandtke/Bullinger: Praxiskommentar zum Urheberrecht" and "Moser/Scheuermann: 
Handbuch der Musikwirtschaft". He is also the author or co-author of various 
monographs and numerous articles, especially on copyright issues.  
 



 

 

JERKER RYDÉN 

Senior Legal Advisor 

National Library of Sweden 

Kungl. biblioteket  
Box 5039  
102 41 Stockholm 
Sweden 

(+46) 700073037 

jerker.ryden@kb.se 

Jerker Rydén joined the National Library of Sweden in August 2007, and is Senior Legal 
Adviser. As Senior Legal Adviser, he assists the National Librarian as well as the different 
departments of the Library on legal matters, especially Copyright, Data protection and other 
legal matters relevant to the making available of the library’s Corpus as well as Text and Data 

Mining / Machine Learning and related issues. 
 
Over the past years Mr. Rydén has been appointed expert by the Swedish Government and 
participated in the revision of the Swedish Copyright Act, Data Protection Act, Electronic 
Legal Deposit Act as well as negotiated the MoU on Out of Commerce Works, which paved the 
way for the EU legislation on Out of Commerce legislation in the DSM Directive. 
 
Mr. Rydén is on the Conference of European National Librarians' Working Group on Copyright. 
The WG assists the Conference of European National Librarians [CENL] in advising the CENL 
on copyright law and policy. 
 

Mr. Rydén represented The European Bureau of Library, Information and Documentation 
Associations in Licences for Europe WG 3. 
 
Prior to joining the National Library in August 2007, Mr. Rydén was Senior Legal Counsel of 
the National Heritage Board. Prior to that he was Lawyer and member of the Swedish Bar and 
Member of SwedenBiós Expert Committee on IP Law. 
 
Mr. Rydén received his LL.M and BBA degrees from Stockholm University. After he received 
his degrees Mr. Rydén was Junior Judge at Uddevalla District Court. He currently serves on 
the Board of the Trust for Legal Information, Stockholm University. 

 



CLE Links — 3A. EU Copyright Developments 

• Council Directive 2019/790, 2019 O.J. (L 130) (EC).

• Case C-401/19, Poland v. Parliament and Council, 2021,

http://curia.europa.eu.

• Proposal for a Regulation of the European Parliament and of the Council

on a Single Market For Digital Services (Digital Services Act) and

amending Directive 2000/31/EC, COM (2020) 825 final (Dec. 15, 2020)

• Joined Cases 682 & 683/18, Frank Peterson v. Google LLC and Elsevier

Inc.v Cyando AG, http://curia.europa.eu

https://eur-lex.europa.eu/eli/dir/2019/790/oj
https://curia.europa.eu/juris/document/document.jsf;jsessionid=ECF8E987FDCB452A5139F3B8BE31A80E?text=&docid=244201&pageIndex=0&doclang=EN&mode=lst&dir=&occ=first&part=1&cid=1048310
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX:52020PC0825
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX:52020PC0825
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX:52020PC0825
https://curia.europa.eu/juris/document/document.jsf?text=&docid=243241&pageIndex=0&doclang=en&mode=lst&dir=&occ=first&part=1&cid=6310234


 

3B. Artificial Intelligence 
Thursday 12:30 PM – 1:40 AM (70 minutes) 

Moderator:  

Annsley Merelle Ward 
Wilmer Cutler Pickering Hale and Dorr LLP, London  

(up to 5 minutes to introduce the subject matter; intro of speakers –  

just name and affiliation, please see bios in print materials and online.) 

Speakers:  

Stephen Burley 
Federal Court of Australia, Sydney 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Colin Birss 
UK Court of Appeal, London  

AI Inventors – What Is All the Fuss About? 

Applications for patents for inventions created by an artificial intelligence machine 

called Dabus have been recently considered by Patent Offices and Courts around the 
world. The case came before the Court of Appeal of England and Wales in 2021.  The 

Dabus applications raise a number of issues, such as: Can a machine be an inventor? 

What is the role of the Patent Office in examining these applications? Who owns the 

patents for these inventions? This presentation will try to answer these questions in 

the context of UK law. 
(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Sasha Rosenthal-Larrea 
Cravath, Swaine & Moore LLP, New York  
Patenting Inventions Related to Artificial Intelligence 

What is distinctive about Artificial Intelligence? Understanding how intellectual 

property can be used to protect AI will be key in ensuring AI innovators remain 

incentivized to develop new transformative technologies and integrate those 

technologies into products that improve human lives. This presentation will explore 
the hurdles facing inventors seeking to obtain patent protection for AI, addressing 

issues surrounding eligibility, novelty and the “PHOSITA” standard, as well as what 

intellectual property protections are available to AI implementers to protect 

proprietary data, which may be a key source of value. 

(up to 7 minutes)  



Discussion: 5 minutes (speakers, panelists and members of the audience) 

Suzanne Wilson 
U.S. Copyright Office, Washington, D.C.  

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

John Lee 
Gilbert + Tobin, Sydney 

Helen Conlan   
Mishcon de Reya LLP, London 

(Panelists have no individual time allocated; they take part in the discussions.)  

General discussion: 15 minutes (speakers, panelists and members of the audience) 

Break 

1:40 PM – 1:50 PM



 

 

ANNSLEY MERELLE WARD 

Counsel 

WilmerHale LLP / IPKat 

49 Park Lane 
London W1K 1PS UK 
 

annsley.ward@wilmerhale.com 

 

Annsley Merelle Ward loves intellectual property litigation, the Fordham IP 
Conference and New York.  She has spent almost 15 years focusing on complex cross-
border patent, SPC, FRAND/SEP and trade secrets litigation, particularly at the 
interface of competition, contract and regulatory law.    
 
With her background in chemical engineering, Annsley acts for some of the world’s 
leading innovative technology companies in high tech IP disputes ranging from 
wireless technology, radiotherapy/MRI, and algorithmic trading to TNF-inhibitors, 
respiratory products, and molecular diagnostics.  
 
Annsley is known an energetic and creative litigator and as someone who can identify 
game-changing opportunities in national procedural and substantive law. She has 
acted before every level of Courts of England and Wales, and the Court of Justice of 
the European Union, and has coordinated litigation strategy in more than 25 
countries.   
 
In 2019 she was named “Rising Star – Intellectual Property” and “Rising Star – UK” at 
the Inaugural Euromoney Rising Stars Awards 2019 referring to Annsley as a “creative 
and talented litigator” and has been listed as Rising Star by Managing IP - IP Stars in 
2017–2021, with client feedback calling Ms. Ward “a fount of knowledge” and “very 
engaging to work with”. 
 
For more than 10 years, Annsley has served the global IP community through her 
writing as a permanent member of the award-winning IPKat blog team, her work on 
the Trade Secrets Committees of AIPPI and as a Council Member of the AIPPI UK. She 
brings her passion for advancing and supporting women in law, technology and policy 
to her roles in ChIPs Network, in particular as the Chair of the London Chapter and as 
the Co-Chair for Europe. 
 



THE HON JUSTICE STEPHEN BURLEY 

Justice 

Federal Court of Australia 

justice.burley@fedcourt.gov.au 

The Hon Justice Stephen Burley was appointed to the Federal Court of Australia on 23 
May 2016. 

His Honour graduated from the University of Sydney in Arts and Law and was admitted as 
a legal practitioner in 1987. He was subsequently awarded a Master of Laws from the 
London School of Economics and Political Science, in the United Kingdom. He was 
awarded an Associate in Music, Australia (AMusA) by the Australian Music Examinations 
Board in 1982. 

Justice Burley practised at the Bar from 5 Wentworth Chambers, Sydney, from 1993 until 
2016. He was appointed Senior Counsel in 2007. Whilst at the Bar, his Honour practised 
in commercial law, specialising in patent, copyright, trade mark, designs and confidential 
information cases. He also appeared in cases involving trade practices, competition and 
consumer law, and administrative law. Many of his Honour’s patent cases involved 
pharmaceutical, telecommunications or other high technology subject matter. 

Justice Burley hears cases in the Federal Court across a wide range of areas including 
intellectual property (including patents, trade marks, copyright and designs), 
administrative law, admiralty, commercial and corporations, and native title. His Honour 
is a national coordinating judge in the intellectual property practice area of the Federal 
Court. His Honour is also a case managing judge for native title matters in New South 
Wales. 

His Honour is a member of the editorial board of the Intellectual Property Society of 
Australia & New Zealand Intellectual Property Forum publication. His Honour also sits on 
the advisory board of the Allens Hub for Technology, Law and Innovation. 

His Honour regularly contributes to publications and events hosted by the World 
Intellectual Property Organisation, an agency of the United Nations tasked with leading 
the development of a balanced and effective international IP system. 

His Honour also gives presentations and publishes on intellectual property subjects in 
Australia and abroad. 



COLIN BIRSS

Judge 

Court of Appeal of England and Wales 

Royal Courts of Justice 
Strand 

London 
United Kingdom 

Colin Birss is a judge of the Court of Appeal of England and Wales and Deputy Head of Civil 
Justice. He was called to the English Bar in 1990 and practiced in intellectual property law, 
taking silk in 2008. In 2010 Colin Birss was appointed judge of the Patents County Court (now 
Intellectual Property Enterprise Court (IPEC)). In 2013 he was appointed to the High Court, 

Chancery Division and in 2019 became Judge in Charge of the Patents Court. In 2021 he was 
appointed to the Court of Appeal and as Deputy Head of Civil Justice. 



SASHA ROSENTHAL-LARREA 

Partner 

Cravath, Swaine & Moore LLP 

Worldwide Plaza 

825 Eighth Avenue 

New York, NY 10019 

(212) 4741967

srosenthal-larrea@cravath.com 

Sasha Rosenthal-Larrea is a partner in Cravath’s Corporate Department.  Her practice 
focuses on supporting the Firm’s clients with their most complex intellectual property 
issues, including complex licensing and artificial intelligence collaborations, as well 
as handling the technology, intellectual property, data privacy and data security 
aspects of major corporate transactions.   

Ms. Rosenthal-Larrea’s corporate clients have included Amazon, AmerisourceBergen, 
Biogen, BAE Systems, Brookfield Asset Management, Centrica, Disney, IBM, Illumina, 
KION Group, Qualcomm, RELX and Robinhood. 

Ms. Rosenthal-Larrea also represents clients in connection with the resolution of 
intellectual property litigation and other disputes.  She represented Qualcomm in the 
commercial terms of its settlement of global litigation with Apple, including a global 
six-year patent license agreement and a multiyear chipset supply agreement. 

Ms. Rosenthal-Larrea has been repeatedly recognized for her work.  She was named 
a “Rising Star” by Law360 in 2019 and by New York Law Journal in 2020, and she has 
also been recognized by IFLR1000 and The Legal 500 Latin America. 



 

 

SUZANNE WILSON 

General Counsel and Associate Register 

United States Copyright Office 

Library of Congress 
101 Independence Avenue SE 
Washington DC 20559 

(202) 707-0711 

svwilson@copyright.gov 

Suzanne Wilson is the General Counsel and Associate Register of Copyrights for the 
United States Copyright Office. She was appointed to the position effective January 
31, 2022. 
 
Wilson is responsible for an extensive portfolio of regulatory, litigation, and policy 
matters. She provides legal guidance to the Office’s divisions, implements regulations 
governing the administration of the copyright system, advises congressional offices 
and other federal agencies, and develops legal positions in copyright litigation and 
other matters. 
 
Before joining the Office, and after clerking for the Honorable Warren J. Ferguson on 
the U.S. Court of Appeals for the Ninth Circuit, Wilson worked in private practice at 
leading law firms in Los Angeles. Most recently, for more than a decade, she was a 
partner at Arnold & Porter Kaye Scholer LLP, focusing on intellectual property 
litigation and counseling for internet and technology clients. She subsequently served 
as deputy general counsel for The Walt Disney Company, overseeing the company’s 
intellectual property and interactive and media legal functions, including a wide 
range of complex copyright issues involved in litigation, policy, and transactional 
work. Wilson also serves as a board member of a nonprofit legal services provider and 
co-chairs an advisory board for a nonprofit, nonpartisan youth voter registration 
organization. 
 
She earned a JD from Harvard Law School and an undergraduate degree in economics 
from the University of California, Berkeley. Before attending law school, Wilson 
worked on Capitol Hill as a congressional staff member. 
 



 

 

JOHN LEE 

Partner  

Gilbert + Tobin 

 

 

 

John is a Partner in Gilbert + Tobin’s Intellectual Property group and head of its 
market-leading patent sub-practice. 
 
John’s unique combination of legal and technical qualifications enables him to 
practice at the forefront of IP law. He has many years’ experience dealing with all 
aspects of intellectual property law with a particular focus on patent litigation and 
trade secrets across a range of industries including life sciences, resources, and digital 
technologies. 
 
John also has considerable experience in the commercialisation of IP assets including 
assisting clients in establishing and implementing IP strategies to identify, capture 
and leverage their IP. 
 
He has lectured extensively at a number of universities on a range of intellectual 
property subjects and is a graduate of the Australian Institute of Company Directors. 
 
John is recognised as leading lawyer in Chambers Asia Pacific, The Legal 500, Best 
Lawyers, IAM Patents and IP Stars. Clients comment "John is extremely sound on legal 
strategy and tactics, and is very commercial in his approach” (Chambers 2022).  
 
John has a Bachelor of Laws (Hons) and a Bachelor of Science (Biochemistry) and is 
also a registered Patent Attorney. 
 



 

 

HELEN CONLAN  

Partner  

Mishcon de Reya LLP  

Africa House  
70 Kingsway  
London  
WC2B 6AH 

(44) 20 3321 6023 

helen.conlan@mishcon.com 

Helen is a Partner in the IP and Competition Division of the Innovation Department. 
Helen an experienced patent litigator with expertise in contentious matters across 
the spectrum of IP rights.  
 
With over 17 years' experience gained at a leading international IP litigation practice, 
Helen has particular expertise in managing multi-jurisdictional patent litigation and 
strategy, and in disputes relating to trade secrets.   
 
Helen's practice focuses on the TMT sector. She has advised on the most complex of 
technologies, including algorithmic trading software, audio-watermarking, and on 
patent disputes regarding standard essential and non-essential patents. She also has 
experience advising on patents pertaining to medical devices, including both 
mechanical and digital devices.  
 
Helen has represented clients at all levels of proceedings in the UK, in opposition 
proceedings before the UKIPO and EPO, in arbitration and mediation. She was 
recognised as an IP Rising Star in the MIP Women in Business Law Awards in 2015, has 
been recognised as a Leader in the Field of Patents by WIPR Leaders since 2016, and 
as a Stand Out Lawyer by Acritas Stars in 2018 and 2019.  
 
Helen is Vice Chair of the Patent Law Sub-Committee of the IP and Entertainment 
Law Committee of the IBA, as well as a Scholarship Officer.   
 
Key Experience: 
 

• Representing a collection of Hollywood studios and content creation companies 
in a series of pan-European patent disputes relating to audio-watermarking 
technologies used in the film industry. 

• Representing the European Central Bank in a pan-European patent dispute 
concerning certain security features incorporated in the Euro banknote. 



CLE Links — 3B. Artificial Intelligence 

• Stephen Thaler v. Comptroller General of Patents Trade Marks and

Designs [2021] EWCA (Civ) 1374 (Eng.)

https://www.judiciary.uk/wp-content/uploads/2021/10/Thaler-v-Comptroller-judgment.pdf
https://www.judiciary.uk/wp-content/uploads/2021/10/Thaler-v-Comptroller-judgment.pdf


3C. Copyright Potpourri 
Thursday 1:50 PM – 3:00 PM (70 minutes) 

Moderator: 

Ron Lazebnik 
Fordham University School of Law, New York  

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Speakers: 

Sean M. O’Connor 
Antonin Scalia Law School, George Mason University, Arlington  

In the Court of TikTok: Are Fan Mashups That Call Out Copying Changing Music 

Writing Credits? 

Substantial similarity song call-outs have become a trend on TikTok and elsewhere. 

Influencers create and show their reactions to mashups of the latest hit release to 

sound like an earlier song. Writing credits were later added to Olivia Rodrigo’s 2021 

hit good4u for the Paramore songwriters whose 2007 hit Misery Business was virally 

mashed up with it. An anonymous source claimed the parties were in touch before 
good4u’s release. But the credits were not added till months afterwards—after the 

trend had peaked. At the same time, TikTok and other platforms’ algorithms seem to 

respond well to these copy callouts—perhaps incentivizing influencers to focus on the 

trend in a positive feedback loop that promises even more scrutiny of any new hit for 

copying. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Mehdi Ansari 
Sullivan & Cromwell LLP, New York  

Emerging Trends in NFTs 
Non-fungible tokens have had a meteoric rise in the past few years. This presentation 

will provide a brief introduction to NFTs, and then discuss legal issues (in particular 

IP issues) that arise in the context of NFTs. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Fiona Phillips 
Fiona Phillips Law, Sydney 

New Copyright “Access” Reforms in Australia: Lost in Translation?  



In December 2021 the Australian Government released the Copyright Amendment 

(Access Reform) Bill 2021 for consultation. The Bill represents the last phase of the 

Government’s Copyright Modernization process. The Bill purports to establish a 

regime to deal with orphan works, create a new fair dealing for quotation exception 

and update some of the other exceptions and statutory licenses in the Copyright Act 

1968. On examination, the Bill goes way beyond the Government’s stated policy 

intention and raises some worrying questions for Australia’s compliance with its 

international treaty obligations. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Nicholas Bartelt 
U.S. Copyright Office, Washington, D.C.   

Thin Copyright at 30 

In 1991, the U.S. Supreme Court outlined a heightened standard for assessing 

infringement of works possessing limited creativity, only protecting so-called “thin” 

copyrights against “virtually identical” copying. This standard for factual 

compilations, such as the phonebook in Feist, has since evolved to define the scope of 
protection for original selection and arrangement of other types of uncopyrightable 

“building blocks” that are fundamental to creative expression, such as common 

shapes, designs, and musical elements. This talk looks at how the courts, in analyzing 

substantial similarity, and the Copyright Office, in assessing copyrightability, have 

recently applied this standard to protect original expression while not impeding other 

authors from using creative raw materials. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

 Panelists: 

Ann Bartow 
University of New Hampshire, School of Law, Concord 

Mitch Glazier  
Recording Industry Association of America (RIAA), Washington, D.C. 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 15 minutes (speakers, panelists and members of the audience) 



 

RON LAZEBNIK 

Clinical Associate Professor of Law 

Fordham University 

150 West 62nd Street, 9th Floor 
New York, NY 10023 

(646) 3128721 

rlazebnik@fordham.edu 

Ron Lazebnik is the Director of Fordham's J.D. Externship Program, the Academic 
Director of the Center on Law and Information Policy, and the Director of the school's 
Samuelson-Glushko Intellectual Property and Information Law Clinic. He has assisted 
clinic students with a number of significant legal matters, including the filing of 
amicus briefs in important IP cases before the U.S. Court of Appeals for the Second 
Circuit. In 2012, under his leadership, the clinic became a part of the U.S. Patent and 
Trademark Office pilot programs to allow students to practice before patent and 
trademark examiners. His academic and scholarly interests include IP law, 
information law, and Internet law. Before joining Fordham Law, he was in private 
practice, where he helped represent clients in various matters involving patents, 
copyrights, trademarks, trade secrets, and general commercial litigation. He has also 
assisted in the defense of corporations and government agencies being investigated 
by the SEC, the Public Company Accounting Oversight Board, and the U.S. Department 
of Justice. Professor Lazebnik is a graduate of Harvard Law School, and holds a 
Master's degree in electrical engineering from Case Western Reserve University. 



 

 

FIONA PHILLIPS 

Principal 

Fiona Phillips Law 

PO Box 7542 
Bondi Beach 
NSW 2026 
Australia 

(+61) 419240105 

fiona@fionaphillipslaw.com.au 

Fiona Phillips is the Principal of Fiona Phillips Law, a boutique legal practice in 
Sydney, Australia specialising in strategic legal and policy advice for the content 
industries. 
 
 

 



 

 

NICHOLAS R BARTELT 

Attorney-Advisor 

U.S. Copyright Office 

niba@copyright.gov 

 

 

Nick advises on litigation matters, government amicus briefs, and rulemakings, 
including the triennial section 1201 rulemakings. In addition, he contributes to the 
Copyright Office’s ongoing modernization efforts by providing subject matter 
expertise and legal guidance relating to the development of the electronic 
recordation system and the Copyright Public Records System. Before joining the 
Office, Nick was the Distinguished Senior Fellow at the Fordham IP Institute, where 
his work focused on researching IP law and policy, with an emphasis on copyright. In 
this role, he contributed to appellate amicus briefs in Star Athletica v. Varsity Brands 
and Matal v. Tam and authored articles on the since-enacted Music Modernization Act 
and copyright protection for pre-1972 sound recordings. Nick also previously 
counseled individual creatives and small businesses on trademark and copyright 
issues, including music termination rights. Nick earned his JD from Fordham University 
School of Law, and he holds a BA from Roosevelt University, where he was a 
Presidential Scholar. 



ANN BARTOW 

Professor 

University of New Hampshire School of La 

University of New Hampshire School of Law� 
2 White Street� 
Concord, NH 03301 

(603) 5135106

ann.bartow@law.unh.edu 

Professor Bartow teaches Intellectual Property Law courses and other subjects at the 
University of New Hampshire School of Law in Concord, New Hampshire, USA.  Her 
scholarship engages with Patent Law, Copyright Law, Trademark Law, Privacy Law 
and Feminist Legal Theory.  



 

 

MITCH GLAZIER 
Chairmen and CEO 

RIAA 

 

  

 

Mitch Glazier  
Chairman and CEO 
Recording Industry Association of America (RIAA)  
 
 
Mitch Glazier is Chairman and CEO of the Recording Industry Association of America 
(RIAA).  He serves as Chairman of the Board of RIAA, Chairman of the Board of 
Musicians on Call, the charity that brings the healing power of music to the bedsides 
of patients in hospitals and health care facilities around the country, and serves on 
the Boards of IFPI, Leadership Music, SoundExchange and the Lutheran Church of St. 
Andrew in Silver Spring, Maryland. For more than 20 years, Glazier has been at the 
forefront of building the new music ecosystem. He helped build the unprecedented 
coalition that mobilized to enact the Music Modernization Act (MMA). As the senior 
House Judiciary Committee intellectual property counsel, he helped draft and pass 
pioneering legislation that paved the way for the streaming economy, including the 
Digital Performance Right in Sound Recordings Act to assure that music creators are 
compensated for use of their music by digital partners. 

 



CLE Links — 3C. Copyright Potpourri 

• Copyright Amendment (Access Reform) Bill 2021  (Cth) (Austl.).

• Copyright Act 1968 (Cth) (Austl.).

• Feist Publications, Inc. v. Rural Telephone Service Company, Inc., 499

U.S. 340 

https://www.infrastructure.gov.au/sites/default/files/documents/copyright-amendment--access-reforms-bill2021.pdf
https://www.legislation.gov.au/Details/C2017C00180
https://www.law.cornell.edu/supremecourt/text/499/340


 

Session 4: TRADEMARK LAW 
Concurrent Session  

Thursday, 11:25 AM - 3:00 PM 

4A. EU Trademark Law Update 
Thursday 11:25 AM – 12:25 PM (60 minutes)  

Moderator:   

Sven Schonhofen 

Reed Smith LLP, Munich 

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

James Nurton 
IP Writer/Editor, London 

Updates in EU Trademark Case Law

CJEU and EU General Court highlights: We will take a look at some of the most 
interesting trademark judgments from Luxembourg in the past year. Topics addressed 

will include: pushing the boundaries of trademark protection, what constitutes 

genuine use and the unresolved issues in the Brexit Withdrawal Agreement. Sweets, 

treats, luxury and lots of food for thought guaranteed!   

(up to 10 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Paolo Catallozzi 
Supreme Court of Italy, Rome  
Public Order and Morality as Ground of Trademark Registration Refusal in the EU 

and Freedom of Expression: Where Are We Going? 

According to European legislation, trademarks which are contrary to public policy or 

to accepted principles of morality cannot be registered and, if registered, shall be 

liable to be declared invalid. Public policy and morality are concepts that refers to 

principles and values to which a society adheres at a given time and, as such, are 

likely to change over time and vary in space. The talk will focus on the interpretation 

and application of these concept by European courts and the possible interference 

with the freedom of expression and try to predict future developments in the case-

law. 
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 



 

Joel Smith 
Hogan Lovells International LLP, London 
Bad Faith - Why Sky v. SkyKick Is a Peculiarly British Challenge?  

This case has paralyzed trademark practice, both in terms of prosecution strategy, but 

also active enforcement given the potential for counterclaims for invalidity. The issue 

concerns whether trademarks filed with broad specifications may be liable to be 

declared invalid (wholly or partly) on grounds that they were filed in bad faith. Does 

pure lack of intention to use equate to bad faith? Is dishonesty required with an 

intention to block a competitor or evergreen? What if the applicant has a mixed 

motive when it files the application? Finally, after 8 earlier judgments, we have the 

Court of Appeal's decision from July 2021. The Court of Appeal found in favor of 

Sky and reversed the finding that part of its trademark specifications were invalid on 
the basis of bad faith. It held that Sky had a substantial present trade and a future 

expectation of trade in relation to the goods and services in question. The door has 

been left open to a challenge based upon bad faith, but only in very exceptional 

circumstances.  

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Gordon Humphreys 
European Intellectual Property Office, Alicante

Peter Ruess  
ARNOLD RUESS, Düsseldorf 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 15 minutes (speakers, panelists and members of the audience) 

Break 

12:25 PM – 12:35 PM 



SVEN SCHONHOFEN 

Senior Associate 

Reed Smith LLP 

svenschonhofen@gmail.com 

Sven Schonhofen is a senior associate in the Munich office of Reed Smith and member 
of the Tech & Data Group.  

Sven specializes in the area of IT law, commercial law, outsourcing, data protection, 
internet and social media law.  

In addition he advises clients in the area of intellectual property law, in particular on 
all matters connected to copyright, trademark and unfair competition law, and in the 
area of media law and publicity rights. He advises national and international 
companies as well as start-ups.  

He is a Fellow at the Fordham IP Institute where his work focuses on trademark and 
copyright law. Before joining Reed Smith, Sven worked for a British law firm based in 
Munich. 

Sven has studied law and business at the University of Bayreuth and obtained his LL.M. 
degree in Intellectual Property and Information Technology Law at Fordham 
University School of Law in New York City.  

Sven publishes regularly on current issues in IP and IT law 



 

 

JAMES NURTON 

Director 

Lextel Partners 

jnurton@lextelpartners.com 

 

 

James Nurton is a writer and editor specialising in intellectual property law, business 
and policy. From January 1996 to October 2017 he worked for Managing Intellectual 
Property. He is now a freelance editor and consultant, writing articles and reports for 
many publications, blogs and organisations.  
 
James is a consultant to MARQUES and Elipe. He contributed to the book ‘The Great 
Catapult: How Integrated IP Management Will Shoot Your Brand to Success’ written 
by Zeeger Vink. 
 
In 2018 James co-founded Lextel Partners, a consultancy providing editorial and 
thought leadership services to law firms and other professional service providers.  
 

 



 

 

PAOLO CATALLOZZI 

judge 

supreme court of italy 

piazza cavour - 00193 - rome - italy 

paolo.catallozzi@gmail.com 

 

Judge Catallozzi is currently a judge at the Supreme Court of Italy, assigned to the 
first civil division and deals, in particular, with banking, corporate and inetellectual 
property law proceedings. Previously he has been a judge at the Enterprise Court of 
First Instance of Rome - intellectual property division, and have served the Minister 
of Economic Development as deputy head of cabinet. 
 
He has been a teacher at post graduated law schools and at programs aimed at judges, 
has several publications on intellectual property and enterprise law and has been a 
speaker at many conferences on those subjects, in Italy and abroad. 
 
He is also a member of enlarged board of appeal at European Patent Office. 



JOEL SMITH 

Partner, IPMT 

Hogan Lovells 

Atlantic House 
Holborn Viaduct 
London 
EC1A 2FG 

(+44) 20729625161 

joel.smith@hoganlovells.com 

Joel Smith is an IP partner in the London IPMT Group at Hogan Lovells International LLP, but 
with experience spent also in Hong Kong, Milan and Sydney. 

Joel works with clients to protect, commercialize and enforce rights in innovation, whether 
through their brands, creative works or technology. He focuses his practice upon complex IP 
litigation and also IP in the context of global transactions and commercial IP arrangements, 
with over 25 years of experience across both contentious and non-contentious IP, including 
heavyweight trial, deal and counselling roles. 

As a seasoned IP litigator, he has acted in IP disputes in the IPEC, High Court, Court of Appeal 
and Privy Council, particularly concerning trade marks, GIs, copyright, designs, database 
rights, trade secrets and confidential information. He advises clients strategically, with a 
view to achieving a mutually satisfactory commercial resolution, often without the need for 
litigation. He focuses upon key industry sectors, particularly FMCG, media, technology, life 
sciences, agribusiness, financial services, automotive and energy.  

He also advises upon advertising and allied regulatory issues at the interface with brands and 
other IP. 

Joel is a leader upon M&A transactions, projects and other major commercial IP arrangements 
in which IP plays a pivotal role, particularly complex collaborations, research partnerships, 
licensing and technology transfer.  

He has significant and unique expertise in the UK/Europe with agri and plant biotech involving 
plant breeders’ rights, patents, royalty-collection schemes and GM regulatory issues, working 
alongside many agribusinesses and universities on commercial collaborations, licensing and 
royalty-collection models, crop trials and variety/crop approvals. 

Described by World Trademark Law Review as "an IP expert at the top his game," Chambers 
recognizes him as a "thoughtful and strategic litigator," while Legal 500 says he has "an 
encyclopaedic knowledge of IP and whilst ruthless in litigation matters, is extremely calm, 
considered and reassuring." 



 

 

GORDON DAVID THOMAS HUMPHREYS 

Chairperson of the First Board of Appeal 

EUIPO 

Avenida de Europa, 4 
E-03008 Alicante 
SPAIN 

(34) 965139470 

Gordon.HUMPHREYS@euipo.europa.eu 

Gordon Humphreys is currently Chairperson of the First Board of Appeal at EUIPO, from 2014 
to 2019 he had been Chairperson of the Fifth Board of Appeal, having joined the Boards as a 
Member in 2005. He was Head of the Register Service from 2002-2005 and joined EUIPO’s 
Legal Department in 1997. He is also an accredited mediator with the Chartered Institute of 
Arbitrators and is a member of the EUIPO Boards of Appeal Mediation Service since 2011. 
  
Prior to working at EUIPO, Gordon was in private practice in Luxembourg and Brussels and 
qualified both as a barrister (England and Wales) and avocat (Brussels bar). He was also a 
member of the CIArb Sub-Committee on Revision of Mediation Rules between 2016 and 2018. 
Gordon was educated at the universities of Buckingham (LL.B), Cardiff (LL.M), Liège (masters 
in economic law) and Alicante (specialist en derecho de la Unión Europea). 
   
Gordon speaks and writes regularly on ADR, trade mark and design matters, and has recently 
co-edited Mediation: Creating Value in International Intellectual Property Disputes, Wolters 
Kluwer (2018) and was a contributing author in Hasselblatt, Community Design Regulation: 
Article-by-Article Commentary, Second Edition (2018), Beck. 

 



PROF. DR. PETER RUESS 

Attorney at law 

ARNOLD RUESS Rechtsanwälte 

Koenigsallee 59a 

D-40215 Duesseldorf

GERMANY 

(+49) 211 54 24 40 40 

ruess@arnold-ruess.com 

Peter Ruess is a full professor of law with International School of Management in 
Frankfurt, Germany, one of the leading private business schools in Germany. He is 
also a partner of ARNOLD RUESS, a boutique IP firm in Dusseldorf, Germany. Prior to 
this, Professor Ruess has been with Freshfields Bruckhaus Deringer LLP, specializing 
in intellectual property, namely trademark and unfair competition law, IP litigation, 
product launches and licensing work. The Duesseldorf Bar Association awarded him 
the title of “Fachanwalt” (certified specialist) for intellectual property law. Professor 
Ruess is highly recommended for his area of expertise by all major rankings including 
Chambers, Legal 500, MIP IP Stars, WTR 1000, JUVE handbook on German commercial 
law firms, Best Lawyers and Who’s Who Legal. His clients range from innovative 
medium-sized entities to Fortune 500. 

Professor Ruess holds a law degree and a German S.J.D. (Dr. jur.) from Bayreuth 
University and an LL.M. in Intellectual Property Law from GW Law School in 
Washington DC where he was awarded the Thelma Weaver Memorial Award for 
outstanding contributions to the academic life of the school. While being an LL.M. 
student, Professor Ruess served as a legal extern at the United States Court of Appeals 
for the Federal Circuit. Besides being a regular speaker at Fordham since 2005, he 
has given presentations in various German venues as well as in Austria, Belgium, 
China, Lithuania, the Netherlands, Norway, Poland, Switzerland, the UAE, the UK and 
the United States. He has authored or co-authored around 75 publications in legal 
journals and books and is, inter alia, a member of GRUR, GALA, AIPPA, INTA and 
AIPLA. 



CLE Links – 4A. EU Trademark Law Developments 

• Sky v. SkyKick (July 2021 decision)

• Constantin Film Produktion GmbH v. European Union Intellectual

Property Office (Case C‑240/18 P)

• Joel Smith, Hogan Lovells International LLP, London, Bad Faith – Why

Sky v. SkyKick Is a Peculiarly British Challenge?

https://www.judiciary.uk/wp-content/uploads/2021/07/Sky-v-Skykick-judgment.pdf
https://perma.cc/ET3H-XSYD
https://perma.cc/ET3H-XSYD
https://fordhamipinstitute.com/wp-content/uploads/Fordham-IP-Sky_v_SkyKick_Joel-Smith.pptx
https://fordhamipinstitute.com/wp-content/uploads/Fordham-IP-Sky_v_SkyKick_Joel-Smith.pptx


 

4B. The Functionality Doctrine in Disarray? 
Thursday 12:35 PM – 1:40 PM (65 minutes) 

Moderator: 

Marshall Leaffer 
Maurer School of Law, Indiana University, Bloomington 

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

Mark A. Lemley
Stanford Law School, Stanford 

The Functionality Doctrine under US Law 

(up to 10 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Gordon Humphreys 
European Intellectual Property Office, Alicante 

Functionality in EU Trademark and Design law: Regulating Overlaps 

While shape marks are often refused registration for performing a technical function, 
they may have better prospects to be registered as designs. Beyond looking at 

practical examples of how functionality is assessed for trademarks and designs, 

consideration will also be given to why legislation and the case law set different 

standards for these IP rights. 

(up to 10 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

David Stone 
Allen & Overy LLP, London 

Irene Calboli
Texas A&M University School of Law, Fort Worth 

Jeffery A. Handelman 
Crowell & Moring LLP, Chicago  

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 30 minutes (speaker, panelists and members of the audience) 

Break 1:40 PM – 1:50 PM 



MARSHALL LEAFFER 

Professor of Law 

Indiana University, Maurer School of Law 

2028 East Cheyanne Lane 

(812) 8564489

mleaffer@indiana.edu 

Marshall Leaffer is Professor of Law at Indiana University, Maurer School of Law. At 
Indiana since 1997, Leaffer teaches Copyright Law, Trademark Law, Intellectual 
Property Survey, and International Intellectual Property. He is the author of three 
books and numerous articles, including the best-selling treatise, Understanding 
Copyright Law, now in its 7th edition. Leaffer is also the author of Copyright Law: 
Cases and Materials, 10th edition and International Treaties on Intellectual Property, 
2d edition. His current research focuses on the interplay of intellectual property law 
in a global marketplace. 

Before becoming a full-time teacher, he practiced trademark law with American 
Home Products Corp. and the firm of Haseltine Lake & Waters in New York. He also 
has served as attorney-advisor to the U.S. Patent and Trademark Office and the U.S. 
Copyright Office. 

Leaffer is a popular speaker in both the United States and Europe on all areas of 
intellectual property law and has been honored as both a scholar and lecturer. He 
currently serves on the international executive committee of the Association 
Littéraire et Artistique Internationale, a non-governmental institution based in Paris, 
that promotes the rights of authors worldwide. 



MARK A. LEMLEY 

Professor 

Stanford Law School 

559 Nathan Abbott Way 
Stanford, CA  94305 

mlemley@law.stanford.edu 

Mark Lemley is the William H. Neukom Professor of Law at Stanford Law School and the Director of the 
Stanford Program in Law, Science and Technology. He is also a Senior Fellow at the Stanford Institute for 
Economic Policy Research and is affiliated faculty in the Symbolic Systems program.  He teaches intellectual 
property, patent law, trademark law, antitrust, the law of robotics and AI, video game law, and remedies. 
He is the author of eight books and 192 articles, including the two-volume treatise IP and Antitrust. His 
works have been cited nearly 300 times by courts, including 17 times by the United States Supreme Court, 
and more than 38,000 times in books and law review articles, making him the most-cited scholar in IP law 
and one of the ten most cited legal scholars of all time. He has published 9 of the 100 most-cited law review 
articles of the last twenty years, more than any other scholar. His articles have appeared in 23 of the top 
25 law reviews, in Nature Biotechnology, in top economic journals such as the American Economic Review 
and the Review of Economics and Statistics, and in multiple peer-reviewed and specialty journals. They 
have been reprinted throughout the world, and translated into Chinese, Japanese, Korean, Spanish, Italian, 
and Danish. He has taught IP law to federal and state judges at numerous Federal Judicial Center and ABA 
programs, has testified eight times before Congress, and has filed more than 50 amicus briefs in the U.S. 
Supreme Court, the California Supreme Court, and the federal circuit courts.  

Mark is a founding partner of Durie Tangri LLP. He litigates and counsels clients in all areas of intellectual 
property, antitrust, and internet law. He has argued 28 federal appellate cases and numerous district court 
cases as well as before the California Supreme Court. He has participated in more than three dozen cases 
in the United States Supreme Court as counsel or amici.  His client base is diverse, including Genentech, 
Dykes on Bikes, artists, computer scientists, and nearly every significant Internet company.   

Mark cofounded Lex Machina, Inc., a startup company that provides litigation data and analytics to law 
firms, companies, courts, and policymakers.  Lex Machina was acquired by Lexis in December 2015. 

Mark has been named California Lawyer's Attorney of the Year twice.  He received the California State Bar’s 
inaugural IP Vanguard Award.  He won the 2018 World Technology Award for Law. In 2017 he received the 
P.J. Federico Award from the Patent and Trademark Office Society. Back when he was young, he was named 
a Young Global Leader by the Davos World Economic Forum and Berkeley Law School’s Young Alumnus of 
the Year. He has been recognized as one of the top 50 litigators in the country under 45 and one of the 25 
most influential people in IP by American Lawyer, one of the 100 most influential lawyers in the nation by 
the National Law Journal, and one of the 10 most admired attorneys in IP by IP360. He is a member of the 
American Academy of Arts and Sciences, the American Law Institute, and the IP Hall of Fame.  

Mark clerked for Judge Dorothy Nelson on the United States Court of Appeals for the Ninth Circuit and has 
practiced law in Silicon Valley with Brown & Bain and with Fish & Richardson and in San Francisco with Keker 
& Van Nest. He has previously held faculty positions at Berkeley Law School and the University of Texas 
School of Law.  In his spare time, Mark enjoys cooking, travel (back when that was a thing), yoga, and video 
games (at this writing, Fortnite and Genshin Impact). 



 

 

DAVID STONE 

Partner 

Allen & Overy 

Bishops Square 
LONDON 

david.stone@allenovery.com 

 

David Stone leads the global Intellectual Property practice at Allen & Overy. He is a 
Research Fellow of the Oxford Intellectual Property Research Centre, and writes and 
speaks widely on IP matters. In 2017, David was authorised to sit part time as a Deputy 
High Court Judge. He is the author of European Union Design Law: A Practitioners' 
Guide.  



 

 

IRENE CALBOLI 

Professor or Law 

Texas A&M University School of Law 

1515 Commerce Street 
Fort Worth, TX 76102, U.S.A. 

Irene.Calboli@gmail.com 

 

Irene Calboli specializes in Intellectual Property, International Trade, Fashion and 
Cultural Heritage Law. She is Professor of Law at Texas A&M University School of Law, 
Academic Fellow at the School of Law, University of Geneva, Senior Fellow at 
Melbourne Law School, and Transatlantic Technology Law Fellow at Stanford 
University. She has been a visiting professor in universities in North America, Europe, 
and Asia, including as Fulbright Specialist scholar. For the year 2021-22, she has been 
awarded a Fulbright-Hanken Distinguished Chair in Law and Economics. Irene is a 
prolific scholar and award-winning teacher. Her most recent books include: HANDBOOK 
OF INTELLECTUAL PROPERTY RESEARCH (Oxford University Press, 2021, with L.M. 
Montagnani); THE CAMBRIDGE HANDBOOK OF COMPARATIVE AND INTERNATIONAL TRADEMARK LAW 
(Cambridge University Press, 2020, with J.C. Ginsburg), and EXHAUSTING INTELLECTUAL 
PROPERTY RIGHT: A COMPARATIVE LAW AND POLICY ANALYSIS (Cambridge University Press, 
2018, with S. Ghosh). She is a member of the Editorial Board of the Queen Mary 
Journal of Intellectual Property, the Journal of Intellectual Property Law and 
Practice (Oxford), and the WIPO-WTO Colloquium Papers. An elected member of the 
American Law Institute, Irene serves in leadership positions in a variety of professional 
organizations, including the International Law Association (American Branch); the 
Board of the European Policy for Intellectual Property Law Association; the 
International Trademark Association, and Association of American Law Schools (AALS). 
She regularly acts as Expert for national governments and international organizations 
and has recently authored studies and conducted missions for the World Intellectual 
Property Organization, the EU Intellectual Property Office and Commission, and 
several national IP offices. Irene is a graduate of the University of Bologna, the London 
School of Economics and Political Science, and the Queen Mary University London and 
was an intern in the Cabinet of Chief Justice Mancini at the Court of Justice of the 
European Union.  
 



JEFF HANDELMAN 

Partner 

Crowell & Moring 

455 N. Cityfront Plaza Drive, Suite 3600 
Chicago, IL  60611 

(312) 321-4236

jhandelman@crowell.com 

With more than thirty-five years of handling intellectual property litigation, Jeff 
Handelman is recognized for his experience and knowledge as a litigator and 
counselor in the field. Jeff is a partner in the Chicago office of the firm of Crowell & 
Moring LLP.  He is the author of the two-volume Handelman’s Guide to TTAB Practice 
(Wolters Kluwer, updated semiannually), now a leading treatise in the field. Jeff has 
served as lead counsel for numerous clients in U.S. District Courts and has argued 
cases in the U.S. Courts of Appeals for the Federal Circuit, the Fourth Circuit, the 
Seventh Circuit, and the Eleventh Circuit.  Jeff also serves as an expert witness on 
trademark-related topics.   



CLE Links — 4B. The Functionality Doctrine in Disarray? 

• TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23 (2001).

• Ezaki Glico Kabushiki Kaisha v. Lotte Int’l Am. Corp., 986 F.3d 250 (3d

Cir. 2021). 

o June 24, 2021, Ezaki Glico filed a petition for a writ of certiorari

with the Supreme Court

https://supreme.justia.com/cases/federal/us/532/23/case.pdf
https://www2.ca3.uscourts.gov/opinarch/193010ppan.pdf
https://www.supremecourt.gov/DocketPDF/20/20-1817/185279/20210729185446253_AIPLA%20Ezaki%20Glico%20Amicus%20Brief%20FINAL.pdf


 

4C. Is the Likelihood of Confusion Test Getting out of Hand? 
Thursday 1:50 PM – 3:00 PM (70 minutes) 

One could argue that trademark law has taken the concept of confusion too far. This 

panel will explore whether the doctrine needs to be limited and if so, how this could be 

done. Aspects of the doctrine that have been under scrutiny include:  

- Have trademark rights based on sponsorship confusion been expanded too
broadly?

- Do we even need the pre-sale confusion anymore in the age of the sophisticated

internet user? The Third Circuit recently found the doctrine to be viable while

expressing limited enthusiasm, Select Comfort Corp. v Baxter, 996 F.3d 925 (3d

Cir. 2021).
- Is it time to limit the likelihood of confusion theory for example by introducing a

materiality requirement that courts use in deciding false advertising cases? Under

this approach, trademark owners would be required to prove that the confusion

caused by the challenged use is material to the purchasing decision of consumers.

Moderator: 

Anderson Duff 
Hogan Duff LLP, New York 

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Panelists: 

Daniel R. Bereskin 
Bereskin & Parr LLP, Toronto 

Irene Calboli
Texas A&M University School of Law, Fort Worth 

Jeffery A. Handelman 
Crowell & Moring LLP, Chicago  

Rebecca Tushnet 
Harvard Law School, Cambridge 

Miguel Pérez 
M-IP Abogados, S.C., Mexico City

Tobias Timmann 
Freshfields Bruckhaus Deringer LLP, Düsseldorf 

General discussion: 65 minutes (speakers, panelists and members of the audience) 



ANDERSON J. DUFF 

Managing Member 

Duff Law PLLC 

43-10 Crescent St. Ste. 1217, New York, New York
11101

(646) 4503607

ajd@hoganduff.com 

Anderson went to law school because, at 20 years old, he was a mediocre print 
reporter and wanted to find a way to stay involved in the media industry. As an 
attorney he focuses on trademark and copyright prosecution and litigation, as well as 
licensing, defamation/libel, advertising, and right of publicity matters. Prior to co-
founding Duff Law, Anderson worked at two prominent intellectual property firms in 
New York and Boston, as well as the Media Law Group at NBCUniversal, which advised 
local affiliates across the country and television shows such as Dateline, The TODAY 
Show, and the Nightly News. Prior to his admission to the bar, Anderson clerked for 
the Honorable David Jordon, interned in the Hong Kong Intellectual Property Office, 
volunteered at Michigan Prison Legal Services, and worked as a fellow at the Fordham 
IP Institute. Anderson currently serves on the Board of Media Literacy Now, the 
leading national advocacy organization for media literacy education policy. He is a 
co-author of IP Strategy:  Complete Intellectual Property Planning, Access & 
Protection, he has helped plan the annual Fordham IP Conference since 2010, and he 
is an adjunct professor in Fordham University School of Law’s clinical program. 
Anderson has read every filing available in every copyright lawsuit involving 
Superman, and has presented on the history of copyright law using the protection of 
Superman at Nerd Nite, in several law firms, and to any of his friends that will listen. 
He secretly believes he will one day write a compelling novel despite the fact that 
his credit as a consulting producer on the upcoming documentary A Life on the Farm 
is the nearest he has come to publishing a creative work during the past decade. 



 

 

DANIEL BERESKIN, C.M.,Q.C. 

Partner 

Bereskin & Parr LLP 

40 King St. West, Toronto, ON, Canada M5H 3Y2 

(416) 364-7311 

dbereskin@bereskinparr.com 

Dan Bereskin is a founding partner of Bereskin & Parr LLP. 
 
Dan provides strategic planning and business advice relating to all aspects of 
intellectual property law.  
 
Dan has served as legal counsel to the International Trademark Association (INTA), 
and as a member of the INTA Board of Directors. He has been the recipient of 
numerous awards and recognitions throughout his  career including being appointed 
Member of the Order of Canada in 2020, Queen’s Counsel in 1982, a recipient of the 
INTA President's Award, named “Trademarks Lawyer of the Year” world-wide for eight 
consecutive years by Who's Who Legal, granted a Lifetime Achievement award by 
World Leaders International IP Awards in 2007, the recipient of a Lexpert Zenith 
Award in 2012 as a "change agent", elected to the IP Hall of Fame in 2014, recipient 
of a Lifetime Achievement Award by Managing Intellectual Property in 2017 and 
named “Lawyer of the Year 2020” by Best Lawyers for Intellectual Property in Canada. 
 
Dan is the intellectual property judge of The Private Court, which provides mediation 
and arbitration services, and he is a mediator/arbitrator with ADR Chambers. He has 
also served as an Advisor to the American Law Institute on Transnational IP Dispute 
Jurisdiction, Choice of Law, and Judgment issues. 
 
Dan is the author of The Canadian Law of Unfair Competition, published by Thomson 
Reuters, the editor/author of International Trademark Dilution, a treatise published 
annually by West Publishing and Westlaw, and of more than fifty papers and articles 
on various intellectual property law subjects. He wrote the Canada chapter in Famous 
and Well-Known Marks by Frederick Mostert published by INTA, and is the author of 
the trademarks chapter in Intellectual Property Disputes: Resolutions & Remedies; by 
Ronald Dimock. 
 
 



 

 

IRENE CALBOLI 

Professor or Law 

Texas A&M University School of Law 

1515 Commerce Street 
Fort Worth, TX 76102, U.S.A. 

Irene.Calboli@gmail.com 

 

Irene Calboli specializes in Intellectual Property, International Trade, Fashion and 
Cultural Heritage Law. She is Professor of Law at Texas A&M University School of Law, 
Academic Fellow at the School of Law, University of Geneva, Senior Fellow at 
Melbourne Law School, and Transatlantic Technology Law Fellow at Stanford 
University. She has been a visiting professor in universities in North America, Europe, 
and Asia, including as Fulbright Specialist scholar. For the year 2021-22, she has been 
awarded a Fulbright-Hanken Distinguished Chair in Law and Economics. Irene is a 
prolific scholar and award-winning teacher. Her most recent books include: HANDBOOK 
OF INTELLECTUAL PROPERTY RESEARCH (Oxford University Press, 2021, with L.M. 
Montagnani); THE CAMBRIDGE HANDBOOK OF COMPARATIVE AND INTERNATIONAL TRADEMARK LAW 
(Cambridge University Press, 2020, with J.C. Ginsburg), and EXHAUSTING INTELLECTUAL 
PROPERTY RIGHT: A COMPARATIVE LAW AND POLICY ANALYSIS (Cambridge University Press, 
2018, with S. Ghosh). She is a member of the Editorial Board of the Queen Mary 
Journal of Intellectual Property, the Journal of Intellectual Property Law and 
Practice (Oxford), and the WIPO-WTO Colloquium Papers. An elected member of the 
American Law Institute, Irene serves in leadership positions in a variety of professional 
organizations, including the International Law Association (American Branch); the 
Board of the European Policy for Intellectual Property Law Association; the 
International Trademark Association, and Association of American Law Schools (AALS). 
She regularly acts as Expert for national governments and international organizations 
and has recently authored studies and conducted missions for the World Intellectual 
Property Organization, the EU Intellectual Property Office and Commission, and 
several national IP offices. Irene is a graduate of the University of Bologna, the London 
School of Economics and Political Science, and the Queen Mary University London and 
was an intern in the Cabinet of Chief Justice Mancini at the Court of Justice of the 
European Union.  
 



JEFF HANDELMAN 

Partner 

Crowell & Moring 

455 N. Cityfront Plaza Drive, Suite 3600 
Chicago, IL  60611 

(312) 321-4236

jhandelman@crowell.com 

With more than thirty-five years of handling intellectual property litigation, Jeff 
Handelman is recognized for his experience and knowledge as a litigator and 
counselor in the field. Jeff is a partner in the Chicago office of the firm of Crowell & 
Moring LLP.  He is the author of the two-volume Handelman’s Guide to TTAB Practice 
(Wolters Kluwer, updated semiannually), now a leading treatise in the field. Jeff has 
served as lead counsel for numerous clients in U.S. District Courts and has argued 
cases in the U.S. Courts of Appeals for the Federal Circuit, the Fourth Circuit, the 
Seventh Circuit, and the Eleventh Circuit.  Jeff also serves as an expert witness on 
trademark-related topics.   



 

 

REBECCA L. TUSHNET 

Professor 

Harvard University 

1575 Massachusetts Ave., Hauser 520 
Hauser 520 

 

rtushnet@law.harvard.edu 

Rebecca Tushnet is the inaugural Frank Stanton Professor of First Amendment Law at 
Harvard Law School. Her work focuses on copyright, trademark, and false advertising 
law.  Her publications include “Registering Disagreement: Registration in Modern 
American Trademark Law” (Harvard L. Rev. 2017); “Worth a Thousand Words: The 
Images of Copyright Law” (Harvard L. Rev. 2012); and “Copy This Essay: How Fair Use 
Doctrine Harms Free Speech and How Copying Serves It” (Yale L.J. 2004).  She helped 
found the Organization for Transformative Works, a nonprofit dedicated to supporting 
and promoting fanworks. Her blog, tushnet.blogspot.com, is one of the top 
intellectual property blogs, and her writings may be found at tushnet.com.  She is 
also an expert on the law of engagement rings. 
 
 

 
 



MIGUEL PÉREZ 

Founding Partner 

M-IP Abogados

Paseo De la Reforma 250, Tower A, 8th Floor, Mexico 
City, 06600, Mexico 

(+52) 5541649687 

mape@m-ip.mx 

Miguel Pérez is a Partner of M-IP Abogados in Mexico City, where he focuses on 
Intellectual Property litigation, brand protection, and IP management. He has 
successfully litigated numerous cases in a variety of areas, including consumer goods, 
medical devices, chemical precursors, and the movie industry. His experience in 
brand protection includes offline and online operations at an international level for 
renowned companies. 

When he is not actively practicing, he teaches IP in several universities in 
undergraduate and postgraduate levels. 

Miguel is fluent in English and Spanish, and is improving in French. As an avid 
technology enthusiast, he likes using programming tools to improve his efficiency and 
deliver better results and data. 



DR. TOBIAS TIMMANN 

Rechtsanwalt (Attorney-at-law), Counsel 

Freshfields Bruckhaus Deringer 

Feldmühleplatz 1 

40545 Düsseldorf 

Germany 

(0049) 2114979381 

tobias.timmann@freshfields.com 

Tobias specialises in contentious and non-contentious trademark work, unfair 
competition law and the protection of trade secrets. 

Tobias is a Counsel in the Düsseldorf office, where he has been based since 2010. He 
is an experienced litigator and specialises in the enforcement, protection and 
commercialisation of IP rights and other intangible assets, such as trade secrets and 
know-how. Tobias regularly advises on trade secret, unfair competition and 
trademark disputes, product launches, strategic brand positioning, marketing 
campaigns, consumer protection issues, and legal challenges relating to digital 
change, online distribution, and new media. His non-contentious work includes 
advising on licensing, distribution, and R&D agreements as well as IP aspects of M&A 
transactions. 



CLE Links — 4C. Is the Likelihood of Confusion Test Getting Out of 
Times New Roman Hand? 

• Select Comfort Corp. v Baxter, 996 F.3d 925 (3d Cir. 2021)

• Daniel R. Bereskin, Bereskin & Parr LLP, Toronto, Likelihood of

confusion: the irrational basis of trade mark protection

https://casetext.com/case/select-comfort-corp-v-baxter-5
https://fordhamipinstitute.com/wp-content/uploads/DRB-Irrational-ConfusionTest.pdf
https://fordhamipinstitute.com/wp-content/uploads/DRB-Irrational-ConfusionTest.pdf


 

Friday, April 22

Kickoff Session: What Will China’s IP System Look Like in 5 

Years?
Friday 6:30 AM – 7:45 AM (75 minutes) 

Moderator: 

He Jing 
Gen Law Firm, Beijing 

(up to 5 minutes to introduce the subject matter; intro of speakers –

just name and affiliation, please see bios online.) 

Speakers: 

Michael-Yu Ding 
Quality Brands Protection Committee, Beijing

How Multinational Companies Look at China’s IP Policy Today? 

(up to 10 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Guobin Cui 
Tsinghua University School of Law, Beijing

Latest Development in Pharmaceutical Patent Invalidation Cases in China 

Data supplementation was one of the decade-long issues in the pharmaceutical IP 

world. What does the latest case development tell us about the future? Will China take 
on a new standard supporting innovations?  

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Zheng Ning Ms 
Communication University of China, Beijing

China’s Online Protection of Music and Movies 

China carried out very effective IP protection programs during the Winter Olympics.  

There were very few counterfeits of the popular mascot Bing Dun Dun and there was 

immediate dismissal of bad faith trademark applications copying the name of Eileen 
Gu. Is it a trend or special treatment?    

(up to 7 minutes) 



 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Yang Ming 
Peking University Law School, Beijing 

Streaming Platforms’ Copyright Control and Its Regulation 

Currently, streaming platforms apply copyright control to implement vertical 

integration strategies which raise competition law issues. How shall we evaluate the 

copyright control behaviors of streaming platforms under anti-monopoly law? And, 

except anti-monopoly law, are there other means of regulation within copyright? 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Chi Xu 
Smoore Technology Limited, Shenzhen

How a China-Based Global Firm Designs and Executes IP Strategy   

China-based global firms are increasingly enforcing patents around the world. What are 

the strategic considerations on the choice of courts? How are they building patent 
portfolios?  

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

General discussion: 10 minutes (speakers, panelists and members of the audience) 



 

 

JING HE 

Partner 

GEN Law Firm 

Suite 1001, China World Office 2，  

China World Trade Center 

hejing@genlaw.com 

 

Mr. He, a specialized legal practitioner with more than 20 years’ experience in handling 
complex China litigation, IP, antitrust, policy advocacy and compliance matters. He started 
his legal career as a US patent attorney and spent about 9 years in a major international law 
firm before starting his private practice in China. A number of his cases were listed as top 
intellectual property cases by Chinese judiciary authorities. Major industrial associations 

often consult with Mr. He on China legal and policy matters. Mr. He was selected as 
Recommended Intellectual Property Lawyer by Chambers Asia-Pacific Guide and Managing 
Intellectual Property.  Other industrial awards he has received include Legal 500, Who’s Who 
Legal, the World’s Leading Trademark Professionals from WTR, ALB, Managing Intellectual 
Property IP Stars, and the Client Choice Awards by Lexology. 
 
Mr. He is passionate about making policy changes and contributing to rule of law reforms in 
China. He was the key consultant conducting a U.S.-China Intellectual Property Dialogue 
where top U.S. and China experts convene and deliver roadmap documents for China 
intellectual property reforms. He also leads the policy programs as the executive director of 
Beijing Zhongguancun (ZGC) Intellectual Property Strategy Research Institute. Mr. He is 

admitted to the State Bar of California and PRC. He graduated from University of Notre Dame 
with his Juris Doctor in 2000 and obtained his LLB and B.Sc from Peking University in 1997. 

 



CUI GUOBIN 

Professor of Law 

Tsinghua University School of Law 

guobin@tsinghua.edu.cn 

Cui Guobin is a Professor of Law as well as the Director of the Center for Intellectual 
Property at Tsinghua University Law School. He was the Associate Dean for 
International Affairs and Academics (2016.7-2019.7). Professor Cui earned his Ph.D. 
in law, LL.M., and B.Sc. in Chemistry from Peking University, and his second LL.M. 
from Yale Law School.  

His scholarly interests include intellectual property, antitrust, property, and law and 
economics theory. He teaches Intellectual Property Law, Patent Law, IP Licensing, 
and Chinese Civil Law. He has published more than 30 law review articles and two 
popular casebooks, “Patent Law: Cases and Materials” (1st edition in 2012, 2nd 
edition in 2015) and “Copyright Law: Cases and Materials” (2014, Peking University 
Press).  

Before he joined Tsinghua in 2002, he had practiced intellectual property litigation 
and licensing law in Beijing and Shanghai. In 2008, he worked as an intern for Judge 
Rader at the U.S. Court of Appeals for the Federal Circuit. He was a visiting scholar 
at the George Washington University Law School in 2008, the University of Chicago 
Law School in July 2012, the University of Washington Law School in May 2013, and 
the University of New South Wales (UNSW) in February 2018. In August 2020/2021, he 
was visiting associate professor/visiting professor at National University of Singapore 
(NUS) School of Law, teaching a course on Chinese Intellectual Property Law. 

He also serves as adjunct researcher, the Center for Judicial Protection of Intellectual 
Property, the Supreme People’s Court of China; Legal advisor, Beijing High People’s 
Court; Specialist Juror, Beijing Intellectual Property Court; and Legal advisor, the 
People’s Court of Haidian District of Beijing.  



MING YANG 

Professor 

Peking University 

luckyyangming@126.com 

Professor Ming Yang is professor at Peking University School of Law, Ph.D supervisor. 
He is Associate Director of Peking University International Intellectual Property 
Center and PKU Internet Law Research Center and PKU Law and Economics Research 
Center. He was visiting professors at UC Berkeley School of Law, University of Akron 
School of Law, and University of Washington School of Law.  Professor Yang Ming 
published more than 50 articles, 3 treatises and 2 translation treatise.  He was the 
lead researcher in charge of 4 national and ministerial research projects. 



 

Session 5: PATENT LAW
Concurrent Session  
Friday, 8:00 AM - 1:00 PM 

5A. Patent Prosecution and Litigation 
Friday 8:00 AM – 9:10 AM (70 minutes) 

Moderator:  

Penny Gilbert
Powell Gilbert LLP, London 

(up to 5 minutes to introduce the subject matter; intro of speakers –
just name and affiliation, please see bios online.) 

Speakers: 

Kenneth R. Adamo 
Law Office of KRAdamo, Chicago  

Is It Possible to Steer Your US Litigation Towards a Particular Court, Judge and/or 

Jury? 

Far from being a pejorative, (proper) “forum shopping” is a U.S trial lawyer's primary 
responsibility and principal strategic and tactical step, after selection of targets, 

driving the commencement of litigation. 

Cabined by basic statutory and rule constraints, counsel must gather information from 

a wide variety of sources, and then use that information and their experience to select 

a district court and decide whether to try their case to a jury. Also, and often most 
critically, those selections effect, in turn or in parallel, the “choice” of the judicial 

officer who will try the case, and whether a judge or magistrate judge is chosen. 

This presentation will focus on how those matters interface. An overall selection 

decision methodology will be suggested, and several illustrated/problematic examples 

addressed. 
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Carl Josefsson 
European Patent Office (EPO), Haar 
The Boards of Appeal and the National Courts 

The European Patent Convention (EPC) is applied by the Boards of Appeal and, in 

parallel, by national courts of the contracting states. This presentation will address the 

relationship between the case law of the Boards of Appeal and the case law of 

national courts. 
(up to 7 minutes) 



 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

David J. Kappos 
Cravath, Swaine & Moore LLP, New York  
Enhanced Damages in the Current No-Injunction Environment 

In eBay, Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2006), the U.S. Supreme Court 

departed from the longstanding principle that a patent owner is presumptively entitled 

to an injunction once it defends validity and demonstrates infringement. Under the 

post-eBay, “almost no injunction” regime, firms that are primarily users of patented 
technology typically conclude that the expected net payoff from infringement and 

litigation exceeds the expected net payoff from negotiation and paying an up-front 

license fee. In other words, infringement becomes “efficient.” We propose that 

reasonable royalty damages must be enhanced in order to discourage opportunistic 

“efficient infringement” and to adequately provide full compensation.  
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Ronald E. Dimock 
Gowling WLG, Toronto 

Otto Licks  
Licks Attorneys, Rio de Janeiro 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 30 minutes (speakers, panelists and members of the audience) 

Break 

9:10 AM – 9:15 AM 



DR. PENNY GILBERT 

Partner 

Powell Gilbert LLP 

85 Fleet Street 

London 

EC4Y 1AE 

(+44) 20 3040 8020   

Penny.Gilbert@powellgilbert.com 

Dr Penny Gilbert is a Partner, and one of the founders, of Powell Gilbert LLP 
(www.powellgilbert.com), a specialist Intellectual Property Law firm based in London.  She 
is a solicitor advocate and a qualified mediator. 

Penny has a degree in Biochemistry and a DPhil in Molecular Biology from Oxford University.  
She specialises in patent litigation, particularly in the life sciences, and represents clients 
before the UK Patents Court, Court of Appeal and Supreme Court. She advises on European 
patent litigation strategy and has a wealth of experience in coordinating multi-national 
patent litigation, including involvement in EPO Opposition and Appeal proceedings.  She has 
acted in referrals on interpretation of the SPC Regulation to the CJEU and the EFTA court. 
She also represents clients in technology contract disputes before the UK courts, and in 
arbitration proceedings.  She is experienced in providing freedom to operate opinions and 
due diligence advice.   

At Powell Gilbert, Penny has acted in high profile cases including Regeneron v Kymab 
(Supreme Court – sufficiency); HGS v Eli Lily (Supreme Court – industrial application; CJEU - 
Art 3a SPC regulation); Biogen v AbbVie (Humira – Arrow declarations), and has supported 
cases involving the application of SPC law (Pharmaq v Intervet – referral from the Norwegian 
court to the EFTA court; Royalty Pharma – referral from the German courts to the CJEU).   

Penny regularly speaks and write on the topic of life sciences patent law and is a member of 
the editorial board of BioScience Law Review, Journal of IP Law and Practice and LSIPR.  She 
has taught on the Oxford University IP Law and Practice Diploma Course for many years.  
Penny is a past President of the European Patent Lawyers Association (EPLAW) and is a 
member of its Advisory Board.  She is also a member of AIPPI, IPLA and LSLA.  She has been 
recognised as one of WIPR’s Influential Women in IP and features in MIP/IP Star’s Top 250 
Women in IP and is acknowledged by Who’s Who Legal as a Global Elite Thought Leader for 
Patents and Life Sciences. She is one of LSIPR’s Top 50 Life Sciences leaders and has been 
appointed to the Legal 500 Hall of Fame and is an IAM Global Leader. In 2021 she won MIP 
EMEA, Practitioner of the Year, LMG European Life Sciences Awards: IP Lawyer of the Year - 
Biotech; the European Women In Business Law Award Life Science Patent Litigation Lawyer 
of the Year. 



KEN ADAMO 

Principal 

Law Office of KRAdamo 

360 W. Illinois, Apt 620, Apt 620, Apt 620 
Apt 620 

(312) 527-0620

kradamo23@gmail.com 

Ken Adamo is the Principal of the Law Office of KRAdamo, based in Chicago IL . Ken 
has extensive trial experience as lead counsel in jury and non-jury cases before US 
state and federal courts and before the US International Trade Commission , as well 
as ex parte and post grant PTAB experience in the US Patent and Trademark Office . 
He has had substantial experience as lead counsel in arbitrations and other alternative 
dispute resolution  proceedings, and actively practices before the US Court of Appeals 
for the Federal Circuit, having appeared in over 45 appeals to date. 



CARL JOSEFSSON 

President of the Boards of Appeal 

EPO - Boards of Appeal 

Boards of Appeal, Richard-Reitzner Allee 8, 85540 Haar, 
Germany 

(0049) 8923993000 

cjosefsson@epo.org 

2017- President of the Boards of Appeal, European Patent Office 
2013-2017 Senior Judge of Appeal, vice-chairman, Svea Court of Appeal and Swedish Patent 
and Market Court of Appeal 
2013-2016 Member of the UPC Advisory Panel 

2013 Director-General for Legal Affairs, Swedish Ministry of Education 
2005-2013 Deputy Director, Swedish Ministry of Justice, Division for Intellectual Property and 
Transport Law 
2009 Chair of the Council Working Party on Intellectual Property (Patents) 
2006 First Secretary, Swedish Embassy in Brazil 
2000-2005 Legal Adviser and Deputy Director, Swedish Ministry of Justice, Division for 
Intellectual Property and Transport Law 
1998-2000 Legal Adviser, Swedish Ministry of Justice, Division for Crime Policy 
1995 LL.M., Johann Wolfgang Goethe-Universität, Frankfurt am Main, Germany, EU-law 
1992 LL.B., Stockholm University 



DAVID J. KAPPOS 

Partner 

Cravath, Swaine & Moore LLP 

825 8th Avenue, New York, NY 10019 

(212) 4741168

dkappos@cravath.com 

David J. Kappos is a partner at Cravath. He is a leader in the field of intellectual 
property, including IP management and strategy, the development of global IP norms, 
laws and practices as well as commercialization and enforcement of innovation-based 
assets. From 2009 to 2013, Mr. Kappos served as Under Secretary of Commerce and 
Director of the U.S. Patent and Trademark Office (USPTO). In that role, he advised 
the President, the Secretary of Commerce and the Administration on IP policy 
matters. Mr. Kappos led the Agency in dramatically reengineering its entire 
management and operational systems and its engagement with the global innovation 
community. He was instrumental in achieving the greatest legislative reform of the 
U.S. patent system in generations through passage and implementation of the Leahy-
Smith America Invents Act, signed into law by President Obama in September 2011.  

Prior to leading the USPTO, Mr. Kappos held several executive posts in the legal 
department of IBM, the world’s largest patent holder. From 2003 to 2009, he served 
as the company’s chief intellectual property lawyer. In that capacity, he managed 
global intellectual property activities for IBM, including all aspects of patent, 
trademark, copyright and trade secret protection and exploitation. During his more 
than 25 years at IBM, he also served in a variety of other roles including litigation 
counsel and Asia Pacific IP counsel, where he led all aspects of IP protection, including 
licensing, transactions support and M&A activity for the Asia/Pacific region.  

Mr. Kappos has received numerous accolades for his contributions to the field of IP. 
He has been named one of the “Top 25 Icons of IP” by Law360, one of the “50 Most 
Influential People in IP” and the “Outstanding Practitioner of the Year in IP 
Transactions” by Managing IP, one of the “Top 50 IP Trailblazers & Pioneers” and one 
of the “100 Most Influential Lawyers in America” by The National Law Journal, 
“Intellectual Property Professional of the Year” by the Intellectual Property Owners 
Association and was inducted into the Intellectual Property Hall of Fame by 
Intellectual Asset Management Magazine in 2012.  



RONALD E. DIMOCK 

Partner 

Gowling WLG (Canada) LLP 

Gowling WLG (Canada) LLP 
100 King Street West 

Suite 1600 
Toronto M5X 1G5 
CANADA 

(416) 862 3580

ron.dimock@gowlingwlg.com 

rdimock@dimock.com 

Ron Dimock is a Senior Partner in the Intellectual Property Group of the Toronto office 
of Gowling WLG (Canada) LLP doing intellectual property litigation and is the Principal 
at DIMOCK www.dimock.com providing mediation, arbitration, and expert witness 
services. 

Ron has handled more patent lawsuits, conducted more patent trials, and argued 
more appeals from patent trials than any other lawyer in Canada. 

He is a Fellow of the American College of Trial Lawyers and certified by the Law 
Society of Ontario as a Specialist in Civil Litigation and Patent Law. He has had an 
"Av" rating by Martindale-Hubbell International Law Directory and has been listed in 
its Bar Register since 1994. 

Ron is also a Professional Engineer, a WIPO IP Mediator, Arbitrator and Expert, a 
Fellow of the Chartered Institute of Arbitrators, and a Certified Mediator with the 
International Mediation Institute.  

Named “Lawyer  of the Year in IP” in the 2021 Edition of “Best Lawyers” in Canada, 
Ron has been described as “The Guru of IP Law of Canada” by Chambers Global, the 
“Dean of the Patent Bar” by Who’s Who in Patents, the "King of IP Litigation in Canada" 
by WTR 1000 Guide, and “Chairman of the Board for Canadian Patent Lawyers” by 
IAM Patent 1000. 

mailto:ron.dimock@gowlingwlg.com
mailto:rdimock@dimock.com
http://www.dimock.com/


 

 

OTTO LICKS 

Partner 

Licks Attorneys 

Via Binário do Porto, 299, Aqwa Corporate - 9º Andar, Rio 
de Janeiro, RJ   Brazil 

(55) 21 3550 3702 

otto.licks@lickslegal.com 

Otto Licks is a founding partner at Licks Attorneys, a Brazilian law firm with over 290 
people among its offices in Rio de Janeiro, São Paulo, Brasília, Curitiba and Tokyo as 
well as a French and German Desk. Otto is an expert on complex litigation and policy 
making, with over 23 years of experience representing international clients in life 
sciences (small molecules, biologicals, agrochemicals and medical devices), telecom, 
electronics and internet. He has established a reputation as a trial and appellate 
practice specialist, focusing on preliminary and permanent injunctions and 
monetization (damages and licensing), advising clients primarily on patent, trade 
secrets, unfair competition and regulatory data exclusivity, government 
procurement, food and drug and regulatory of telecom and internet. He has been the 
first chair in over 100 cases, from TROs and ex-parte injunctions up to leading cases 
before the Brazilian Supreme Court. Otto has published extensively in his areas of 
expertise and has been recognized by some of the most important international 
rankings. He is Vice Chair for the Global Series Committee(FCBA) and is an 
accomplished speaker in the United States, Europe, Asia and Latin America. 

 



CLE Links — 5A. Patent Prosecution and Litigation 

• eBay, Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2006). 

• 35 U.S.C. § 101  

 
 
 

https://supreme.justia.com/cases/federal/us/547/388/
https://www.law.cornell.edu/uscode/text/35/101


 

5B. Patent Potpourri 
Friday 9:15 AM – 10:25 AM (70 minutes) 

Moderator: 

Andrew Bowler 
Bristows LLP, London 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

Michael Williams 
Gilbert + Tobin, Sydney   

Implied Licenses Exhausted Under Australian Patent Law: Assessing the Impact 

of the Adoption of Exhaustion on First Sale 

In Calidad Pty Ltd v Seiko Epson Corporation (2020) the High Court of Australia 

overturned over 100 years of law reliant on the doctrine of implied license, replacing 

it with the doctrine of exhaustion from US patent law. The decision has provided a 
fundamental reset of the concept of the ‘right of repair’ under Australian law and 

sparked a renewed policy focus amongst regulators and legislators on consumer rights 

in patented products. This presentation will examine the decision and its implications, 

including for patentees and licensees.  
(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Sepehr Shahshahani 
Fordham University School of Law, New York  

Measuring Follow-On Innovation   

How patents affect follow-on innovation is a key question for the patent system. Most 
of what economists consider follow-on innovation could not plausibly be affected by 

a patent because it is clearly not patent infringement. This complicates the 

interpretation of key results from the literature. This talk will provide simple 

guidelines for improved measurement of follow-on innovation and talk about an 

important recent study that I and Janet Freilich replicated using this improved 
measure.  

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Marleen H.J. van den Horst 
BarentsKrans, The Hague 



 

Cross-Border Preliminary Injunctions in the Netherlands – Recent Case Law and 

Developments 
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Ari Laakkonen 
Powell Gilbert LLP, London 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Simon Holzer 
Meyerlustenberger Lachenal AG, Zurich 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 15 minutes (speaker, panelists and members of the audience) 

Break 

10:25 AM – 10:35 AM 



 

 

MICHAEL WILLIAMS 

Partner and Head of Intellectual Property 

Gilbert + Tobin 

 

 

 

Michael is a Partner and the Head of the Intellectual Property group at leading 
Australian law firm Gilbert + Tobin. 
 
Michael’s practice spans IP litigation, complex contractual disputes (particularly 
software), product liability, entertainment law, media law, technology law (data 
protection and cyber security) and innovation (IP commercialisation). His IP litigation 
experience covers the spectrum of copyright infringement, trade secrets, trade mark 
infringement, false advertising, anti-counterfeiting and patent litigation – and he has 
run leading cases in each area of IP. 
 
Michael has substantial trial experience in State Courts and in the Federal Court and 
has run numerous appeals, including several before the High Court of Australia. In 
2020 he acted for the successful appellant in Calidad Pty Ltd v Seiko Epson 
Corporation before the High Court, which resulted in a landmark judgment on the 
rights of repair and modification of patented products and the recognition of the 
doctrine of exhaustion for the first time in 112 years under Australia law. 
 
Michael was named Intellectual Property Partner of the Year at the Lawyers Weekly 
Partner of the Year Awards in 2021 and 2019. He has a leading ranking in major legal 
directories (Chambers and Partners, Legal 500, Best Lawyers, Who’s Who Legal and 
Doyles). In 2020 the team he leads was named Intellectual Property Team of the Year 
at the Lawyers Weekly Australian Law Awards. 
 
Michael is known for his outstanding track record of success in litigation and 
extracting clients from disputes on favourable terms. Clients recognise “his technical 
knowledge, gravitas and strategic thinking" and his ability to "provide a higher-level 
perspective" (Chambers Asia Pacific 2021).  
 
Michael holds degrees in Economics and Law (First Class Honours, prize list) from the 
University of Sydney.  His professional memberships include INTA, the ABA, AISA, 
Copyright Society of Australia and IPSANZ. 
  



 

ANDREW BOWLER 

Partner 

Bristows LLP 

100 Victoria Embankment 
London 
EC4Y 0DH 
England 

andrew.bowler@bristows.com 

 

Andrew Bowler is joint head of Bristows patent litigation department. He has 
considerable experience of representing high profile clients in patent disputes across 
a wide range of technologies. Frequently, he is asked by clients to coordinate cross-
border litigation. 
 
Andy has acted in many of the leading cases over recent years. These include the 
Unwired Planet/Conversant case in the High Court, Court of Appeal and Supreme 
Court on SEP/FRAND licensing [2020] UKSC 37. Other clients include Siemens, 
Siemens-Gamesa, Samsung and Heineken. 



 

SEPEHR SHAHSHAHANI 

Associate Professor 

Fordham Law School 

sshahshahani@fordham.edu 

 

 

I am an associate professor of law at Fordham, where I teach civil procedure and 
intellectual property. I joined Fordham in 2019 after completing my PhD at Princeton. 
My research, which uses formal and quantitative methods alongside doctrinal analysis, 
has appeared in both peer-reviewed journals and law reviews. Prior to embarking on 
an academic career, I was a litigator in New York and a law clerk to federal judges. 



MARLEEN H.J. VAN DEN HORST 

Partner Intellectual Property and Technology 

BarentsKrans 

Lange Voorhout 3 
NL-2514 EA  The Hague 
The Netherlands 

(+3170) 3760621 

marleen.vandenhorst@barentskrans.nl 

Dr. Marleen H.J. van den Horst is a partner in the IP & Technology Department of the Dutch law firm 
BarentsKrans. She is head of the firm’s Healthcare & Life Sciences Industry Group. 

Marleen has over 20 years of experience in litigating and coordinating multi-jurisdictional patent cases. 
She is internationally renowned for having successfully represented clients in many patent disputes in 
all fields of technology: mechanical engineering, life sciences, chemistry and high tech/telecoms.  

Marleen has acted as lead counsel in patent/SPC and regulatory proceedings and/or has advised clients 
in respect of many blockbuster molecules, like (es)omeprazole, alendronate, (es)citalopram, 
glatiramer acetate, trastuzumab, rivastigmine, zoledronate, lenalidomide, rituximab, tadalafil, 
ezetimibe/simvastatin,CRISPR-Cas9 technology, dasatinib, pemetrexed, everolimus and, in the last 
year, e.g. sitagliptin, tecfidera, apixaban, bevacizumab, deferasirox and fingolimod.  

Marleen is a leader in pharma & life sciences, having an in depth knowledge of the sector as a whole. 
She is recognized as “leading IP-practitioner” by WIPR Leaders Guide 2022. According to Legal 500 
2021 “Marleen van den Horst is highly skilled and highly experienced. She is deeply engaged in the 
cases handled by her team, stimulating excellence. Her team has a strong “can-do” approach.’ 
‘Marleen van den Horst is incredibly well connected and respected, a skillful strategist and great person 
to work with’.” According to Chambers 2022: Clients appreciate that she is “straight to the point in 
addressing client needs” and expands that she “doesn’t get lost in non-relevant things“. 

In the field of mechanical engineering, Marleen has recently represents  e.g. Rollepaal  (RPFlow) 
regarding equipment for manufacturing PVC-O pipe systems. She has represented Ciel & Terre in PI 
proceedings to enforce its patent on floating photovoltaic (solar) installations.   

In the field of high tech & telecoms Marleen e.g. advises on the European litigation strategy for 
enforcing SEP patents and on FRAND-related issues. She is co-lead counsel in preparing the Dutch 
chapter of pan European telecoms SEP litigation. 

Apart from contentious work, Marleen assists clients in negotiating and drafting licences, technology 
transfer and supply & distribution agreements on a national and international level. She gives pro bono 
patent and other legal advice to the NeoKidney Foundation (an initiative of the Dutch Kidney 
Foundation) regarding the development of an artificial portable kidney. 

Marleen holds a Doctorate  from VU University Amsterdam. She  is a frequent speaker at (inter)national 
conferences on patent/SPC topics, like ERA’s annual EU Pharmaceutical law Conference, LESI, EPLAW, 
World IP Forum, Fordham etc. 



 

 

ARI LAAKKONEN 

Partner 

Powell Gilbert LLP 

(44) 2030408050 

ari.laakkonen@powellgilbert.com 

Ari Laakkonen is a partner of Powell Gilbert LLP (www.powellgilbert.com), a London-
based specialist intellectual property law firm. Ari has a Computer Science degree 
and PhD from Kings College, he has a huge breadth of experience in the electronics, 
IT and telecoms sectors derived from his in-depth technical knowledge from 
experience as both in-house and external legal counsel. Ari specialises in electronics 
patent litigation and licensing disputes, as well as advising on general IP, licensing 
and competition law matters including FRAND obligations, obligations to license, 
damages and general strategic advice. He also advises in relation to disputes involving 
trade marks, designs, copyrights and trade secrets/confidential information and has 
represented clients in the UK courts as well as in opposition and appeal proceedings 
in the European Patent Office, and has assisted with coordinating actions in courts 
elsewhere in Europe, the US, Latin America and Asia. Advice on multi-jurisdictional 
strategy is a particular strength. 
 
Ari is the First Deputy Reporter General of AIPPI and has published widely on all 
aspects of IP law. He is a Member of AIPLA and the British Computer Society. He has 
led high-profile cases such as PulseOn v Garmin, Sony v SSH, LG v Sony, Garmin v 
Philips and TCT v Ericsson amongst others. 
 



SIMON HOLZER 

Dr. iur., Partner 

MLL Meyerlustenberger Lachenal Froriep Ltd. 

Schiffbaustrasse 2 
P.O. Box 
CH-8031 Zürich 
Switzerland 

(+41 ) 58 552 03 20 

simon.holzer@mll-legal.com 

Simon Holzer heads MLL's Technical IP Team. He has extensive experience in all areas 
of IP law, with a focus on patent matters, trademarks, geographical indications and 
unfair competition. Simon is also a trusted advisor in the field of pharmaceutical 
regulatory law and competition law. He is a trial lawyer with a track record for 
developing successful litigation strategies. 

Simon is an experienced IP practitioner across a wide range of industries and 
technologies, including pharmaceuticals, medical devices, distributed ledger 
technology (Blockchain), telecommunications (including Standard-Essential Patents 
and FRAND cases), software, cosmetics and foodstuffs. He loves technology and 
science and finding ways to convey simple messages to the decision makers. 

Since 2012, Simon has been a part-time judge of the Swiss Federal Patent Court. This 
court has jurisdiction over patent disputes throughout Switzerland. 

As part of MLL's multiple award-winning IP litigation practice, Simon is recognized for 
offering first class, innovative solutions. He is praised by clients and peers as a “skilled 
and driven individual” and “a leader in the contentious sphere” who is “top-ranked 
by peers” within the “excellent” and “high-flying” IP team of MLL. According to 
clients, Simon Holzer is particularly well versed in the areas of patents and pharma 
and clients highlight his “in-depth technical understanding”. Other sources describe 
Simon as a “key life sciences expert” and a “superstar in patent litigation” as well as 
a “pleasure to work with”. 



CLE Links — 5B. Patent Potpourri 

• Calidad Pty Ltd v Seiko Epson Corporation (2020) 

• Sepehr Shahshahani, Fordham University School of Law, New 
York, Measuring Follow-On Innovation 

 

 
 
 

 
 

https://eresources.hcourt.gov.au/downloadPdf/2020/HCA/41
https://fordhamipinstitute.com/wp-content/uploads/follow-on_2022.2.20.pdf


 

5C. International Patent Developments 
Friday 10:35 AM – 11:50 AM (75 minutes) 

Moderator: 

Robin Jacob 
Lord Justice of Appeal of the Court of Appeal, London (retired); Faculty of Laws, 
University College London, London  

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers 

Peter Charleton 
The Supreme Court, Dublin, Ireland 

Supplementary Protection Certificates 

Special protection certificates in EU law extend the life of a patent for human and 

animal medicines for up to 5 years post patent protection of 20 years. But, in a series 

of cases, the Court of Justice of the European Union has apparently set its face against 
any SPC being granted unless, for a combination product, the claims on the patent 

explicitly mention that application or if this would be apparent to the person skilled in 

the art. Additionally, there is a series of cases from England & Wales, Finland and 

Ireland concerning what happens when a monotherapy of a patented drug obtains an 
SPC but the patent holder then applies for a combination therapy of the patented drug 

with one in the public domain. Is this possible? National laws and EU law seem to 

differ on this issue. 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Brian Cordery 
Bristows LLP, London 

Plausibility and Undue Burden – The Fibrogen v Akebia Ruling 

The concepts of plausibility and undue burden were threatening to spiral out of 

control in proceeding before the English Patents Court. In late summer 2021 the Court 

of Appeal handed down its ruling in Fibrogen v Akebia which espouses a different 
approach to assessing the plausibility of claims with structural and functional features. 

The difference in approach between Arnold LJ and Birss LJ on the issue is stark. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

John Richards 
Ladas & Parry LLP, New York 



 

Plausibility  

The EPO Enlarged Board of Appeal is to consider when evidence to support 
patentability can be submitted after filing a patent application, thereby implicitly 

raising the question how much information needs to be included in the application to 

satisfy the requirement that the specification discloses an invention rather than a 

guess. This presentation looks at the development of EP and US laws on this topic and 

sets out issues for consideration in determining what the law “should” be. 
(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Heinz Goddar/Melanie Müller 
Boehmert & Boehmert, Munich 

2nd German Patent Modernization Act – On the Way to E-Bay-Scenario in 

Germany 

With the 2nd Patent Modernization Act of August 2021, Germany has introduced into 

its patent act a provision that in individual cases, according to good-phase-balancing, 

no “quasi-automatic” injunction would be granted to a patentee against an infringer, 
rather the patentee would “only” get monetary compensation. How to calculate such 

“compensation” is presently under discussion. Also, the 2ndModernization Act is 

supposed to harmonize the timelines for patent invalidation and litigation procedures 

but some questions insofar are still under discussion and open, particularly with 

regard to the presently not existing possibility for defendants in patent litigation to file 

an invalidation action against German patents during opposition period or while a 

procedure is pending. 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Eva Ehlich 
Maiwald, Munich 

Kevin McGough 
BioNTech, Cambridge 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 20 minutes (speaker, panelists and members of the audience) 

Break 

11:50 AM – 12:00 PM 



 

 

ROBIN JACOB 

Professor 

UCL 

UCL Laws 
4 Endsleigh Gardens 
London 
WC1H 0EG 

(+44) 7831 612 367 

rjacob@ucl.ac.uk 

Hugh Laddie Professor of Intellectual Property Law and Director of the Institute of Brand and 
Innovation Law, University College London 
  
Having read Natural Sciences at Trinity College Cambridge, Sir Robin then simultaneously read for 
the Bar and took an LLB from the LSE. He was called to the Bar by Grays Inn in 1965. 
  
He practiced at the Intellectual Property Bar from 1967. From 1976 to 1981 he was the Junior 
Counsel for the Comptroller of Patents and for Government departments in intellectual property. 
He was appointed Queen's Counsel in 1981. His practice took him abroad often (Hong Kong, 
Singapore, Europe, USA, Australia). He was appointed to the Bench in 1993 and from the outset 
was a designated Patent Judge. From 1997 to 2001 he was Supervising Chancery Judge for 
Birmingham, Bristol and Cardiff. He was appointed a Lord Justice of Appeal in October 2003. He 
formally retired from the Court of Appeal in May 2011 to take up his current appointment. He 
continued to sit from time to time in Court of Appeal until April 2015. He acts as an arbitrator, 
mediator and expert witness on English or European law and is a member of the following arbitral 
bodies, SIAC, HKIAC, KLIAC, LCIA. and the International Arbitration Centre in Tokyo. He has 
written and edited a number of books and articles. 
  
He is Hon. Fellow of the LSE, an Hon. Fellow of St Peter’s College, Oxford, an Hon. LlD of the 
University of Wolverhampton, Hon. President of the UK branch of the Licensing Executive Society, 
Hon. President of the Association of Law Teachers. He was a Governor of the Expert Witness 
Institute from its foundation until 2004 and from 2012 until 2018. He was Treasurer of Grays Inn 
in 2007 and a Governor of the LSE from 1988 to 2017. He was awarded the Outstanding 
Achievement in IP award by MIP in 2012. He was a member of the Scientific and Advisory Board 
of the European Patent Office. He has written extensively on all forms of intellectual property. 
He often lectures, mainly on IP topics, both in the UK and abroad and is regularly consulted on IP 
matters by the UK government. He still is President of the Intellectual Property Judges’ 
Association (the association of European IP, particularly patent, judges). 

 



 

PETER CHARLETON 

Judge of the Supreme Court  

Superior Courts 

The Four Courts 
Dublin 7 
Ireland  

(+353863860948)  

petercharleton@courts.ie 

Judge of the Commercial Court 2006-2014, Supreme Court 2014-date. Lead author of 
Charleton & McDermott's Criminal Law and Evidence (2020). Ad hoc judge of the 
European Court of Human Rights. Chair of judicial committee of the Irish Judicial 
Studies Journal www.ijsj.ie and former chair of the National Archives.  



 

 

BRIAN CORDERY 

Partner 

Bristows LLP 

100 Victoria Embankment 
London 
EC4Y 0DH 

(+44) 207004888 

brian.cordery@bristows.com 

Brian has more than 20 years’ experience of litigating patents for successful 
pharmaceutical products – predominantly for originators. He has also handled patent 
cases for other sectors including electronics and consumer goods. 
  
Brian is presently engaged in several projects relating to the global defence of the 
intellectual property for some of the world's best–selling pharmaceutical products. 
This involves the co–ordination of legal teams across the world to ensure that the 
optimal strategy is pursued at both global and local levels.  
  
He is also involved in several intellectual property cases in the English Courts across 
a broad range of industry sectors. Brian’s practice includes resolving disputes relating 
to biological medicines as well as small molecule drugs in disease areas including 
oncology, respiratory, and immunology. 
  
Brian is the co–author of an annual review of UK patent cases which is published 
annually in the CIPA Journal. He also teaches patent law on the Oxford University 
Diploma on Intellectual Property Law and Practice. He is the co-editor of the Kluwer 
Patent Blog.  
  
In 2018 and 2019, Brian was chosen by Who’s Who Legal as the Life Sciences Patent 
Litigation lawyer of the year and the Patents lawyer of the year. 
 



JOHN RICHARDS

Of Counsel 

Ladas & Parry LLP and Hansen IP Institute 

1040 Avenue of The Americas Fl 5 
New York, NY 10018 

(212) 7081915

jrichards@ladas.com 

John Richards is of counsel to Ladas & Parry and Senior Adviser to the Emily and John Hansen 
I.P. Institute. His patent practice started in-house in London with the chemical company
Albright & Wilson before joining Ladas & Parry. He is an adjunct professor at Fordham
University School of Law where he teaches a course in patent law. He is a member of the
New York bar and admitted to practice before the U.S., European and British patent offices.



HEINZ GODDAR 

Patent Attorney 

Boehmert & Boehmert 

22 Pettenkoferstrasse 

80336 Munich 

Germany 

(+49) 89559680 

goddar@boehmert.de 

He is a German Patent Attorney and European Patent and Trademark Attorney with 
his office at Munich, as a partner of Boehmert & Boehmert. His technical background 
(as well as PhD degree) is in physics. He teaches Intellectual Property Law as an 
Honorary Professor at the University of Bremen, Germany, as a Lecturer at the Munich 
Intellectual Property Law Center (MIPLC), Munich, Germany, and as a Visiting 
Professor as well as a Lecturer at several further universities in both Asia and U.S.A.. 
He is a Past-President of LES International and of LES Germany. He has received the 
Gold Medal of LESI in 2005 and has been inducted into the IAM IP Hall of Fame in 2014. 
During the years 2018 – 2020 he has been an ad-personam member of the EPO’s 
Standing Advisory Committee (SACEPO). 



MELANIE MÜLLER 

Attorney at Law 

BOEHMERT & BOEHMERT 

Hollerallee 32 

(+49 421) 34090 

mueller-melanie@boehmert.de 

Melanie Müller is a German Attorney at Law with her office at the law firm Boehmert 
& Boehmert in Bremen. She passed her First State Examination in Law at the 
University of Bremen, specialized in International and European Business Law. Her 
final examination dealt with a German Antitrust issue and sought legal comparisons 
with the U.S. Antitrust Law. She completed her legal traineeship at the Hanseatic 
Court of Appeal of the Free Hanseatic City of Bremen. At present she is working on 
her doctoral thesis on a Patent Law topic (in addition to her work as lawyer) under 
the mentorship of Prof. Heinz Goddar at the University of Bremen, Germany. 



 

 

EVA EHLICH 

Patent Attorney 

Maiwald 

Elisenstraße 3 
80335 München 

(0049) 897472660 

ehlich@maiwald.eu 

Eva represents European, US and Japanese companies in the chemical, biochemical 
and pharmaceutical sectors whom she advises and assists in prosecuting, defending, 
enforcing and challenging IP rights in Germany, Europe and worldwide. Along with 
preparing freedom-to-operate and validity analyses she has experience in patent 
litigation and strategic patent filing, especially in the area of drug delivery, 
pharmaceutics and medical uses (small molecules and biologics) as well as in 
coordinating international patent portfolios and freedom-to-operate strategies. Eva 
has received numerous recognitions for her professional activities as a patent 
attorney. 



KEVIN MCGOUGH 

Senior Counsel 

BioNTech 

BioNTech 
75 Sidney Street 
Cambridge, MA 02139 

(617) 337-4701

Kevin.McGough@biontech.us 

Kevin McGough is Senior Counsel at BioNTech, where he is responsible for the 
Company’s Infectious Disease IP portfolio.  

Prior to BioNTech, Kevin served as Vice President-IP at Takeda and Shire, founded a 
successful legal practice that was recognized as a leading due diligence boutique, and 
was Assistant Counsel at Merck & Co., Inc. His accomplishments have included 
advising a biotech start-up from inception through IPO, post-merger restructuring of 
two IP groups that yielded multimillion-dollar savings, IP due diligence representation 
of leading healthcare companies, successful resolution of numerous patent litigations 
of material importance to Takeda, Shire and Merck, management of global biotech 
patent litigations, award-winning work on numerous corporate divestitures, and 
establishment of two trademark groups.  

Kevin has spoken on IP-related topics at various forums including the Fordham IP 
Institute and the ABA Annual Meeting. He has served as an expert witness on patent 
law in federal district court litigations and he has published in leading journals 
including the Harvard Journal of Law & Technology and the Food and Drug Law 
Journal. 

Kevin’s extensive work experience in Switzerland and Germany is complemented by 
B2 level German coursework at Goethe Institut (Boston). 



CLE Links — 5C. International Patent Developments 

• Fibrogen v Akebia (2021)

• 2nd Patent Modernization Act of August 2021

o Prior January 2020 draft (abridged English translation):

https://www.freshfields.com/4921cb/globalassets/services-

page/intellectual-property-and-information-

technology/resources/discussion-paper-second-law-on-

modernisation-of-patent-law-002.pdf

o European Patent Lawyers Association IP Report on

Modernization Act: https://eplaw.org/wp-

content/uploads/2020/03/DE-IP-Report_PatG-

Novelle_SZD_EN.pdf

https://www.bailii.org/ew/cases/EWCA/Civ/2021/1279.html
https://www.freshfields.com/4921cb/globalassets/services-page/intellectual-property-and-information-technology/resources/discussion-paper-second-law-on-modernisation-of-patent-law-002.pdf
https://www.freshfields.com/4921cb/globalassets/services-page/intellectual-property-and-information-technology/resources/discussion-paper-second-law-on-modernisation-of-patent-law-002.pdf
https://www.freshfields.com/4921cb/globalassets/services-page/intellectual-property-and-information-technology/resources/discussion-paper-second-law-on-modernisation-of-patent-law-002.pdf
https://www.freshfields.com/4921cb/globalassets/services-page/intellectual-property-and-information-technology/resources/discussion-paper-second-law-on-modernisation-of-patent-law-002.pdf
https://eplaw.org/wp-content/uploads/2020/03/DE-IP-Report_PatG-Novelle_SZD_EN.pdf
https://eplaw.org/wp-content/uploads/2020/03/DE-IP-Report_PatG-Novelle_SZD_EN.pdf
https://eplaw.org/wp-content/uploads/2020/03/DE-IP-Report_PatG-Novelle_SZD_EN.pdf


5D. PTAB 
Friday 12:00 PM - 1:00 PM (60 minutes) 

Moderator: 

John B. Pegram 
Fish & Richardson, P.C., New York 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

Adam Mossoff 
Antonin Scalia Law School, George Mason University, Arlington 

Leviathan and Innovation: The Administrative State Assimilates the Patent System 

The Supreme Court’s decision in U.S. v Arthrex is significant for many reasons, and 

one of these is that it represents the final decision by the Court that the PTAB and the 

processes by which it cancels patents will be assessed by courts according to the 

existing discretionary norms of administrative agencies and agency tribunals 
generally that are accorded deference. This represents a fundamental sea change in the 

patent system, and it reinforces the importance of statutory reform of the PTAB’s 

practices to hardwire into the PTAB prohibitions on panel stacking, serial petitioning, 

and other practices that raise due process and related rule-of-law concern. 
(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Patricia A. Martone 
NYU Law Engelberg Center on Innovation Law & Policy, New York 

The USPTO’s Resistance to Following the Arthrex Decision Imperils the 

Constitutionality of All AIA Review Decisions 
In June of 2021, the Supreme Court in Arthrex ruled that PTAB judges issuing final 

decisions in AIA reviews were “inferior officers” and that the Constitution required 

that their decisions “must be subject to review by the Director [of the United States 

Patent and Trademark Office].” 

Many months later the review procedure implemented by the USPTO is overseen by 
an inferior officer and has not been the subject of formal rulemaking. The USPTO’s 

stance undermines the rule of law and public confidence in and respect for the 

USPTO.   

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 



Brian Scarpelli 
ACT | The App Association, Washington, D.C. 

Small Business Tech Perspectives on PTAB and Discretionary Denial 

Developments Through a series of precedential Patent Trial and Appeal Board 

decisions and policies in recent years, the U.S. Patent and Trademark Office has 
shifted the inter partes review (IPR) process away from Congress’ goals in the 

America Invents Act, allowing invalid patents to remain unchallenged. American 

small business innovators are particularly affected by these PTO policies that shield 

invalid patents from review. There are, however, steps that can and should be taken to 

move the PTAB back to restore the IPR system to focus on addressing invalid, yet 
still issued, patents. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

George E. Badenoch 
Hunton Andrews Kurth LLP, New York 

Brian P. Murphy 
Haug Partners LLP, New York 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 30 minutes (speaker, panelists and members of the audience) 



JOHN B. PEGRAM

Of Counsel 

Fish & Richardson PC 

7 Times Square - 20F 
New York, NY 10036 

(212) 641-2230

pegram@fr.com 

John B. Pegram is Of Counsel at Fish & Richardson P.C., a multi-office law firm concentrating 
in IP and technology law, based in the New York City office. He received his undergraduate 
degree from Columbia University and his law degree from New York University.  John has 
been engaged in patent, trademark and copyright litigation, licensing, opinion and counseling 
matters of all types for over 50 years. He has been active in bar associations, and as a frequent 
author and lecturer on US and international IP and litigation topics. Currently, he is an active 
member of the IPO Europe Committee, the AIPLA IP Practice in Europe Committee, the AIPPI 
Standing Committee on the Unitary Patent Court and the US Bar – EPO Liaison Council. He is 
a past President of NYIPLA and a past member of AIPLA’s Board of Directors. 



 

 

ADAM MOSSOFF 

Professor of Law 

Antonin Scalia Law School, George Mason University 

3301 Fairfax Drive, Arlington, VA 22201 

(703) 993-9577 

amossoff@gmu.edu 

Adam Mossoff is a law professor at Antonin Scalia Law School, George Mason 
University. He has published extensively in property and intellectual property law, 
and his research on topics in patent law and policy has been relied on by the Supreme 
Court, by the Federal Circuit, by Senators, and by the UPSTO and other federal 
agencies. He has been invited five times to testify before the Senate and the House 
of Representatives, and his writings on intellectual property policy have appeared in 
the Wall Street Journal, New York Times, Forbes, and in other media outlets.  
 
Professor Mossoff is a Senior Fellow and Chair of the Forum for Intellectual Property 
at the Hudson Institute, a member of the Board of Directors of the Center for 
Intellectual Property Understanding, and a Visiting Intellectual Property Fellow at the 
Heritage Foundation. He is a member of the Intellectual Property Rights Policy 
Advisory Group of ANSI, the Intellectual Property Committee of the IEEE-USA, and the 
Academic Advisory Committee of the Copyright Alliance. He has served as past Chair 
and Vice-Chair of the IP Committee of the IEEE-USA. He was also a co-founder and 
director of the Center for the Protection of Intellectual Property at George Mason 
University from 2012-2018. You can follow him on Twitter at @AdamMossoff, where 
he posts regularly on patent policy and other topics in innovation policy. 



PATRICIA A. MARTONE 

Affiliate Fellow 

Engelberg Center on Innovation Law and Policy, NYU 
School of Law 

565 FIFTH AVENUE 
NINTH FLOOR 

(646) 4833454

pmartone@martoneiplaw.com 

Patricia A. Martone is an author and speaker in the field of patent law.  Patricia has 
an M.A. degree from Johns Hopkins University in physical chemistry and a J.D. degree 
from the NYU School of Law. During her 47 years of law practice, she focused on 
intellectual property disputes involving technology leaders based in the United States, 
Europe, and Asia. During her forty years in ‘Big Law”, including partnerships in the 
firms of Fish & Neave LLP, Ropes & Gray LLP and Morrison & Foerster LLP, she was 
lead trial counsel in more than 45 patent cases. Patricia tried twelve cases to verdict 
or judgment, including playing a leading role for Polaroid in its landmark patent trials 
against Eastman Kodak which resulted in an injunction and a record setting $900 
million damages award. Patricia also led the licensing and enforcement campaigns of 
major patent holders and personally closed more than 40 agreements. In 2014 she 
started her own law firm. 

Patricia closed her law and arbitration practice at the end of 2020 to focus on her 
work as a Research Fellow at the Engelberg Center on Innovation Law and Policy at 
the NYU School of Law. Inspired by her own pioneering experience as a woman who 
became a first chair trial lawyer in the patent field, her research is focusing on the 
barriers that continue to exist for women in that role, and how those barriers can be 
overcome.  She expects to publish the results of her research this year.  

Patricia was perennially ranked as a leading attorney by publications including 
Chambers, Best Lawyers and Who’s Who Legal.  For 2021, her firm’s rankings included 
a U.S. News” Best Law Firms” Metropolitan Tier 1 ranking for New York City for 
Litigation-Patent.   Patricia also served as an Adjunct Professor at the New York 
University School of Law for twenty-eight years. She taught courses on patents and 
patent litigation. 



BRIAN SCARPELLI 

Senior Global Policy Counsel 

ACT | The App Association 

1401 K St NW (Ste 501) 
Washington, DC 20005 

(517) 5071446

bscarpelli@actonline.org 

Brian Scarpelli is Senior Global Policy Counsel at ACT | The App Association, where 
works on a diversity of legal and policy issues impacting mobile app development 
companies, including intellectual property, broadband access, competition, privacy, 
cybersecurity, and other areas. 



GEORGE E. BADENOCH 

Special Counsel 

Hunton Andrews Kurth LLP 

200 Park Avenue 
New York, New York 10166-0005 

(212) 908-6185

gbadenoch@huntonak.com 

George has over 30 years' experience in litigations and adversarial matters concerning 
all aspects of intellectual property, including patents, trade secrets, trademarks and 
copyrights. 

George has had considerable experience in major patent litigations (jury and non-
jury) involving computers, semiconductors and pharmaceuticals, with particular 
emphasis on computerized automatic machinery and equipment and automobile 
parts. His successful trial of a major patent jury case involving computerized 
equipment for custom designed ductwork led to the largest intellectual property 
judgment nationwide in that year. His role as lead defense counsel for a large group 
of automobile importers led to the dismissal of a much publicized case brought by an 
alleged inventor of intermittent windshield wipers, even though the same plaintiff 
had previously secured multi-million dollar verdicts against two of Detroit’s big three 
automobile manufacturers. 

George also counsels clients in patent and other intellectual property licensing 
matters, and has been involved in the licensing aspects of large merger and 
acquisition transactions. 

George has been recognized as a leading lawyer in the IAM Patent 1000 – The World’s 
Leading Patent Practitioners (2013), which ranked him in the top tiers in New York 
for both “Licensing” and “Litigation;” The International Who’s Who of Business 
Lawyers (2013, 2014); New York Super Lawyers (2007, 2009-2018), and The US Legal 
500 for his work in the area of “IP – Patent Licensing and Transactional” (2014, 2015) 
and Patent Litigation (2015, 2016). 

He has spoken before domestic and international bar association groups, authored 
brochures advising the Japanese community on patent matters and appeared on a 
number of panels teaching licensing and patent litigation matters to other lawyers 
sponsored by the Practicing Law Institute and the American Conference Institute 



BRIAN P. MURPHY 

Partner 

Haug Partners 

745 Fifth Avenue - 10th Floor 
NY, NY 10151 

bmurphy@haugpartners.com 

Brian Murphy is a partner at Haug Partners in New York City. 

From September 2013 through September 2017, Mr. Murphy served as an 
Administrative Patent Judge at the Patent Trial and Appeal Board (“PTAB”) of the 
U.S. Patent & Trademark Office in Alexandria, Virginia.  During that time he presided 
over nearly 200 post grant review trial proceedings (Inter Partes Review, Post Grant 
Review, and Covered Business Method Review).  As a PTAB trial judge he presided 
over interlocutory discovery and motion proceedings, heard oral argument, and 
drafted numerous substantive decisions.  For three years he also served as a Lead 
Judge on the PTAB leadership team, which included management, supervision, and 
mentoring of Administrative Patent Judges trained in the biotechnology, 
pharmaceutical, and chemical arts.     

Mr. Murphy acts as counsel or as a consultant to clients and counsel involved in PTAB 
post grant trial proceedings, district court litigation, and Federal Circuit appeals.  He 
provides strategic advice and opinions, conducts mock oral arguments, acts as an 
expert witness, and conducts IP due diligence.  Mr. Murphy has particular expertise 
in Hatch-Waxman patent litigation.     



CLE Links — 5D. PTAB 

• Oil States Energy Services v. Greene’s Energy Group, 138 S. Ct. 1365 

(2018).  

• U.S. v Arthrex, 141 S. Ct. 1970 (2021).  

• Adam Mossoff, Antonin Scalia Law School, George Mason University, 

Arlington, Leviathan and Innovation: The Administrative State 

Assimilates the Patent System  

 

 
 
 
 
 

https://www.supremecourt.gov/opinions/17pdf/16-712_87ad.pdf
https://www.supremecourt.gov/opinions/20pdf/19-1434_ancf.pdf
https://fordhamipinstitute.com/wp-content/uploads/Innovation-and-Leviathan-April-2022.pdf
https://fordhamipinstitute.com/wp-content/uploads/Innovation-and-Leviathan-April-2022.pdf


Session 6: COPYRIGHT LAW & COMPETITION LAW 
Concurrent Session 
Friday, 8:00 AM - 1:00 PM 

6A. Fair Use 
Friday 8:00 AM – 9:10 AM (70 minutes) 

Moderator: 

Ron Lazebnik 
Fordham University School of Law, New York 

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Speakers: 

Daan G. Erikson 
Husch Blackwell LLP, Chicago 

Fair Use After Google v. Oracle 

In holding Google’s use of Oracle’s software code was fair use as a matter of law, the 
U.S. Supreme Court issued its first opinion on fair use since the 1994 decision 

Campbell v. Acuff-Rose. Among other notable points in Google v. Oracle, the 

majority analyzed the fair use factors out of order starting with the second factor, held 

that Google’s use was transformative because it used the code “in a distinct and 

different computer environment” (to develop smartphones rather than desktops or 
laptops), highlighted how much of the code Google did not copy, and focused on the 

effect on the market rather than the effect on the potential market. Have lower courts 

adopted or ignored these unorthodox aspects of Supreme Court’s latest edict on fair 

use? 

 (up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Jane C. Ginsburg 
Columbia Law School, New York

Andy Warhol, Transformative Use and Fair Use - Where Are We Going?  
The Second Circuit’s decision in Andy Warhol Foundation v. Goldsmith retreats both 

from its prior caselaw’s generous characterization of artistic reuse as 

“transformative,” and from the outcome-determinacy of a finding of 

“transformativeness.” The decision suggests both that courts may be applying a more 

critical understanding of what “transforms” copied content, and that courts may be 
reforming “transformative use” to reinvigorate the other statutory factors, particularly 



 

the inquiry into the impact of the use on the potential markets for or value of the 

copied work. The court also provided an important explanation of copyrightable 
authorship in photographs. The Second Circuit’s decision in Andy Warhol Foundation 

v. Goldsmith also addresses the relevance to transformative use of the Supreme

Court’s ruling in Google v. Oracle; the Second Circuit declined to extend the Supreme

Court's fair use analysis beyond the context of functional code far from the “core of

copyright.”
(up to 7 minutes)

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Joseph C. Gratz 
Durie Tangri LLP, San Francisco 

Controlled Digital Lending: Can Fair Use Bring Traditional Library Lending Into 

the Digital Age? 

Copyright has never prevented United States libraries from lending copyrighted books 
to one patron at a time for each copy the library owns. Traditionally, that lending 

involved the physical transfer of particular copies, so no fair use question arose.  

Controlled Digital Lending – technology that permits a library to digitally lend the 

print books it owns – allows libraries to continue to lend the books they bought to 
their patrons one at a time, even as those patrons increasingly want to borrow books 

digitally. Four major publishers sued Internet Archive, a nonprofit library that 

practices Controlled Digital Lending, for copyright infringement. That case is pending 

in the Southern District of New York.   

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Brian W. Gray 
Brian Gray Law, Toronto 

Bhamati Viswanathan 
Emerson College, Boston 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 30 minutes (speakers, panelists and members of the audience) 

Break 

9:10 AM – 9:15 AM 



 

RON LAZEBNIK 

Clinical Associate Professor of Law 

Fordham University 

150 West 62nd Street, 9th Floor 
New York, NY 10023 

(646) 3128721 

rlazebnik@fordham.edu 

Ron Lazebnik is the Director of Fordham's J.D. Externship Program, the Academic 
Director of the Center on Law and Information Policy, and the Director of the school's 
Samuelson-Glushko Intellectual Property and Information Law Clinic. He has assisted 
clinic students with a number of significant legal matters, including the filing of 
amicus briefs in important IP cases before the U.S. Court of Appeals for the Second 
Circuit. In 2012, under his leadership, the clinic became a part of the U.S. Patent and 
Trademark Office pilot programs to allow students to practice before patent and 
trademark examiners. His academic and scholarly interests include IP law, 
information law, and Internet law. Before joining Fordham Law, he was in private 
practice, where he helped represent clients in various matters involving patents, 
copyrights, trademarks, trade secrets, and general commercial litigation. He has also 
assisted in the defense of corporations and government agencies being investigated 
by the SEC, the Public Company Accounting Oversight Board, and the U.S. Department 
of Justice. Professor Lazebnik is a graduate of Harvard Law School, and holds a 
Master's degree in electrical engineering from Case Western Reserve University. 



DAAN G. ERIKSON 

Senior Associate 

Husch Blackwell LLP 

120 S. Riverside Plaza, Suite 2200 
Chicago, IL 60606 

(312) 526-1643

daan.erikson@huschblackwell.com 

Daan advises Fortune 500 companies, startups and individual authors on trademark, 
copyright and right of publicity matters. 

Daan has gained high trust for his particular experience in managing domestic and 
international trademark portfolios and counseling clients with complex copyright 
issues. His practice focuses on trademarks and copyrights from clearance and 
prosecution through licensing and enforcement. 

Prior to joining Husch Blackwell, Daan worked for Prof. Hugh Hansen at the Hansen 
IP Institute where he researched copyright and trademark developments. 



 

 

JANE C GINSBURG 

Professor of Law 

Columbia Law School 

435 West 116 Street 
New York NY 10027 

(212) 8543325 

jcg2@columbia.edu 

Jane C. Ginsburg, is the Morton L. Janklow Professor of Literary and Artistic Property Law at 
Columbia University School of Law, and Faculty Director of its Kernochan Center for Law, 
Media and the Arts. She teaches Copyright Law, International Copyright Law, Trademarks 
Law, Legal Methods, and Statutory Interpretation, and is an author of casebooks in all five 
subjects, as well as of many books, articles and book chapters on domestic and international 
copyright and trademark law. 

 



 

 

JOSEPH C. GRATZ 

Partner 

Durie Tangri LLP 

217 Leidesdorff Street 
San Francisco, CA 94111 

(415) 3626666 

jgratz@durietangri.com 

Joseph C. Gratz is a partner with Durie Tangri LLP in San Francisco.  An Advisor to the 
forthcoming ALI Restatement of Copyright, Mr. Gratz is a respected litigator and 
commentator on copyright and Internet law.  Mr. Gratz testified in July of 2020 before 
the Senate Judiciary IP Subcommittee regarding Internet intermediary liability.  He 
was named one of the “40 Under 40” top lawyers in California in 2020 and received a 
CLAY Award in 2022 from California Lawyer Magazine for his representation of 
Redbubble in copyright and trademark litigation. 



 

 

BRIAN W GRAY 

Barrister and Solicitor 

Brian Gray Law 

 

 

briangray@briangraylaw.com 

I was formerly senior partner at Norton Rose Fulbright Canada. Prior to that I was 
National Head of the Intellectual Property Department at McCarthy Tetrault and 
before that co-founder of the Intellectual Property Group at Blake, Cassels & 
Graydon. I have had experience in all aspects of intellectual property (patents, 
trademarks and copyright), technology and media matters for over 40 years. Typically 
this means helping to resolve disputes. I am especially interested in helping inventors, 
creators or creative companies to grow their business and products using intellectual 
property. I assist by helping such companies maintain exclusive rights to their 
inventions or brands and to defend those businesses from claims of misappropriation. 
I have defended some of the most creative people in the world such as James 
Cameron, creator of Avatar, and some of the most iconic brands such as Barbie and 
Heinz, Weight Watchers and American Eagle. I have represented e-commerce and 
telecom companies such as Nortel, Research in Motion in patent disputes.  I have 
represented movie studios, publishers, banks, software developers, chemical 
companies and theatre companies. Please see specific subject headings at 
www.briangraylaw.com  for specific experience. and including work in media, 
advertising, technology, almost all creative and technical industries, biotechnology 
and information technology. 
 
 

 



 

 

BHAMATI VISWANATHAN 

Faculty 

Emerson College 

120 Boylston Street 
Boston, MA 02116 

(617) 981-2707 

bhamati_viswanathan@emerson.edu 

Dr. Bhamati Viswanathan is an Affiliate Faculty at Emerson College in Boston, MA, 
where she teaches in the Business of Creative Enterprise program. She teaches 
courses on the intersection of intellectual property law and creative economies, 
business fundamentals, creative collaboration and leadership, and cultural 
appropriation. 
 
Bhamati is the author of “Cultivating Copyright: How Creative Industries Can Harness 
Intellectual Property to Survive the Digital Age” (Routledge: 2019). She is currently 
writing a book examining the nexus of intellectual property law, arts and culture, and 
philosophy in the age of artificial intelligence. 
 
Bhamati holds a Doctorate of Juridical Science (S.J.D.) and a Masters in Law (LL.M.) 
from the University of Pennsylvania Law School. She also holds a Juris Doctor (J.D.) 
degree from the University of Michigan Law School. She received her Bachelor of Arts 
(B.A.) degree, cum laude, from Williams College. 
 
Bhamati is Trustee, and Chair of the New England Chapter, of the Copyright Society 
of the USA. She is Co-Chair of the American Bar Association’s Intellectual Property 
Section: Emerging Technologies Committee. She is a Faculty Advisor of the Copyright 
Alliance Academic Advisory Board. She is Education Advisor to the Volunteer Lawyers 
for the Arts/Massachusetts Arts and Business Council. Bhamati is also Trustee of the 
Williams College Asian and Asian American Alumni Network. 
 
Bhamati is a competitive figure skater, violinist, and published poet/translator. She 
resides in Boston. 
 



CLE Links — 6A. Fair Use 

• Google LLC v. Oracle America, Inc., 141 S.Ct. 1183 (2021).

• Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994).

• Andy Warhol Foundation for Visual Arts, Inc. v. Goldsmith, 11 F.4th 26

(2d Cir. 2021). 

https://www.supremecourt.gov/opinions/20pdf/18-956_d18f.pdf
https://supreme.justia.com/cases/federal/us/510/569/
https://law.justia.com/cases/federal/appellate-courts/ca2/19-2420/19-2420-2021-08-24.html


 

6B. Copyright Protections for Publishers 
Friday 9:15 AM – 10:15 AM (60 minutes) 

Moderator: 

Ted Shapiro 
Wiggin LLP, London  
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Speakers: 

Kimberley Isbell 
U.S. Copyright Office, Washington, D.C.   

Protections for Press Publishers: International Approaches and Domestic 

Considerations 

This talk will discuss the United States Copyright Office’s upcoming report on 

protections for press publishers. Included will be an overview of different international 

approaches to protections for press publishers, including the creation of ancillary 
copyright protections in the European Union and competition approaches adopted in 

Australia, as well as a discussion of information gathered by the Office during the 

public comment period and public roundtables. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Danielle Coffey 
News Media Alliance, Arlington 

Protection of Journalism in the U.S. 

Copyright protections are intended to ensure a return on investment in creative works. 

It is important for the government and the courts to clarify and strongly enforce those 

protections with regard to quality journalism that requires investment in reporters and 
newsrooms. However, with monopolies that distribute news content, a copyright 

protection is only as valuable as the ability to assert the right. In this case, competition 

law addresses such marketplace failure.  

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Ali Sternburg 
Computer & Communications Industry Association, Washington, D.C. 

Why a Snippet Tax Would Violate the First Amendment and International 

Obligations 



 

Subsidies to press publishers adopted abroad, often in the form of “snippet taxes” that 

are sui generis or “ancillary” rights, are inconsistent with international copyright 
obligations that prohibit nations from restricting quotation of published works.  

Adopting the European Union ancillary right in the United States would be not only 

undesirable but also impossible within the U.S. legal framework, given the 

constitutional underpinnings of the U.S. copyright system and its inherent limits on 

protectable subject matter.  The U.S. should not follow the example of recent 
international initiatives which are based on flawed understanding of market dynamics 

between online news content and online aggregators, and in the case of Australia, 

narrowly targeted to apply to just two U.S. firms. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Jan Bernd Nordemann 
Nordemann, Berlin 

Carlo Scollo Lavizzari 
Lenz Caemmerer, Basel 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 20 minutes (speakers, panelists and members of the audience) 

Break 

10:15 AM – 11:25 AM 



TED SHAPIRO 

Partner and Head of Brussels Office 

Wiggin 

Rue de Namur 72-74 
1000 Brussels 
Belgium 

(+32) (0) 2 892 1100 

ted.shapiro@wiggin.eu 

With over 25 years’ experience, Ted is recognised as a leading expert in international and 
European copyright law. His encyclopaedic knowledge of all things copyright and the content 
sectors as well as his commercial insights and deep understanding of the EU institutions, make 
him the go to adviser for industry organisations and companies navigating the complex 
legislative and regulatory environment at the international, EU and Member State levels. 

Ted, who is Head of the Brussels office, joined Wiggin in January 2013 from the Motion Picture 
Association in Brussels, where he was the General Counsel for Europe. He is known for 
assisting clients on issues related to policy, litigation, compliance and commercial 
transactions. 

“I help clients develop their strategies for engaging with the EU institutions across the 
audiovisual, media and technology sectors. In addition to copyright, I work on matters related 
to content regulation, competition, consumer protection, e-commerce and trade. 

I cut through the political rhetoric and legal complexities, identifying the potential risks and 
opportunities for clients arising from EU legislative and policy initiatives. I engage with EU 
policy- and law-makers at an EU and Member State level to ensure the best possible outcome 
for the associations and businesses I represent in range of areas. 

I am passionate in defending the copyright principles underpinning our clients’ businesses – 
such as territoriality, exclusive rights and contractual freedom – in the EU. I can help you 
resolve complex copyright issues that arise in the context of commercial transactions, policy 
debates and litigation.” 

Following the recent overhaul by the Department for International Trade of the Expert Trade 
Advisory Group structure and the creation of The Trade Advisory Groups, Ted was invited to 
join the Cultural Industries TAG. He has also been appointed as a member of The Law 
Society’s EU Committee. 

Ted is admitted to the bar of Massachusetts, the Brussels Bar and is a solicitor in England and 
Wales. 



 

KIMBERLEY ISBELL 

Deputy Director of Policy & International Affairs 

U.S. Copyright Office 

101 Independence Ave. SE 

kisbell@copyright.gov 

 

Kimberley Isbell is the deputy director of policy and international affairs for the 
United States Copyright Office. Isbell assists the Associate Register of Copyrights and 
Director of Policy and International Affairs with critical policy functions of the Office, 
including domestic and international policy analyses, legislative support, and trade 
negotiations. The Office of Policy and International Affairs represents the U.S. 
Copyright Office at meetings of government officials concerned with the international 
aspects of copyright protection and enforcement and provides regular support to 
Congress and its committees. Isbell joined the Office in April 2015 as senior counsel 
for policy and international affairs. Before joining the Office, Isbell worked as in-
house counsel to a medical society and as an associate in private practice focusing on 
trademark and copyright protection and enforcement at area law firms. Isbell also 
spent time as a fellow at the Berkman Center for Internet and Society of Harvard 
University, where she worked on issues of law and policy affecting new media 
startups. 



 

 

DANIELLE COFFEY 

EVP and GC 

News Media Alliance 

danielle@newsmediaalliance.org 

 

 

Danielle Coffey is Executive Vice President and General Counsel for the News Media 
Alliance, which represents 2,000 news media outlets worldwide. Danielle leads the 
organization’s advocacy and strategy. While focusing on a digital future for news, 
which includes building a more favorable legislative and regulatory environment for 
the digital distribution of news content, her government affairs and policy advocacy 
is driven by news publishers’ core mission of a flourishing, free and independent 
press. 
 
Before joining the News Media Alliance, Danielle was Vice President and General 
Counsel for the Telecommunications Industry Association (TIA) where she led 
advocacy efforts for member companies on issues that affected the internet 
ecosystem, broadband deployment, content regulation and international trade. She 
was responsible for informing and educating government representatives about 
member companies’ technologies and advocated for policies that facilitate 
innovation. 
 
Danielle is a member of the Board of Directors of the National Press Club Journalism 
Institute (NPCJI). 
 
Danielle earned her JD from the Catholic University Law School, with a specialization 
in Communications Law.  She was born and raised in California and obtained her 
undergraduate degree from San Diego State University.  Danielle lives with her 
husband and two daughters in McLean, Virginia. 



ALI STERNBURG 

Vice President, Information Policy 

Computer & Communications Industry Association 
(CCIA) 

asternburg@ccianet.org 

Ali Sternburg is Vice President, Information Policy at the Computer & Communications 
Industry Association (CCIA), where she focuses on intermediary liability, copyright, 
and other areas of intellectual property. Ali joined CCIA during law school in 2011, 
and is also an Inaugural Fellow at the Internet Law & Policy Foundry. She received 
her J.D. from American University Washington College of Law, where she was a 
Student Attorney in the Glushko-Samuelson Intellectual Property Law Clinic, 
President of the Intellectual Property Law Society, Senior Symposium Chair and Senior 
Marketing Manager for the Intellectual Property Brief, and a Dean’s Fellow at the 
Program on Information Justice and Intellectual Property. 



JAN BERND NORDEMANN 

Partner 

NORDEMANN law firm 

Kurfuerstendamm 59 

10707 Berlin 

Germany 

(+49) 308632398-71  

jan.nordemann@nordemann.de 

Jan Bernd Nordemann is a partner of the German intellectual property law firm 
NORDEMANN and works at its Berlin and Potsdam office, where he specializes in 
copyright, trademark, design, unfair competition, and anti-trust (competition) law. 
Founded as a spin-off in 2020, today ca. 20 partners and associates work for the 
NORDEMANN firm. 

Jan is considered one of the leading German copyright lawyers (German JUVE Manual 
2021/2022; German weekly journal WIRTSCHAFTSWOCHE 2022). BEST LAWYERS 
INTERNATIONAL votes him among the top practitioners in the fields of entertainment, 
IP and media. In copyright law, Prof. Nordemann advises and represents clients for 
example in enforcement, rights clearance and licensing. He works in all copyright 
fields such as film, games, music, publishing, and arts.  

He also enjoys an excellent reputation in trademark law. He administers world-wide 
portfolios and represents clients before courts and offices.  

For 10 years, Nordemann has served as chair of AIPPI’s Standing Committee 
“Copyright”. He has acted as chair of the AIPPI Study Committee, which authored the 
AIPPI Resolution “Copyright in artificially generated works”. For the European 
Parliament and the European Commission, he has authored several expert opinions on 
intellectual property topics. Jan is the author of many articles and books in IP law. 
For example, he is a co-editor and co-author of one of the leading German copyright 
treatises FROMM/NORDEMANN (currently 12th edition 2018) and a co-author of one of 
the leading German trademark treatises INGERL/ROHNKE/NORDEMANN (4th edition to 
be published 2022). 

Since 1999, Jan Bernd Nordemann lectures at the Humboldt University Berlin on 
copyright, trademark and unfair competition law and was awarded an honorary 
professorship. Please see here for a more detailed biography. 



CARLO SCOLLO LAVIZZARI 

Advocate 

Lenz Caemmerer 

Elisabethenstrasse 15 
4051 Basel 
Switzerland 

(+41) +41612721330 

csl@lclaw.ch 

Carlo Scollo Lavizzari, a lawyer qualified in South Africa, England & Wales, and 
Switzerland, specializes in intellectual property protection and by now has more than 
21 years of work experience with law firms in Africa, Europe, Switzerland and the 
United States of America. He is a strategist and problem solver in negotiations, 
conflict resolution and policy, participating actively in global advocacy for norm 
setting and in litigation. Carlo is fluent in four languages: German, English, French 
and Italian, and has a very basic proficiency in Chinese.   

Born 1970 in Zurich   
Studied law at University of Basel, Switzerland, and Cape Town, South Africa 
Licentiate 1993 (University of Basel)  Master of Laws, Cape Town, 1996   
Admitted to the bar in Basel, Switzerland, in 1997  
Admitted as an attorney of the High Court of South Africa  
Working with Spoor and Fisher Attorneys, Pretoria, South Africa, specializing in 
intellectual property law (1998-2000), and then on own account in Johannesburg, 
between 2004-2007 (currently again on non-practicing roll)   
Associate Foreign Attorney at Brown Raysman Millstein Felder & Steiner LLP, New 
York, USA, with Jim Kendrick, Head Entertainment Law Department (2000-2001)   
Admitted as solicitor of England and Wales since 2013   
Partner at Lenz Caemmerer since 2009  
Frequent speaker and presenter at conferences, author of numerous publications in 
the fields of copyright and intellectual property law 



CLE Links — 6B. Copyright Protections for Publishers 

• U.S. Copyright Office, Study on Ancillary Copyright Protections for

Publishers

• Art. 15, DIRECTIVE (EU) 2019/790 OF THE EUROPEAN PARLIAMENT AND OF

THE COUNCIL of 17 April 2019 on copyright and related rights in the 

Digital Single Market and amending Directives 96/9/EC and 2001/29/EC 

https://www.copyright.gov/policy/publishersprotections/?loclr=eanco
https://www.copyright.gov/policy/publishersprotections/?loclr=eanco
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32019L0790&from=EN
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32019L0790&from=EN
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32019L0790&from=EN


6C. FRAND 
Friday 10:25 AM – 11:40 AM (75 minutes) 

Moderator: 

Cordula Schumacher 
ARNOLD RUESS, Düsseldorf 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Panelists: 

Jorge L. Contreras 
The University of Utah, College of Law, Salt Lake City 

Steven Geiszler 
Huawei, Dallas 

David Por 
Allen & Overy, Paris  

Jyh-An Lee 
The Chinese University of Hong Kong, Hong Kong 

Steve Akerley 

InterDigital, Inc., Wilmington, Delaware 

Wolrad Waldeck 

 Freshfields Bruckhaus Deringer LLP, Düsseldorf 

(Panelists have no individual time allocated; they take part in the session discussion.) 

Session discussion: 70 minutes (speakers, panelists and members of the audience) 

Break 

11:40 AM – 11:50 AM 



 

 

CORDULA SCHUMACHER 

Partner 

ARNOLD RUESS 

Königsallee 59A 
40215 Düsseldorf 
Germany 

(+49) 211 54244040 

schumacher@arnold-ruess.com 

Cordula Schumacher is a partner of ARNOLD RUESS, a boutique IP firm in Düsseldorf, Germany. 
Her key area of specialization is patent litigation. She has been involved in a number of high-
profile cases, e.g. the FRAND decisions by the German Federal Court of Justice re Sisvel v 
Haier or the first Anti-anti-suit-injunctions in Germany. 
  
The JUVE Handbook German Commercial Law Firms has her as one of nationwide 13 "Leading 
Partners under 50 years" in patent law. 
   
Legal 500 praises "excellent communicator" and "vigorous specialist" Cordula Schumacher as 
a "top patent litigator" whose performance amazes clients". As a "strategic thinker identifying 
the key issues" and as “accessible, expert in her field”, she offers a “prompt and reliable 
service”. She is continuously praised by listings as an expert in her field in IAM Patent 1000 
as "an impressive lawyer with a sharp mind and excellent technical understanding" and 
Chambers and is highly recommended by Leaders League. Chambers reports about client 
appraisal: "She is extremely dynamic, very reliable and able to find new, creative solutions.“ 
  
Ms Schumacher pursued her law and supplementary business studies at the Universities of 
Bayreuth and Cologne (Germany), Hawaii Pacific (USA) and Sorbonne-Panthéon, Paris I 
(France). She holds a Masters Degree in Intellectual Property Law from the Heinrich Heine 
University in Düsseldorf and speaks German, English, French and Spanish. 

 
 
 
 



JORGE L. CONTRERAS 

Presidential Scholar and Professor of Law 

University of Utah, S.J. Quinney College of Law 

Office 5247 
383 S Universtiy St. 

(8015875471) 

jorge.contreras@law.utah.edu 

Jorge Contreras, J.D., is a Presidential Scholar and Professor of Law at the University 
of Utah S.J. Quinney College of Law and Director of its Program on Intellectual 
Property and Technology Law, and will serve as a Visiting Fellow at the London School 
of Economics during the Spring of 2023. Prior to entering academia, Professor 
Contreras was a partner at the international law firm Wilmer Cutler Pickering Hale 
and Dorr LLP where he practiced intellectual property transactional law in Boston, 
Washington DC and London. Prof. Contreras’s academic research focuses on 
intellectual property, antitrust law, technical standardization and science policy. He 
has published more than 100 academic articles and book chapters and has written or 
edited eleven books on these topics.  His scholarship has received numerous awards 
and recognition, including, most recently, the Patent & Trademark Office Society’s 
2021 Rossman Memorial Award and the University of Utah’s 2020 Distinguished 
Research Award. Professor Contreras has appeared before the U.S. Senate 
Subcommittee on Intellectual Property, the Federal Trade Commission and the 
European Commission, and has served as an expert witness before courts across North 
America, South America and Europe.  His latest book, The Genome Defense: Inside 
the Epic Legal Battle to Determine Who Owns Your DNA, was recognized by the NY 
Times as one of the top eleven nonfiction books of Fall 2021 and selected as the Best 
Patent Law Book of the Year by the UK-based IPKat blog.  He is an elected member 
of the American Law Institute and the former co-chair of the National Conference of 
Lawyers and Scientists.  He received his JD from Harvard Law School, earned his BSEE 
and BA in English at Rice University and clerked for Chief Justice Thomas R. Philips of 
the Texas Supreme Court. 



STEVEN GEISZLER 

Chief IP Counsel (U.S.) 

Huawei 

5700 Tennyson Parkway 
Suite 600 
Plano, TX 75024 

(467) 277-5763

steven.geiszler@futurewei.com 

Steven Geiszler is U.S. Chief Intellectual Property Counsel for Huawei, one of the 
world’s largest technology companies.  Based in Dallas, he leads a team of 13 patent 
lawyers, patent agents, and paralegals who handle patent prosecution, licensing, and 
litigation for the company. 

Before joining Huawei, Steven practiced for 15 years at international law firms (Jones 
Day, Gibson Dunn, and Dentons), handling complex patent litigation in venues 
including the Eastern District of Texas, District of Delaware, and U.S. International 
Trade Commission.  He has appeared as counsel of record for defendants and plaintiffs 
in more than 150 patent cases and, since joining Huawei, has managed more than 60 
patent-litigation matters, including FRAND licensing disputes.  Steven has received 
recognition from Chambers USA and Best Lawyers in America, and has been quoted in 
publications such as Managing IP, Corporate Counsel and Texas Lawyer.  He is a 
Sedona Conference member and participant of Working Group 10, which focuses on 
global SEP/FRAND licensing and litigation. 

A native of Snyder, Oklahoma, Steven graduated from Baylor University and the 
University of Virginia School of Law.  Before law school, he spent three years as a 
biomedical researcher.  Drawing on that experience, Steven is a proponent of “big 
data” in the legal profession and has lectured at Baylor Law School on the use of data 
analytics for litigation management. 



DAVID POR 

Partner 

Allen & Overy LLP 

52 avenue Hoche 

75008 Paris 

France 

(+33) 140065400 

david.por@allenovery.com 

David is a partner in the Intellectual Property and Litigation department of Allen & Overy Paris. 
David is an experienced patent litigator, whose practice concentrates primarily on complex and 
cross-border intellectual property disputes.   

David’s practice focuses primarily on patent cases, in which he also advises on validity and freedom 
to operate issues. David has notably represented leading actors in the patent wars of the 
telecommunications sector, as well as numerous pharmaceutical companies in proceedings against 
generics.  

David has also become a specialist of the interplay between intellectual property and competition 
law, and is regularly invited to speak at industry conferences on this topic. As such, he recently 
drafted the French Chapter of The second edition of the Intellectual and Antitrust Review.  

David publishes regularly in the field of patent law. He notably co-authored the training manual for 
future UPC judges.  

David is the president of the Association des Praticiens Européens de Brevets (European Patent 
Practitioners’ Association) and used to serve on the board Intellectual Property Lawyers Association. 

"Leading Individual."  
Legal 500 EMEA 2021 – France (INTELLECTUAL PROPERTY - PATENTS) 

"First choice in France." 
Juve – France, 2020 

David Por is well reputed for his contentious IP practice, frequently acting for clients on both 
domestic and cross-border patent infringement proceedings. Sources are full of praise, with one 
remarking: "Everything is of the highest quality." 
Chambers Global/Europe 2020 - France (Intellectual Property) 
"David Por is the figurehead on the high-technology side, recently fighting the corners of Samsung 
Electronics France and Archos. He is an expert at the intersection of IP and competition law."  
IAM Patent 1000 2020 - France 

David Por - Ranked Gold in litigation 
IAM Patent 1000 2020 - France 



JYH-AN LEE 

Professor 

The Chinese University of Hong Kong Faculty of Law 

jalee@cuhk.edu.hk 

Jyh-An Lee is a Professor and Executive Director of the Centre for Financial Regulation 
and Economic Development (CFRED) at The Chinese University of Hong Kong Faculty 
of Law. He holds a J.S.D. from Stanford Law School and an LL.M from Harvard Law 
School. He has published on various aspects of intellectual property and Internet law. 
During his studies at Stanford Law School, he was a John M. Olin Fellow in Law and 
Economics. Prior to joining the Chinese University of Hong Kong, he taught at National 
Chengchi University and was an Associate Research Fellow at the Center for 
Information Technology Innovation at Academia Sinica in Taiwan. He was the Legal 
Lead and Co-Lead of Creative Commons Taiwan (2011–2014) and an advisory 
committee member for Copyright Amendment at the Taiwan Intellectual Property 
Office (TIPO) at the Ministry of Economic Affairs (2011–2014). Professor Lee has been 
the Legal Lead of the Creative Commons Hong Kong Chapter since October 2018. He 
is currently a member of the European Center for E-Commerce & Internet Law 
advisory board, which is affiliated with the University of Vienna. Since 2016, he has 
held a panelist position for the Asian Domain Name Dispute Resolution Centre 
(ADNDRC). Professor Lee has been featured on ABC News, BBC News, Bloomberg News, 
Financial Times, Fortune, and South China Morning Post as an expert on intellectual 
property and Internet law. His works have been cited by the US Court of Appeals for 
the Fifth Circuit, UK High Court of Justice, and the US International Trade 
Commission. Before starting his academic career, he was a practicing lawyer in 
Taiwan, specializing in technology and business transactions. 



 

WOLRAD PRINZ ZU WALDECK UND 
PYRMONT 

Partner 

Freshfields Bruckhaus Deringer 

Feldmühleplatz 1   Maximiliansplatz 13 
40545 Düsseldorf   80333 München 

(+49) 2114979319   (+49) 89 2070236 

wolrad.waldeck@freshfields.com 

Wolrad specialises in patent litigation and the intersection of competition and patent law. 
He has extensive experience of patent proceedings. He regularly advises on 
multijurisdictional litigation strategies, particularly in relation to the assertion of standard-
essential patents. Wolrad’s clients include multinationals in the telecoms, consumer 
electronics, pharma and biotechnology industries. 
  
Prior to joining Freshfields in 2009, Wolrad worked as research scholar at the Max Planck 
Institute for Intellectual Property, Competition and Tax law and as Program Director of the 

Munich Intellectual Property Law Center (MIPLC), where he was responsible, among others, 
for its LL.M. IP program. 
 
Wolrad completed his legal education at the universities of Heidelberg and Munich and the 
George-Washington University Law School. Parallel to his LLM studies, he worked as a judicial 
intern for The Hon Judge Randall R. Rader at the US Court of Appeals for the Federal Circuit.  
  
Wolrad was admitted to the German Bar in 2003. 
 
He publishes frequently on intellectual property issues and has given presentations in Europe, 
Asia and the Americas. Wolrad is member of the Munich Intellectual Property Law Center 

(MIPLC) factulty, where he teaches European Patent Law, as well as its Board of Trustees. He 
is Board Member of the Work Group on Patent Judicature in Germany (Arbeitskreis 
Patentgerichtswesen in Deutschland e.V.) and a member of AIPPI, GRUR and EPLAW. 
  
 Wolrad speaks German, English, Russian and French. 
  
https://www.freshfields.com  

 

https://www.freshfields.com/


CLE Links — 6C. FRAND 
 

• Jorge L. Contreras, The University of Utah, College of Law, Salt Lake 

City, Anti-Suit Injunctions and Jurisdictional Competition in Global 

FRAND Litigation: The Case for Judicial Restraint   

• TCL v. Philips, Case ID: RG 20/12558 

 

https://fordhamipinstitute.com/wp-content/uploads/Contreras-Judicial-Restraint-NYU-11-8-2021.pdf
https://fordhamipinstitute.com/wp-content/uploads/Contreras-Judicial-Restraint-NYU-11-8-2021.pdf
https://www.degaullefleurance.com/en/analisys-tcl-v-philips-and-etsi-french-court-retains-jurisdiction-on-frand-related-litigation-in-the-telecom-sector/


 

6D. U.S. Copyright Developments 
Friday 11:50 AM – 1:00 PM (70 minutes) 

Moderator: 

Michael S. Shapiro 
U.S. Patent and Trademark Office (USPTO), Alexandria  

(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Speakers: 

David O. Carson 
U.S. Copyright Office, Washington, D.C. 

The Copyright Claims Board is About to Open its Doors  

The Copyright Claims Board (CCB), a three-member tribunal within the Copyright 
Office, was established by the Copyright Alternative in Small-Claims Enforcement 

Act of 2020 (CASE Act). The CCB will serve as a voluntary alternative to federal 

court that provides an efficient, streamlined way to resolve copyright disputes 

involving claims seeking damages of up to $30,000. For more than a year, the Office 

has been in the process of developing the CCB by engaging in a number of 
rulemakings, setting up an electronic filing and case management system, hiring staff, 

and developing educational materials to assist users in navigating the system. The 

CCB will open its virtual doors in a few weeks. In the presentation, a member of the 

CCB will explain what users can expect and provide insights into the implementation 

process. 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Kevin Amer 
U.S. Patent and Trademark Office (USPTO), Alexandria 

Unicolors v. H&M Hennes & Mauritz: When Is a Registration Inaccuracy Provided 

“Knowingly”? 

This talk will consider the Supreme Court’s recent decision in Unicolors v. H&M 

Hennes & Mauritz, which construed the Copyright Act’s safe harbor for copyright 

holders who include inaccurate information in a registration application. The Court 

held that the safe harbor applies regardless of whether the inaccuracy is based on a 

factual or legal error. This presentation will discuss the Court’s opinion and explore 
potential implications for future cases. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 



Joshua L. Simmons 
Kirkland & Ellis LLP, New York 

Are We All Textualists Now? “Communicating” a “Display” to the “Public” 

In 2007, the Ninth Circuit adopted the so-called “server test,” which requires a 

defendant to store a copy of a work to display it publicly under the Copyright Act.  
The Ninth Circuit purported to offer a textualist reading of the statute. In recent years, 

however, courts in Texas and New York have rejected the server test, finding it 

inconsistent with the Copyright Act’s text as well as the Supreme Court’s intervening 

decision in American Broadcasting Cos. v. Aereo, Inc. This discussion will focus on 

the Copyright Act’s text, as well as the growth of online images and whether its 
ubiquity has changed judicial views of such technologies.   

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Jennifer Pariser 
Motion Picture Association, Washington D.C. 

Sandra Aistars 
Antonin Scalia Law School, George Mason University, Arlington 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 30 minutes (speakers, panelists and members of the audience) 



 

 

MICHAEL STEVEN SHAPIRO 

Senior Counsel 

U.S. Patent and Trademark Office 

 

 

 

Michael S. Shapiro is Senior Counsel, Office of Policy and International Affairs, U.S. Patent 
and Trademark Office (USPTO). Specializing in international copyright law and policy, Mr. 
Shapiro has extensive experience in representing the United States at the World Intellectual 
Property Organization (WIPO), including its Standing Committee on Copyright and Related 
Rights (SCCR). 

 
 



 

 

DAVID O. CARSON 

Copyright Claims Officer 

U.S. Copyright Office 

101 Independence Avenue SE� 
Washington DC 20559 

(202) 707-1149 

dcarson@copyright.gov 

David O. Carson is a member of the Copyright Claims Board (CCB) in the U.S. Copyright 
Office.  The CCB, consisting of three Copyright Claims Officers,  was established 
pursuant to the Copyright Alternative in Small-Claims  Enforcement Act of 2020 (CASE 
Act) to provide an efficient and user-friendly forum to decide lower-monetary value 
copyright disputes for participants who have opted to have them resolved by the 
Board.  Prior to joining the CCB, he headed the Copyright Policy Team in the Office 
of Policy and International Affairs at the U.S. Patent and Trademark Office (2014-
2021) and was executive vice president for global legal policy at the International 
Federation of the Phonographic Industry (2012-2014).  From 1997 through 2012, he 
served at the Copyright Office as General Counsel for thirteen years and Associate 
Register for Policy and International Affairs for two years. Earlier in his career, Carson 
was a partner at leading copyright law firms in New York City and Los Angeles. He is 
a graduate of Harvard Law School and Stanford University.  
 



 

KEVIN AMER 

Senior Level Attorney 

U.S. Patent and Trademark Office 

kevin.amer@uspto.gov 

 

 

Kevin Amer is a Senior Level Attorney at the U.S. Patent and Trademark Office, where 
he leads the Copyright Policy Team in the Office of Policy and International Affairs. 
Before joining USPTO, he spent several years as an attorney with the U.S. Copyright 
Office, where he served in multiple leadership roles, including as Acting General 
Counsel. Previously, he served as a law clerk to the Honorable Charles R. Wilson of 
the U.S. Court of Appeals for the Eleventh Circuit. He received an A.B. from Harvard 
University and a J.D. from Yale Law School. 

 



JOSHUA SIMMONS 

Partner 

Kirkland & Ellis LLP 

joshua.simmons@kirkland.com 

Joshua Simmons is a well-established and nationally recognized appellate and trial 
court litigator, who has been lauded as an “exceptional,” “forceful,” and “creative” 
“brainiac” (Chambers), “Top Attorney” (Law360), and “big-picture thought leader” 
(WTR). This “Intellectual Property Superhero” (CLS) focuses on copyright, patent, 
right of publicity, trademark, trade secret, and unfair competition litigations—
particularly complex cases and those of first impression—along with contract, 
licensing, and domain name disputes. As a “Power Lawyer” (THR) and “Trailblazer” 
(NLJ), he is sought after for his IP counseling; strategic portfolio management; as well 
as regulatory and legislative policy advice. His eye-catching litigations involve a range 
of media (film, news, publishing, social media, sports, television, theatre, and video 
games) and technologies (artificial intelligence, computer software and services, 
circuitry and semiconductors, Internet-based systems, medical devices, and 
telecommunications). 

Josh routinely is recognized for his high-profile appellate, IP, media, entertainment, 
and technology representations, including by Chambers & Partners, World Trademark 
Review, Legal 500, and Benchmark Litigation.  Numerous publications also have 
honored Josh for his ground-breaking achievements, including The Hollywood 
Reporter, National Law Journal, Columbia Law News, American Lawyer, Managing 
Intellectual Property, and Law360. 

In addition to his full-time litigation practice, Josh hosts PLI’s IP Discussions with 
Joshua Simmons, and frequently speaks and authors numerous articles on emerging 
IP trends. He is an active member of the IP bar, serving as an officer and Council 
member for the ABA Intellectual Property Law Section; chairing various copyright, 
trademark, Internet, social media, and software committees and task forces; and 
liaising to organizations on copyright and right of publicity issues. And he is an advisor 
to Columbia Law School’s Kernochan Center. 

He received a J.D. from Columbia Law School, where he was awarded the Carroll G. 
Harper Prize for achievement in intellectual property, and a B.A. from Brandeis 
University.  



JENNIFER PARISER 

VP, Copyright & Legal Affairs 

Motion Picture Association 

1600 Eye Street, NW 
Washington, DC 20006 

(202) 378-9134

jennifer_pariser@motionpictures.org 

Jennifer Pariser is the Vice President, Copyright and Legal Affairs at the Motion 
Picture Association.  She provides counsel on a wide range of intellectual property 
and other legal issues for the association, oversees the studios’ relationship with 
academic institutions and the filing of amicus briefs in significant copyright cases. 
She has worked extensively on DMCA notice and takedown matters and ran the 
Copyright Alert System.  Prior to joining the MPAA, Jenny previously served as head 
of litigation at the RIAA and at Sony Music where she oversaw all litigation matters 
including significant lawsuits against online copyright pirates such as Napster, 
Grokster, Limewire as well as individual infringers.  Prior to that she was an associate 
with the firms Patterson, Belknap, Webb & Tyler and Debevoise & Plimpton in New 
York and also served as a judicial clerk to the Honorable Charles Tenney in the United 
States District Court for the Southern District of New York. She graduated from New 
York University Law School where she was a member of the Law Review and the School 
of Foreign Service at Georgetown University.  She lectures extensively on copyright 
topics including at the Copyright Society of the USA, the American and New York Bar 
Associations, PLI and various law schools. 



SANDRA AISTARS 

Clinical Professor; Director, Arts & Entertainment 
Advocacy Clinic; Sr. Fellow for Copyright Research and 
Policy & Sr. Scholar, C-IP2 

George Mason University, Antonin Scalia Law School; 
Center for Intellectual Property x Innovation Policy (C-IP2) 

saistars@gmu.edu 

Sandra Aistars is Senior Fellow for Copyright Research and Policy and a Senior Scholar 
at the Center for Intellectual Property x Innovation Policy (C-IP2). She also leads the 
law school’s Arts & Entertainment Advocacy Program. Professor Aistars has over 
twenty years of advocacy experience on behalf of copyright and other intellectual 
property owners. She has served on trade missions and been an industry advisor to 
the Department of Commerce on intellectual property implications for international 
trade negotiations; worked on legislative and regulatory matters worldwide; 
frequently testified before Congress and federal agencies regarding intellectual 
property matters; chaired cross-industry coalitions and technology standards efforts; 
and is regularly tapped by government agencies to lecture in U.S. government-
sponsored study tours for visiting legislators, judges, prosecutors, and regulators. 

Immediately prior to joining Scalia Law, Professor Aistars was the Chief Executive 
Officer of the Copyright Alliance – a nonprofit, public interest organization that 
represents the interests of artists and creators across the creative spectrum. While 
at Scalia Law, she continues to collaborate with the Copyright Alliance as a member 
of its Academic Advisory Board. Professor Aistars currently serves on the boards of 
the Washington Area Lawyers for the Arts (WALA) and the Howard Intellectual 
Property Program (HIPP), and she has previously served as trustee of the Copyright 
Society of the USA (CSUSA). Professor Aistars has also previously served as Vice 
President and Associate General Counsel at Time Warner Inc. She began her legal 
career in private practice at Weil, Gotshal and Manges LLP. 



CLE Links — 6D. U.S. Copyright Developments 
 

• Copyright Alternative in Small-Claims Enforcement Act of 2020, 17 U.S.C. 
§§ 1501–11 (2020). 

• Unicolors Inc. v. H&M Hennes & Mauritz, L.P., 595 US _ (2022).  
 

https://www.congress.gov/bill/116th-congress/house-bill/2426/text
https://supreme.justia.com/cases/federal/us/595/20-915


 

Session 7: COMPETITION, TWO CONCURRENT SESSIONS & 

TRADEMARK LAW 
Concurrent Session 
Friday, 8:00 AM - 1:15 PM 

7A. Antitrust: Developments and Trends 
Friday 8:00 AM – 9:10 AM (70 minutes) 

Topics covered: Does antitrust control of big tech help or hurt innovation? Tech 

platforms + AI + blockchain: Is antitrust keeping up? Root and branch reconstruction of 

antitrust law: What should IP attorneys know? Chinese and European developments: 

Lessons for the US. 

Moderator: 

Daryl Lim 
UIC School of Law, Chicago 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Panelists: 

Damien Geradin 
Geradin Partners, Brussels 

William E. Kovacic 
The George Washington University Law School, Washington, D.C. 

Thomas B. Nachbar 
University of Virginia, School of Law, Charlottesville 

Thibault Schrepel 
Amsterdam Law & Technology Institute, VU Amsterdam University, Amsterdam; 
Stanford University's CodeX Center, Stanford 

Angela Zhang 
University of Hong Kong, Faculty of Law, Hong Kong 

Eleonor M. Fox  
New York University, New York  

(Panelists have no individual time allocated; they take part in the session discussion.) 

Session discussion: 65 minutes (speakers, panelists and members of the audience) 

Break 

9:10 AM – 9:15 AM 



DARYL LIM 

Professor of Law and Director, Center for IP, 
Information and Privacy Law 

University of Illinois Chicago School of Law 

daryllim@uic.edu 

Daryl Lim is Professor of Law and the Director of the Center for Intellectual Property 
(IP), Information & Privacy Law at the University of Illinois Chicago School of Law. 
The IP Center is a founding IP institution in the United States and is consistently 
ranked as offering one of the premier IP programs in the country.  

Professor Lim is an award-winning author, observer, and commentator of global 
trends in IP and competition policy and how they influence and are influenced by law, 
technology, economics, and politics. He regularly engages senior government 
officials, corporate leaders, civil society organizations, and law firms at national and 
international conferences.   

Website: https://lawdaryl.com 



 

DAMIEN GERADIN  

Partner  

Geradin Partners  

475 Avenue Louise 
1000 Brussels 
Belgium 

 

dgeradin@geradinpartners.com  

   

Damien is the founding partner of Geradin Partners. Before founding Geradin 
Partners, Damien was a partner in the Brussels office of Covington & Burling LLP. 
Damien has assisted clients in many high-stake European Commission investigations, 
including some of the most complex abuse of dominance cases with a focus on the 
tech, media and telecommunications sectors. Damien is also a Professor of 
competition law and economics at Tilburg University and a visiting Professor at 
University College London. Over the years, he has held visiting Professorships at 
leading US law schools including Columbia, Harvard, Michigan and Yale. 

 

 



 

 

WILLIAM E. KOVACIC 

Global Competition Professor of Law and Policy; Professor 
of Law; Director, Competition Law Center 

The George Washington University Law School 

 

 

 

Before joining the law school in 1999, William E. Kovacic was the George Mason University 
Foundation Professor at the George Mason University School of Law. From January 2006 to 
October 2011, he was a member of the Federal Trade Commission and chaired the agency 
from March 2008 to March 2009. He was the FTC’s General Counsel from June 2001 to 
December 2004. In 2011 he received the FTC’s Miles W. Kirkpatrick Award for Lifetime 
Achievement.  
 
Since August 2013, Professor Kovacic has served as a Non-Executive Director with the United 
Kingdom’s Competition and Markets Authority. From January 2009 to September 2011, he was 
Vice-Chair for Outreach for the International Competition Network. He has advised many 
countries and international organizations on antitrust, consumer protection, government 
contracts, and the design of regulatory institutions. 
  
At GW, Professor Kovacic has taught antitrust, contracts, and government contracts. He is 
co-editor (with Ariel Ezrachi) of the Journal of Antitrust Enforcement. His publications since 
returning to GW in 2011 include “Good Agency Practice and the Implementation of 
Competition Law” in European Yearbook of International Economic Law (Christoph Hermann 
ed. 2013); “Antitrust in High-Tech Industries: Improving the Federal Antitrust Joint Venture” 
in George Mason Law Review (2012); “Behavioral Economics: Implications for Regulatory 
Agency Behavior” in Journal of Regulatory Economics (2012) (with James Cooper); 
“Competition Agency Design: What’s on the Menu?” in European Competition Journal (2012) 
(with David Hyman); “Plus Factors and Agreement in Antitrust Law” in Michigan Law 
Review (2011) (with Robert Marshall, Leslie Marx & Halbert White); “Ensuring Integrity and 
Competition and Public Procurement Markets: A Dual Challenge for Good Governance” in The 
WTO Regime on Government Procurement: Challenge and Reform (Sue Arrowsmith & Robert 
Anderson, eds. 2011) (with Robert Anderson & Anna Caroline Mueller); “The International 
Competition Network: Its Past, Current, and Future Role” inMinnesota Journal of 
International Law (2011) (with Hugh Hollman); “The William Humphrey and Abram Myers 
Years: The FTC from 1925 to 1929” in Antitrust Law Journal (2011) (with Marc Winerman); 
Professor Kovacic also is co-author (with Andrew Gavil & Jonathan Baker) of Antitrust Law in 
Perspective: Cases, Concepts and Problems in Competition Policy (2d ed. 2008) and Antitrust 
Law & Economics in a Nutshell (5th ed. 2004) (with Ernest Gellhorn & Stephen Calkins). 
 

 



 

THOMAS NACHBAR  
Professor of Law  

University of Virginia  

  

   

  

Thomas Nachbar is a Professor of Law at the University of Virginia School of Law, 
where he has taught since 2001. He teaches constitutional law, contracts, antitrust, 
communications law, and several classes in national security law, including on 
innovation in defense institutions, operational law, and electronic surveillance. In he 
has written extensively in constitutional law, with an emphasis on the constitutional 
history of trade regulation and the connections between constitutional law and 
antitrust. He has also written more generally in antitrust, communications law, 
constitutional equal protection and due process law, and on the role of government 
institutions in the rule of law. He is a judge advocate in the U.S. Army Reserve, where 
he has, among other assignments, edited an Army handbook on the development of 
legal systems, trained Palestinian security forces in the West Bank, and deployed to 
Iraq. Before beginning his teaching career, he clerked for the Hon. Frank H. 
Easterbrook on the U.S. Court of Appeals for the Seventh Circuit and practiced in 
Chicago at what is now Mayer Brown. He holds a J.D. from the University of Chicago. 
Prior to attending law school, he worked as a systems analyst and program manager. 

 



THIBAULT SCHREPEL 

Associate Professor of Law at VU Amsterdam, and 
Faculty Affiliate at Stanford University CodeX Center 

VU Amsterdam 

schrepel@stanford.edu 

Dr. Thibault Schrepel, LL.M., is an Associate Professor of Law at VU Amsterdam 
University where he co-directs the Amsterdam Law & Technology Institute, and a 
Faculty Affiliate at Stanford University CodeX Center where he has created the 
“Computational Antitrust” project that brings together over 60 antitrust agencies. 
Thibault also holds research and teaching positions at the University Paris 1 Panthéon-
Sorbonne and Sciences Po Paris. He is a Harvard University Berkman Center alumnus, 
a member of the French Superior Audiovisual Council’s scientific board, also, a 
blockchain expert appointed to the World Economic Forum and the World Bank. 

In 2018, Thibault was granted the “Academic Excellence” Global Competition Review 
Award, which recognizes “an academic competition specialist who has made an 
outstanding contribution to competition policy.” He has published a first manuscript 
(Bruylant ed.) on the subject of “predatory innovation in antitrust law” and articles 
at Harvard University, Stanford, MIT, Oxford, NYU, Berkeley, and Georgetown, among 
others. 

These last couple of years, Thibault has been focusing most of his research on 
blockchain antitrust and computational antitrust. He has written the world’s most 
downloaded antitrust articles of 2018 (“The Blockchain Antitrust Paradox”), 2019 
(“Collusion by Blockchain and Smart Contracts”), 2020 (“Blockchain Code as 
Antitrust”), and 2021 (“Computational Antitrust: An Introduction and Research 
Agenda”). His latest book, “Blockchain + Antitrust”, was published in September 
2021. 



 

 

ANGELA ZHANG 

Professor 

The University of Hong Kong 

Cheng Yu Tung Tower, Room 913 

  

 

An expert on Chinese law, Angela Huyue Zhang has written extensively on Chinese antitrust 
enforcement. Her new book “Chinese Antitrust Exceptionalism: How the Rise of China Will 
Challenge Global Regulation” was published by Oxford University Press in March 2021. The 
book examines how Chinese exceptionalism—as manifested in the way China regulates and is 
regulated, is reshaping global antitrust regulation. 
 
Angela is a four-time recipient of the Concurrence Antitrust Writing Award, which honors the 
best antitrust papers published in academic journals each year. She is frequently invited to 
speak at antitrust conferences in the United States, Europe, and Asia. Her research has 
attracted media inquiries from The Economist, The New York Times, and Reuters, and she 
regularly contributes op-eds to the popular press. 
  
Before joining the University of Hong Kong, Angela taught at King’s College London and 
practiced law for six years in the United States, Europe, and Asia. She previously worked as 
a bankruptcy lawyer at Debevoise & Plimpton in New York and as an antitrust attorney at 
Cleary Gottlieb Steen & Hamilton in Brussels. Angela was admitted to the New York Bar in 
2009. 
 
Angela received her LLB from Peking University, and her LLM, JD and JSD from the University 
of Chicago Law School. She wrote her doctoral dissertation under the supervision of Judge 
Richard A. Posner. 

 



 

 

ELEANOR FOX 

Walter J. Derenberg Professor of Trade Regulation 

New York University 

New York University School of Law� 
40 Washington Square South� 
NY NY 10012 

(1 917)  991 4839 

eleanor.fox@nyu.edu 

Eleanor M. Fox is a professor of law and is the Walter J. Derenberg Professor of Trade 
Regulation at New York University School of Law. She teaches, writes, lectures and 
advises on antitrust law, competition policy and globalization, and has a special 
interest in developing countries, trade and competition, and the interrelationship 
between equality and efficiency.   
 
Eleanor was a partner at the New York law firm Simpson Thacher & Bartlett. She 
served as a member of the International Competition Policy Advisory Committee to 
the Attorney General of the U.S. Department of Justice (1997-2000) (President 
Clinton) and as a Commissioner on President Carter’s National Commission for the 
Review of Antitrust Laws and Procedures (1978-79). She has advised numerous 
younger antitrust jurisdictions including South Africa, Egypt, Kenya, Tanzania, The 
Gambia, Indonesia, Russia, Poland and Hungary and the common market COMESA.   
Eleanor received an honorary doctorate degree from the University of Paris-Dauphine 
(2009). She was awarded an inaugural Lifetime Achievement award in 2011 by the 
Global Competition Review for "substantial, lasting and transformational impact on 
competition policy and/or practice" and lifetime, inaugural or other achievement 
awards from ASCOLA, AALS Antitrust Section, New York State Bar Antitrust 
Association, and the American Antitrust Institute.  
 
With Mor Bakhoum, she wrote MAKING MARKETS WORK FOR AFRICA (Oxford 2019).  
Her other books include US and EU competition casebooks (with Dan Crane and 
Damien Gerard, respectively), GLOBAL ISSUES IN ANTITRUST AND COMPETITION LAW 
with Dan Crane, and readings on developing countries and competition with Abel 
Mateus.  Her articles include Integrating Africa by Competition and Market Policy, 
Rev. of Indus. Org. 2022, https://doi.org/10.1007/s11151-022-09854-1 ; Outsider 
Antitrust: ‘Making Markets Work for People’ as a Post-Millennium Development Goal, 
in Bonakele, Fox and Mncube eds, Competition Policy for the New Era: Insights from 
the BRICS Countries (Oxford 2017), and (with Philipp Bazenov), Antitrust and 
(In)equality in Competition Law and its Guide to the Future, in Jan Broulik and Katalin 
Cseres eds, Competition Law and Economic Inequality (forthcoming Oxford: Hart 
2022). 



CLE Links — 7A – Antitrust: Developments and Trends  

• Platform competition and opportunity act, H.R. 3826 (2021),  

• Proposal for a Regulation of the European Parliament and of the Council 

on contestable and fair markets in the digital sector (Digital Markets 

Act), COM(2020) 842 final 

• EU-China Investment Agreement (12/30/2020) 

 

https://www.congress.gov/bill/117th-congress/house-bill/3826/text
https://ec.europa.eu/info/sites/default/files/proposal-regulation-single-market-digital-services-digital-services-act_en.pdf
https://ec.europa.eu/info/sites/default/files/proposal-regulation-single-market-digital-services-digital-services-act_en.pdf
https://ec.europa.eu/info/sites/default/files/proposal-regulation-single-market-digital-services-digital-services-act_en.pdf
https://trade.ec.europa.eu/doclib/docs/2021/january/tradoc_159342.pdf


 

7B. Multilateral Developments 
Friday 9:15 AM – 10:25 AM (70 minutes) 

Moderator:  

Michele Woods 
World Intellectual Property Organization (WIPO), Geneva 

(up to 5 minutes to introduce the subject matter; intro of speakers –  

just name and affiliation, please see bios in print materials and online.) 

Speakers:  

Steven Tepp 
Sentinel Worldwide, Washington D.C.  

What Is the Future of Global IP Norm-Setting? 

The expansion of global IP norm-setting into the WTO was designed to advance IP 

standards and improve compliance with international obligations. Those have been 

hindered by the rise of short-term approaches to trade balances and development, as 
well as disputes over the role of the Appellate Body. Most recently, some have argued 

that in order to save TRIPS we must waive it. And now Russia is moving further and 

further out of the global system. What does this say about the WTO’s ability to meet 

its expectations and remain relevant to IP norm-setting in the future? 
(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Annabelle Bennett
Federal Court of Australia, Sydney (retired); Bond University, Robina, Queensland    

Have Changes Brought About Changes in Judging? 

It goes without saying that there have been many changes and developments in the 

way in which cases can be conducted and in the technologies being judged. There are 

also developments in public approaches to IP. Does this have an effect on Judges?  

Should it affect Judges? Does it or should it differ from jurisdiction to jurisdiction? 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

F. Scott Kieff
Kieff Strategies LLC, Washington, D.C.

IP Causes of Action in Trade Tribunals

With so much conflict in global security and trade systems, lawyers and business

leaders often want options. This talk will explore some relatively simple causes of



 

action from the field of IP that can be used to good effect in tribunals more often 

focused on trade regulation. 
(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists:  

Paul Maier 
European Union Intellectual Property Office, Alicante 

(Panelists have no individual time allocated; they take part in the discussions.)  

General discussion: 15 minutes (speakers, panelists and members of the audience) 

Break 

10:25 AM – 10:35 AM 



 

 

MICHELE WOODS 

Director of the Copyright Law Division 

World Intellectual Property Organization (WIPO) 

 

 

 

Michele Woods is the Director of the Copyright Law Division at the World Intellectual Property 
Organization (WIPO).  She leads the Division in supporting WIPO Member States in activities 
related to the WIPO Standing Committee on Copyright and Related Rights (SCCR) as well as 
assisting Member States with becoming party to and implementing WIPO copyright and related 
rights treaties and updating national copyright and related rights laws.  Michele serves as 
Secretary of the SCCR and the Marrakesh and Beijing Treaty Assemblies, overseeing the work 
of the Secretariats for these bodies.  She was the Secretary for the Diplomatic Conferences 
that adopted the texts of the Beijing Treaty on Audiovisual Performances in June 2012 and 
the Marrakesh Treaty to Facilitate Access to Published Works for Persons Who Are Blind, 
Visually Impaired or Otherwise Print Disabled in June 2013.  Before joining WIPO, Michele was 
the Associate Register for Policy and International Affairs in the United States Copyright 
Office. 



STEVEN TEPP 

President & CEO 

Sentinel Worldwide 

steve@sentinelww.com 

Steven Tepp is the President & CEO, and founder of Sentinel Worldwide, providing 
intellectual property legal and policy counsel to companies and associations with interests in 
protecting intellectual property. His work includes policy advocacy and strategic counseling, 
analyzing proposed legislation and regulations, drafting submissions to government bodies, 
amicus briefs, and expert witness testimony. 

Steve is a globally recognized expert in intellectual property. He has written and spoken 
extensively on the subject, including testimony before the U.S. Congress, and has been 
interviewed by ABC, BBC, CBS, FOX, NBC, and PBS, as well as numerous radio and print U.S.-
based and foreign-based media outlets. 

Steve is also a Professorial Lecturer in Law, teaching intellectual property at George 
Washington University Law School. A collection of his recent writings and presentations can 
be found at http://sentinelww.com/blog/.  

Prior to forming Sentinel Worldwide, Steve was Chief Intellectual Property Counsel for the 
Global Intellectual Property Center (GIPC) of the U.S. Chamber of Commerce. In that role, 
he led a broad coalition in support of effective intellectual property protection and 
enforcement. He also provided legal and policy counsel to the U.S. Chamber of Commerce, 
including collaborating on amicus briefs to the U.S. Supreme Court. 

Previously, Steve served as senior counsel for Policy and International Affairs at the U.S. 
Copyright Office, where he negotiated numerous free trade agreements. He had principal 
responsibility for all copyright matters in the Asia-Pacific and Latin America regions and 
litigated the U.S.-China IPR dispute before the World Trade Organization. He also 
spearheaded the Office’s engagement on domestic legislative matters and handled numerous 
appellate briefs. Steve co-authored the Copyright Office’s Digital Millennium Copyright Act 
Section 104 Report to Congress (2001), as well as its 2003 and 2006 Section 1201 Rulemakings. 

In the mid-1990s, Steve was an attorney for the U.S. Senate Judiciary Committee on the staff 
of the chairman, Sen. Orrin Hatch (R-UT), where he specialized in intellectual property. 

Previously, Steve taught copyright law at the Georgetown University Law Center and the 
George Mason University Law School. He is a graduate of American University’s 
Washington College of Law and received his undergraduate degree from Colgate 
University. 



THE HON. DR ANNABELLE CLAIRE BENNETT AC SC 

Consultant Barrister/Arbitrator 

5Wentworth 

5/180 Phillip Street 
SYDNEY NSW 2000 
AUSTRALIA 

(+612) 80666150 

annabelle.bennett@5wentworth.com 

The Honourable Dr Annabelle Bennett AC SC is a retired Judge of the Federal Court of 
Australia and was an additional judge of the Supreme Court of the ACT and a Deputy President 
of the Administrative Appeals Tribunal, having previously practised as a Senior Counsel 
specialising in intellectual property. She is currently Chancellor of Bond University; the Chair 

of the Australian Nuclear Science and Technology Organisation (ANSTO), an Arbitrator of the 
Court of Arbitration for Sport; Member of the Board of Directors of the Garvan Institute; Chair 
of Gardior Pty Limited; Member and past President of Chief Executive Women; Chair of the 
Advisory Group of Judges to the World Intellectual Property Organisation; and Member of the 
Advisory Board of the Faculty of Law at The Chinese University of Hong Kong. She has also 
served as a Commissioner with the NSW Law Reform Commission and as a Royal Commissioner 
into National Natural Disaster Arrangements. Dr Bennett is a Fellow of both the Australian 
Academy of Science and Australian Academy of Law. 

Dr Bennett is a Member of the International Centre for Settlement of Investment Disputes 
Panel of Arbitrators (ICSID), a Member of the WIPO Mediation and Arbitration List of Neutrals 

and a Member of the indicative List of Government and Non-Governmental Panellists for the 
World Trade Organisation (WTO) Disputes Settlement Process. She also practises as a 
Barrister, in an advisory role, and as a mediator and arbitrator. 



 

 

SCOTT KIEFF 

Fred C. Stephenson Research Professor 
GW Law School 
202.994.4644  
skieff@law.gwu.edu  

www.law.gwu.edu/f-scott-kieff 

Founder  
Kieff Strategies LLC  
202.750.3484  
scott@kieffstrategies.com  
www.kieffstrategies.com 

The Honorable F. Scott Kieff is the Fred C. Stevenson Research Professor at GW Law 
School and the founder of Kieff Strategies LLC.    
 
Formerly a Commissioner of the US International Trade Commission, he was 
nominated by President Obama and confirmed unanimously by the Senate. He also 
has served as a senior government advisor during the Bush, Obama, and Trump 
Presidential Administrations on national security and economics.   
 
Through Kieff Strategies LLC he brings together fellow academics and former 
government officials to help firms in technology, finance, business, and law by 
conducting investigations and crisis management and providing strategic consulting, 
expert advice and testimony, as well as neutral services including mediation, 
arbitration, and compliance monitoring.   
 
A former law clerk to U.S. Circuit Judge Giles S. Rich, and graduate of MIT and Penn 
Law School, he was elected to the European Academy of Sciences and Arts in 2012.   

 



PAUL MAIER 

Director European Observatory on infringements of 
IPRs 

EUIPO 

paul.maier@euipo.europa.eu 

In the EU Commission participated in the copyright harmonisation in the early 1990s. 
Then OHIM-EUIPO. Director of designs, then President of the Boards of Appeal and 
now Director of the Observatory on infringements of IPRs 



CLE Links — 7B.  Multilateral Developments 

• TRIPS agreement, https://www.wto.org/english/docs_e/legal_e/27-

trips.pdf

• Waiver from certain provisions of the TRIPS Agreement for the

prevention, containment and treatment of covid-19 communication from

India and South Africa – revised decision text (IP/C/W/669/Rev.1), WTO,

https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C

/W669R1.pdf&Open=True

https://www.wto.org/english/docs_e/legal_e/27-trips.pdf
https://www.wto.org/english/docs_e/legal_e/27-trips.pdf
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True
https://docs.wto.org/dol2fe/Pages/SS/directdoc.aspx?filename=q:/IP/C/W669R1.pdf&Open=True


 

7C. Trade Secrets 
Friday 10:35 AM – 11:40 AM (65 minutes)   

Moderator:  

Victoria A. Cundiff 
Paul Hastings LLP, New York 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios in print materials and online.) 

Speakers:  

Camilla Alexandra Hrdy 
University of Akron, School of Law, Akron  
The Value in Secrecy 

This talk will discuss trade secret law's elusive “independent economic value” 

requirement.  Many commentators assume any secrets that end up in court as the 

subject of trade secret litigation have economic value. Why else would the plaintiff 

have bothered to keep the information secret, and why else would the parties be 
arguing over the right to use or disclose it? This talk challenges that assumption and 

discusses recent court opinions dismissing trade secret claims for failure to satisfy 

independent economic value in a variety of circumstances. 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Max Haedicke 
Albert-Ludwigs-Universität Freiburg, Freiburg 

Protection of Trade Secrets in German Patent Litigation   

Since 2021, the German Patent Act allows for the protection of trade secrets in patent 

infringement proceedings. The new provisions change the landscape of German 

patent litigation and may possibly align the scope of protection of trade secrets in 
patent proceedings to the level of protection granted in other jurisdictions.    

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience)  

James Pooley 
James Pooley, A Professional Law Corporation, Menlo Park, California 

Compliance With the “Reasonable Efforts” Element of Trade Secrecy 

There has always been a dimension of expected self-help in trade secret law, with the 

owner expected to exercise “reasonable efforts” to prevent loss of control. Under the 

Restatement of Torts it was a suggestion, but under the UTSA and DTSA it is a 

requirement, and one that courts are enforcing more strictly than in the past. This 



 

presentation addresses how trade secret owners can prepare to meet the standard in 

enforcement proceedings, and how defendants can spot and prove meaningful 
failures. It will focus on the need for analysis that considers the specific trade secrets 

alleged to have been misappropriated. 

(up to 7 minutes)  

Discussion: 5 minutes (speakers, panelists and members of the audience)  

Panelists:  

Thomas D. Pease 

Quinn Emanuel Urquhart & Sullivan LLP, New York 

Mark F. Schultz  
University of Akron, School of Law, Akron 

(Panelists have no individual time allocated; they take part in the discussions.)  

General discussion: 25 minutes (speakers, panelists and members of the audience)  

Break 

11:40 AM – 11:50 AM 



VICTORIA CUNDIFF 

Partner 

Paul Hastings, LLP 

200 Park Avenue 

New York, NY 10166 

(212) 318-6030

victoriacundiff@paulhastings.com 

Victoria A. Cundiff is a partner at Paul Hastings and is based in the firm’s New York office. Ms. 
Cundiff is a leader of the Litigation department’s global Trade Secrets practice. She helps clients 
acquire, protect, and maximize value from intellectual property. Ms. Cundiff’s clients include 
emerging companies, joint ventures, and Fortune 50 companies in a variety of industries, including 
software, media, financial services, insurance, medical devices, pharmaceutical, chemical, consumer 
goods, marketing, and sales and distribution organizations. 

Ms. Cundiff has tried intellectual property and related commercial disputes throughout the United 
States and before a variety of arbitration and mediation tribunals, and has coordinated on such 
disputes internationally. As important is her work to help organizations avoid litigation. Ms. Cundiff 
writes extensively on intellectual property law issues, including “Preventing The Inevitable: How 
Thinking About What Might Happen Can Help Ensure That it Won’t,” “Reasonable Measures to Protect 
Trade Secrets in a Digital Environment,” and “How to Place Your Intellectual Property at Risk,” and 
has contributed to the ICC Trade Secrets Task Force Report on Trade Secrets Legislation. Ms. Cundiff 
serves as an instructor in programs sponsored by the USPTO on trade secrets law for, among others, 
representatives of governments of a variety of U.S. trading partners. She has contributed to amicus 
curiae briefs filed in the United States Supreme Court on copyright and intellectual property 
licensing issues. She has also completed a certificate in Chinese IP Law from the Berkeley Center for 
Law & Technology. 

Ms. Cundiff serves as Chair of the Sedona Conference Working Group on Trade Secrets Law and co-
chair of the group’s Equitable Relief Drafting Team and has served as the Vice Chair of the IPO’s 
trade secrets committee. Ms. Cundiff is a Member of the American Law Institute, serving as an 
Adviser on the Restatement, Third, Conflict of Laws. She is a member of the Executive Committee of 
the New York State Bar Association’s Intellectual Property Section and is the past Chair of that 
section. She has been recognized in The Best Lawyers in America; Chambers; Legal 500; and New 
York Super Lawyers, among other lawyer directories and guides according to their published criteria.  

Ms. Cundiff is a Visiting Lecturer in Law at Yale Law School, where she teaches intellectual property 
law, and the University of Pennsylvania, where she teaches trade secrets law. She has also been a 
Visiting Lecturer at the University of Virginia Law School, teaching trade secrets law. 



CAMILLA HRDY 

Research Professor in IP Law 

Akron Law 

466 Kirn Street 

cahrdy@gmail.com 

Professor Camilla Hrdy is the Research Professor in Intellectual Property Law at Akron 
Law, where she teaches various IP law courses and civil procedure. She is also a 
visiting scholar at NYU Law’s Engelberg Center, an affiliated fellow at the Yale Law 
School Information Society Project, and a scholar at the Center for Intellectual 
Property x Innovation Policy. 

Her articles have appeared in various law journals, including Stanford Law Review, 
Boston College Law Review, American Law Review, Florida Law Review, Wisconsin 
Law Review, Berkeley Technology Law Journal, and Fordham Law Review. 

Professor Hrdy holds a J.D. from Berkeley, a B.A. from Harvard, and an M.Phil. from 
the University of Cambridge. 

She has received various prizes for her writing including the Harvard Hoopes Prize and 
the University of Cambridge Redhead Prize. She is a four-time winner of Akron Law's 
Outstanding Faculty Publication award. 

She is a regular blogger on the popular IP scholarship blog, Written Description. 



MAX HAEDICKE 

Professor 

Freiburg University 

haedicke@jura.uni-freiburg.de 

Maximilian Haedicke is professor for Intellectual Property Law at Albert-Ludwigs-
University in Freiburg, Germany. He studied law in Munich, Geneva and Washington 
D.C. (LL.M. Georgetown 1995, New York Bar Exam 1995). Since 2003 he is tenured
professor at Albert-Ludwigs-University in Freiburg where he holds a Chair for
Intellectual Property and Competition Law. Since 2008 he is the secretary of the
Patent Committee and since 2015 also of the Biotech Committee of the German
Association for the Protection of Industrial Property and Copyright (GRUR). Between
2011 and March 2017 he has also been a Judge at the Patent Division of the Court of
Appeals in Düsseldorf. Being an accredited mediator (according to the German
Mediation Act, WIPO and CEDR), he is also active in the field of alternative dispute
resolution.



JAMES POOLEY 

Principal 

James Pooley PLC 

325 Sharon Park Dr., #208 
Menlo Park, CA 94025  

(650) 2858520

james@pooley.com 

Silicon Valley lawyer James Pooley represents clients in trade secret and patent 
disputes, provides expert testimony to courts and arbitral tribunals, and advises 
companies on IP strategy and data security management.  

Mr. Pooley is an author or co-author of several major works in the IP field, including 
his treatise Trade Secrets (Law Journal Press) and the Patent Case Management 
Judicial Guide (Federal Judicial Center). His most recent business book is Secrets: 
Managing Information Assets in the Age of Cyberespionage (Verus Press 2015).  

The Senate Judiciary Committee relied on Mr. Pooley for expert testimony and advice 
during consideration of the 2016 Defend Trade Secrets Act, and one Senator later 
called his participation “instrumental” in achieving passage of this landmark 
legislation.   

In 2014 Mr. Pooley completed a five-year term as Deputy Director General at the 
World Intellectual Property Organization in Geneva, where he was responsible for 
management of the international patent system. He is a past President of the 
American Intellectual Property Law Association and former Chair of the National 
Inventors Hall of Fame. He serves as Chair Emeritus of the Sedona Conference Working 
Group 12 on Trade Secrets and as Co-Chair of the Trade Secret Task Force of the 
International Chamber of Commerce. He also teaches trade secret law at the 
University of California’s Berkeley School of Law. 

In 2016 Mr. Pooley was inducted into the IP Hall of Fame for his contributions to IP 
law and practice. 



MARK SCHULTZ 

Goodyear Endowed Chair In IP Law 

University of Akron School of Law 

150 University Ave, Akron, OH 44325 

(618) 7137056

mschultz@uakron.edu 

Professor Mark F. Schultz is the Goodyear Tire & Rubber Company Endowed Chair in 
Intellectual Property Law and Director of the IP & Technology Law Program at the 
University of Akron School of Law. Previously, he was a co-founder and leader of the 
Center for Protection of Intellectual Property (CPIP) at George Mason University in 
Washington, D.C., where he remains a non-resident Senior Scholar. He also serves as 
a Senior Fellow of the Geneva Network, a UK-based think tank focused on 
international IP and health policy. 

Prof. Schultz has testified before the U.S. Senate and U.S. House of Representatives 
on IP issues and has been called upon for his expertise on international IP issues by 
the USPTO, WIPO, the OECD, the U.S. Trade Representative, the Government of India, 
and the U.S. Chamber of Commerce, well as numerous academic institutions, think 
tanks, and industry groups. He currently serves as a member of the U.S. Chamber of 
Commerce’s U.S.-India IP Cooperation Dialogue. 

His research concerns the law and economics of the global intellectual property 
system. He worked with the Organization for Economic Cooperation and Development 
(OECD) to co-author a groundbreaking global trade secret protection index (the TSPI). 
The TSPI is being used to frame policy discussions on this cutting-edge topic in capitals 
around the world.  



CLE Links — 7C. Trade Secrets  

• Camilla Alexandra Hrdy, University of Akron, School of Law, Akron, The 

Value in Secrecy 

• Max Haedicke, Albert-Ludwigs-Universität Freiburg, Freiburg, Protection 

of Trade Secrets in German Patent Litigation 

• James Pooley, James Pooley, A Professional Law Corporation, Menlo 

Park, California, Compliance With the “Reasonable Efforts” Element of 

Trade Secrecy 

 

 

https://fordhamipinstitute.com/wp-content/uploads/The-Value-in-Secrecy-March-1-2022.pdf
https://fordhamipinstitute.com/wp-content/uploads/The-Value-in-Secrecy-March-1-2022.pdf
https://fordhamipinstitute.com/wp-content/uploads/2022-03-30-Haedicke-Trade-Secrets-and-Patents.pdf
https://fordhamipinstitute.com/wp-content/uploads/2022-03-30-Haedicke-Trade-Secrets-and-Patents.pdf
https://fordhamipinstitute.com/wp-content/uploads/Expert-testiimony-on-Reasonable-Efforts-Pooley-2021.pdf
https://fordhamipinstitute.com/wp-content/uploads/Expert-testiimony-on-Reasonable-Efforts-Pooley-2021.pdf


 

7D. U.S. Trademark Law Developments 
Friday 11:50 AM - 1:00 PM (70 minutes) 

Moderator:   

Matthew D. Asbell 
Offit Kurman, New York 
(up to 5 minutes to introduce the subject matter; intro of speakers – 

just name and affiliation, please see bios online.) 

Speakers: 

Marshall Leaffer 
Maurer School of Law, University of Indiana, Bloomington 

US Trademark Case Law Update, Including the Status of the Well-Known Marks 

Doctrine in the US 

Article 6bis of the Paris Convention requires the cancellation of a registration or the 

use of a mark, by a third party that is identical or similar to the well-known mark if 

used on identical goods even though the trademark owner has not used or registered 
the mark in the jurisdiction. The United States has never formally adopted the “well 

Known” marks doctrine of 6bis, even though some US case law has given what seems 

to be its de facto recognition. This talk will discuss the status of the well-known 

mark’s doctrine in the United States and will focus on The Coca-Cola Co. v. Meenaxi 
Enterprise, Inc., 92063353 (T.T.A.B. Jun. 28, 2021, in which the Trademark Trial and 

Appeal Board, in what it has termed a precedential opinion, has reaffirmed the trend 

by US courts in providing de facto recognition of the doctrine. 

(up to 10 minutes)   

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Jennifer Simmons 
International Trademark Association (INTA), Washington, D.C.  

The Trademark Modernization Act – Expungement and Reexamination 

Proceedings  

This talk will provide remarks on the implementation of the Trademark 

Modernization Act, with a special focus on the expungement and reexamination 
proceedings. It will explore INTA’s advocacy on both the legislation and the USPTO 

rules implementing the law, as well as how the rules are working in practice. It will 

also discuss practical tips for filing petitions and current statistics regarding the 

proceedings.   

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 



 

Rebecca Tushnet 
Harvard Law School, Cambridge

The SHOP SAFE Act 

SHOP SAFE promises to create a new kind of secondary liability for internet 

platforms. How does it differ from existing regimes, and what are the relevant 
interpretive challenges? 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Gerald M. Levine 
Levine Samuel LLP, New York 

Reclaiming Stolen Domain Names under the Anti-Cybersquatting Consumer 

Protection Act 

(up to 7 minutes) 

Discussion: 5 minutes (speakers, panelists and members of the audience) 

Panelists: 

Maria A. Scungio 
Robinson & Cole LLP, New York 

(Panelists have no individual time allocated; they take part in the general discussion.) 

General discussion: 15 minutes (speaker, panelists and members of the audience) 

Break 

1:00 PM – 1:15 PM 



MATTHEW D. ASBELL 

Principal 

Offit Kurman, P.A. 

590 Madison Avenue, 6th Floor 
New York, NY 10022 

(929) 4760048

matthew.asbell@offitkurman.com 

Matthew Asbell assists clients in clearing, obtaining, enforcing, and defending trademark 
rights in the United States and throughout the world.  He also provides advice on patents, 
copyrights, domain names, and other related areas.  With prior background in the 
entertainment industry, information technology, and medicine, he is comfortable working 
with a wide range of clients in diverse industries.  In addition, his certifications as a Social 
Media Strategist and software Master Instructor equip him to handle complex intellectual 
property matters arising in the Web 2.0 space. 

Matthew frequently collaborates on and authors articles on intellectual property on subjects 
ranging from social media and domain names to licensing, branding, and information 
technology. He is an active speaker and lecturer and is a frequent moderator and panelist at 
ABA,  INTA, and other conferences. He has been an adjunct professor of law at Fordham 
University, The Benjamin N. Cardozo School of Law, and Columbia University.  Matthew co-
produced a series of 5 informational videos for the American Bar Association that illustrate 
intellectual property rights in different settings. 

Matthew received his B.S. in Psychology with a minor in Music Composition from Carnegie 
Mellon University and attended the Medical College of Pennsylvania, (now part of Drexel 
University).  He received his J.D. from the Benjamin N. Cardozo School of Law, where he was 
president of the Intellectual Property Law Society and Acquisitions Editor of the top-ranked 
Cardozo Arts and Entertainment Law Journal.  As an active alumnus, he serves on the Alumni 
Executive Committee, chairs the Alumni Intellectual Property Practice Group, and mentors 
numerous young attorneys and law students. 

Prior to becoming a lawyer, he managed emerging singer-songwriters and recording artists, 
trained corporate employees of a pharmaceutical company to use software applications, and 
studied medicine.  Matthew’s passion for his work in intellectual property arises from a deep 
appreciation for creativity, whether in the form of invention, design, expression, or 
marketing.  He regularly applies his love of technology, language, and culture. 

Outside of work, Matthew, a native of Philadelphia, enjoys spending time with his wife, a 
Brazilian staff member of the United Nations, and their twin children. His interests range 
from music (including songwriting, piano, guitar, and percussion), cooking, SCUBA diving, and 
martial arts. 



MARSHALL LEAFFER 

Professor of Law 

Indiana University, Maurer School of Law 

2028 East Cheyanne Lane 

(812) 8564489

mleaffer@indiana.edu 

Marshall Leaffer is Professor of Law at Indiana University, Maurer School of Law. At 
Indiana since 1997, Leaffer teaches Copyright Law, Trademark Law, Intellectual 
Property Survey, and International Intellectual Property. He is the author of three 
books and numerous articles, including the best-selling treatise, Understanding 
Copyright Law, now in its 7th edition. Leaffer is also the author of Copyright Law: 
Cases and Materials, 10th edition and International Treaties on Intellectual Property, 
2d edition. His current research focuses on the interplay of intellectual property law 
in a global marketplace. 

Before becoming a full-time teacher, he practiced trademark law with American 
Home Products Corp. and the firm of Haseltine Lake & Waters in New York. He also 
has served as attorney-advisor to the U.S. Patent and Trademark Office and the U.S. 
Copyright Office. 

Leaffer is a popular speaker in both the United States and Europe on all areas of 
intellectual property law and has been honored as both a scholar and lecturer. He 
currently serves on the international executive committee of the Association 
Littéraire et Artistique Internationale, a non-governmental institution based in Paris, 
that promotes the rights of authors worldwide. 



JENNIFER SIMMONS 

Director, Government Relations 

INTA 

2461 Eisenhower Ave, Second Floor 
Alexandria, VA 22314 

(202) 7046531

jsimmons@inta.org 

As Director of Government Relations, Ms. Simmons serves as INTA’s liaison with 
federal and state policy makers and government officials and contributes to the 
development of INTA’s positions on national and global intellectual property (IP) 
issues.  Prior to joining INTA in 2019, Ms. Simmons served as Assistant General 
Counsel, Office of the General Counsel at the United States Trade Representative 
(USTR). She was the lead IP attorney for the U.S.-Mexico-Canada Agreement and 
engaged with Congress and industry stakeholders on complex issues. Ms. Simmons also 
served as Pro Bono Coordinator in the, Office of the Under Secretary and Director, 
and as Associate Counsel in the Office of the General Counsel at the United States 
Patent and Trademark Office (USPTO). 



REBECCA L. TUSHNET 

Professor 

Harvard University 

1575 Massachusetts Ave., Hauser 520 
Hauser 520 

rtushnet@law.harvard.edu 

Rebecca Tushnet is the inaugural Frank Stanton Professor of First Amendment Law at 
Harvard Law School. Her work focuses on copyright, trademark, and false advertising 
law.  Her publications include “Registering Disagreement: Registration in Modern 
American Trademark Law” (Harvard L. Rev. 2017); “Worth a Thousand Words: The 
Images of Copyright Law” (Harvard L. Rev. 2012); and “Copy This Essay: How Fair Use 
Doctrine Harms Free Speech and How Copying Serves It” (Yale L.J. 2004).  She helped 
found the Organization for Transformative Works, a nonprofit dedicated to supporting 
and promoting fanworks. Her blog, tushnet.blogspot.com, is one of the top 
intellectual property blogs, and her writings may be found at tushnet.com.  She is 
also an expert on the law of engagement rings. 



GERALD M. LEVINE 

Managing Member 

Levine Samuel, LLP 

210 West 101st Street 
Apt 7J 

(917) 325-2852

gmlevine@researchtheworld.com 

Mr. Levine is a New York based attorney practicing in the IP area with particular 
emphasis on trademarks and cybersquatting. He is on the roster of panelists for The 
Forum, Canadian International Internet Dispute Resolution Centre, the Czech 
Arbitration Court, and nominated Panelist for the World Intellectual Property 
Organization. He is also on the Roster or Panelists for the American Arbitration 
Association and the Financial Industry Regulatory Authority. 



MARIA A. SCUNGIO 

Partner 

Robinson & Cole LLP 

Chrysler Building East 

666 Third Avenue, 20th Fl. 

New York, NY 10017 

(212) 451-2955

mscungio@fordham.edu 

Maria Scungio is based in the New York office of Robinson & Cole LLP and has more 
than 25 years of experience advising on trademark, copyright and design rights—
including global clearance, protection, enforcement, licensing and transactional 
matters—for well-known brands.   

Maria’s practice includes counseling clients in the fields of skincare, apparel, 
footwear, jewelry, food and beverage, pharmaceuticals, entertainment publishing 
and programming, healthcare services and fiber laser products.  She advises on 
strategic issues affecting the exploitation, enforcement, transfer and re-alignment of 
intellectual property rights, for U.S. and worldwide portfolios.   

Maria has litigated cases before federal courts and the Trademark Trial and Appeal 
Board.  She has also partnered with clients to serve as interim in-house intellectual 
property counsel during corporate transitions.   

Prior to joining Robinson & Cole, Maria served as co-chair of the Trademark, Copyright 
and Advertising Group at Locke Lord LLP and at Edwards Wildman LLP (2008-2017).  
She began her legal career as a law clerk to the Honorable Jane A. Restani at the U.S. 
Court of International Trade.   

To advance work on harmonization of intellectual property laws globally, Maria is an 
active member of AIPPI-US (chair, 2016-18) and the AIPPI Standing Committee on 
Trademarks.  She is also an AIPLA member, joining in the work of the Trademark Law, 
Harmonization, IP Practice in Europe and IP Practice in Japan Committees. 

Maria is an Adjunct Professor of Law at Fordham Law, teaching Trademark Law.  She 
is a graduate of Fordham University School of Law (1993) and the University of 
Pennsylvania (B.A./M.A. History & Sociology of Science, 1987) 



CLE Links — 7D.  U.S. Trademark Law Developments 

• Article 6bis of the Paris convention for Protection of Industrial Property,

https://wipolex.wipo.int/en/text/287556

• The Coca-Cola Co. v. Meenaxi Enterprise, Inc., 92063353 (T.T.A.B. Jun.

28, 2021), https://ttabvue.uspto.gov/ttabvue/ttabvue-92063353-CAN-

117.pdf

• §43(c) of Lanham Act, 15 U.S.C.A. § 1125(c),

https://www.govinfo.gov/content/pkg/USCODE-2016-

title15/pdf/USCODE-2016-title15-chap22-subchapIII-sec1125.pdf

• Trademark Modernization Act 2020,

https://www.congress.gov/bill/116th-congress/house-bill/6196/text

• S.1843 — 117th Congress (2021-2022): SHOP SAFE Act of 2021, S. 1843,

117th Cong. (2021), https://www.congress.gov/bill/117th-

congress/senate-bill/1843/text

• Anticybersquatting Consumer Protection Act,

https://www.congress.gov/106/bills/s1255/BILLS-106s1255es.pdf

• Gerald M. Levine, Levine Samuel LLP, New York, Reclaiming Stolen

Domain Names under the Anti-Cybersquatting Consumer Protection Act

https://wipolex.wipo.int/en/text/287556
https://ttabvue.uspto.gov/ttabvue/ttabvue-92063353-CAN-117.pdf
https://ttabvue.uspto.gov/ttabvue/ttabvue-92063353-CAN-117.pdf
https://www.govinfo.gov/content/pkg/USCODE-2016-title15/pdf/USCODE-2016-title15-chap22-subchapIII-sec1125.pdf
https://www.govinfo.gov/content/pkg/USCODE-2016-title15/pdf/USCODE-2016-title15-chap22-subchapIII-sec1125.pdf
https://www.congress.gov/bill/116th-congress/house-bill/6196/text
https://www.congress.gov/bill/117th-congress/senate-bill/1843/text
https://www.congress.gov/bill/117th-congress/senate-bill/1843/text
https://www.congress.gov/106/bills/s1255/BILLS-106s1255es.pdf
https://fordhamipinstitute.com/wp-content/uploads/Draft_Talk_3-29-22.pdf
https://fordhamipinstitute.com/wp-content/uploads/Draft_Talk_3-29-22.pdf
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HUGH C. HANSEN 
Professor of Law 

Fordham University School of Law 

150 West 62nd Street, Rm. 7-120 
New York, NY 10023 

+1 917 992-4979

hansenhugh@gmail.com 

Hugh Hansen is a Professor of Law at the Fordham University School of Law. He teaches 
courses in intellectual property law focusing on copyright and trademark law. He has also 
taught constitutional law, federal courts, & antitrust law.  

Professor Hansen clerked for federal judges in the Second Circuit and the Southern District 
of New York. He was in practice as an AUSA in the Southern District, and a litigation associate 
with Dewey, Ballentine. He was the principal drafter of AT&T's response to the DOJ Antitrust 
Division in 1974 when it asked why it should not sue to break it up. 

Currently, he also consults on IP matters in the U.S. and Europe. He was the lead counsel in 
a multi-district litigation and an expert witness in a Lloyds of London arbitration. He 
represented or advised clients in cases in the U.S., UK, Germany and Poland and before DG 
Comp of the EU. 

Both his teaching and consulting focuses on strategic thinking from a legal realist 
understanding of how courts, Congress, and the private sector interact with the law and each 
other. In the same vein, he founded and directs the Fordham IP Institute and Fordham 
Conference on Intellectual Property Law and Policy now in its 28th year. The Director General 
of the WIPO called the IP conference "the Davos of the IP world."  

Prof. Hansen has written a book on IP and edited many others. He frequently speaks in the 
U.S., Europe, and Asia. The State Department sponsored a speaking tour for Prof. Hansen in
Japan and Melbourne University did the same in Australia.

Managing Intellectual Property Magazine named Prof. Hansen one of the 50 most influential 
people in IP in the world multiple times, the last being in November 2018. It also presented 
Prof. Hansen with a Lifetime Achievement Award in April 2018. The Court of Appeals for the 
Federal Circuit, per then Chief Judge Michel, gave him an award for “his contribution to the 
legal community’s understanding of international intellectual property law.”  

Since August 2018, he has hosted the podcast Non Obvious with Hugh Hansen, where he 
speaks with various key players in IP and the legal world in general.  



 

 

RICHARD ARNOLD 

Lord Justice of Appeal 

Court of Appeal of England & Wales 

Royal Courts of Justice 
 
Strand 
 
London WC2A 2LL 

lordjustice.arnold@ejudiciary.net 

 

Sir Richard Arnold read Chemistry at the University of Oxford before being called to 
the Bar of England and Wales in 1985. He specialised in intellectual property law and 
became a QC in 2000. He was Chairman of the Code of Practice for the Promotion of 
Animal Medicines Committee from 2002 to 2008, an Appointed Person hearing trade 
mark appeals from 2003 to 2008 and a Deputy High Court Judge from 2004 to 2008. 
He was a Judge of the High Court, Chancery Division from October 2008 to September 
2019 and Judge in Charge of the Patents Court from April 2013 to September 2019. 
He has been an External Member of the Enlarged Board of Appeal of the European 
Patent Office since March 2016. He has been a Judge of the Court of Appeal since 
October 2019. He is the author of Performers’ Rights (6th ed, Sweet & Maxwell, 2021), 
the editor of the Halsbury’s Laws of England title Trade Marks and Trade Names (5th 
ed, Butterworths, 2014), was editor of Entertainment and Media Law Reports from 
1993 to 2004 inclusive and has published numerous articles in legal journals. He is a 
Visiting Professor at the University of Westminster and was made an honorary Doctor 
of Laws by the same institution in July 2017. 
 

 



 

 

COLIN BIRSS 

Judge 

Court of Appeal of England and Wales 

Royal Courts of Justice 
Strand 

London 
United Kingdom 

  

Colin Birss is a judge of the Court of Appeal of England and Wales and Deputy Head of Civil 
Justice. He was called to the English Bar in 1990 and practiced in intellectual property law, 
taking silk in 2008. In 2010 Colin Birss was appointed judge of the Patents County Court (now 
Intellectual Property Enterprise Court (IPEC)). In 2013 he was appointed to the High Court, 

Chancery Division and in 2019 became Judge in Charge of the Patents Court. In 2021 he was 
appointed to the Court of Appeal and as Deputy Head of Civil Justice. 

 



THE HON JUSTICE STEPHEN BURLEY 

Justice 

Federal Court of Australia 

justice.burley@fedcourt.gov.au 

The Hon Justice Stephen Burley was appointed to the Federal Court of Australia on 23 
May 2016. 

His Honour graduated from the University of Sydney in Arts and Law and was admitted as 
a legal practitioner in 1987. He was subsequently awarded a Master of Laws from the 
London School of Economics and Political Science, in the United Kingdom. He was 
awarded an Associate in Music, Australia (AMusA) by the Australian Music Examinations 
Board in 1982. 

Justice Burley practised at the Bar from 5 Wentworth Chambers, Sydney, from 1993 until 
2016. He was appointed Senior Counsel in 2007. Whilst at the Bar, his Honour practised 
in commercial law, specialising in patent, copyright, trade mark, designs and confidential 
information cases. He also appeared in cases involving trade practices, competition and 
consumer law, and administrative law. Many of his Honour’s patent cases involved 
pharmaceutical, telecommunications or other high technology subject matter. 

Justice Burley hears cases in the Federal Court across a wide range of areas including 
intellectual property (including patents, trade marks, copyright and designs), 
administrative law, admiralty, commercial and corporations, and native title. His Honour 
is a national coordinating judge in the intellectual property practice area of the Federal 
Court. His Honour is also a case managing judge for native title matters in New South 
Wales. 

His Honour is a member of the editorial board of the Intellectual Property Society of 
Australia & New Zealand Intellectual Property Forum publication. His Honour also sits on 
the advisory board of the Allens Hub for Technology, Law and Innovation. 

His Honour regularly contributes to publications and events hosted by the World 
Intellectual Property Organisation, an agency of the United Nations tasked with leading 
the development of a balanced and effective international IP system. 

His Honour also gives presentations and publishes on intellectual property subjects in 
Australia and abroad. 



 

 

PAOLO CATALLOZZI 

judge 

supreme court of italy 

piazza cavour - 00193 - rome - italy 

paolo.catallozzi@gmail.com 

 

Judge Catallozzi is currently a judge at the Supreme Court of Italy, assigned to the 
first civil division and deals, in particular, with banking, corporate and inetellectual 
property law proceedings. Previously he has been a judge at the Enterprise Court of 
First Instance of Rome - intellectual property division, and have served the Minister 
of Economic Development as deputy head of cabinet. 
 
He has been a teacher at post graduated law schools and at programs aimed at judges, 
has several publications on intellectual property and enterprise law and has been a 
speaker at many conferences on those subjects, in Italy and abroad. 
 
He is also a member of enlarged board of appeal at European Patent Office. 



 

 

DR KLAUS GRABINSKI 

Judge 

Federal Court of Justice (Bundesgerichtshof) 

Herrenstrasse 45a, 76133 Karlsruhe, Germany 

  

 

Dr Klaus Grabinski was appointed as Justice in the Federal Court of Justice 
(Bundesgerichtshof), the Supreme Court of Civil and Criminal law matters in Germany, in 
2009. At the Federal Court of Justice he is allocated to the 10th Civil Division (X. Zivilsenat) 
which has inter alia jurisdiction in patent dispute matters. Since June 2020 he is Deputy 
Presiding Justice of the Division. Before joining the Federal Court of Justice, he was, inter 
alia, Judge at the Düsseldorf Higher Regional Court and Presiding Judge of a Patent Litigation 
Division at the Düsseldorf Regional Court. 
   
He is co-author of a commentary on the European Patent Convention (Benkard, Europäisches 
Patentübereinkommen, 3rd edition, 2019) and a commentary on the German Patent Act 
(Benkard, Patentgesetz, 11th edition, 2015). He gives talks and takes part in panels at 
national and international conferences on IP matters. 
  
Dr Grabinski was a member of Advisory Committees of the German Ministry of Justice and 
Consumer Protection and the European Commission (Internal Market) and is member of an 
Expert Panel that is advising the Preparatory Committee of the future Unified Patent Court 
on different work streams. 

 



SIMON HOLZER 

Dr. iur., Partner 

MLL Meyerlustenberger Lachenal Froriep Ltd. 

Schiffbaustrasse 2 
P.O. Box 
CH-8031 Zürich 
Switzerland 

(+41 ) 58 552 03 20 

simon.holzer@mll-legal.com 

Simon Holzer heads MLL's Technical IP Team. He has extensive experience in all areas 
of IP law, with a focus on patent matters, trademarks, geographical indications and 
unfair competition. Simon is also a trusted advisor in the field of pharmaceutical 
regulatory law and competition law. He is a trial lawyer with a track record for 
developing successful litigation strategies. 

Simon is an experienced IP practitioner across a wide range of industries and 
technologies, including pharmaceuticals, medical devices, distributed ledger 
technology (Blockchain), telecommunications (including Standard-Essential Patents 
and FRAND cases), software, cosmetics and foodstuffs. He loves technology and 
science and finding ways to convey simple messages to the decision makers. 

Since 2012, Simon has been a part-time judge of the Swiss Federal Patent Court. This 
court has jurisdiction over patent disputes throughout Switzerland. 

As part of MLL's multiple award-winning IP litigation practice, Simon is recognized for 
offering first class, innovative solutions. He is praised by clients and peers as a “skilled 
and driven individual” and “a leader in the contentious sphere” who is “top-ranked 
by peers” within the “excellent” and “high-flying” IP team of MLL. According to 
clients, Simon Holzer is particularly well versed in the areas of patents and pharma 
and clients highlight his “in-depth technical understanding”. Other sources describe 
Simon as a “key life sciences expert” and a “superstar in patent litigation” as well as 
a “pleasure to work with”. 



 

 

ROBIN JACOB 

Professor 

UCL 

UCL Laws 
4 Endsleigh Gardens 
London 
WC1H 0EG 

(+44) 7831 612 367 

rjacob@ucl.ac.uk 

Hugh Laddie Professor of Intellectual Property Law and Director of the Institute of Brand and 
Innovation Law, University College London 
  
Having read Natural Sciences at Trinity College Cambridge, Sir Robin then simultaneously read for 
the Bar and took an LLB from the LSE. He was called to the Bar by Grays Inn in 1965. 
  
He practiced at the Intellectual Property Bar from 1967. From 1976 to 1981 he was the Junior 
Counsel for the Comptroller of Patents and for Government departments in intellectual property. 
He was appointed Queen's Counsel in 1981. His practice took him abroad often (Hong Kong, 
Singapore, Europe, USA, Australia). He was appointed to the Bench in 1993 and from the outset 
was a designated Patent Judge. From 1997 to 2001 he was Supervising Chancery Judge for 
Birmingham, Bristol and Cardiff. He was appointed a Lord Justice of Appeal in October 2003. He 
formally retired from the Court of Appeal in May 2011 to take up his current appointment. He 
continued to sit from time to time in Court of Appeal until April 2015. He acts as an arbitrator, 
mediator and expert witness on English or European law and is a member of the following arbitral 
bodies, SIAC, HKIAC, KLIAC, LCIA. and the International Arbitration Centre in Tokyo. He has 
written and edited a number of books and articles. 
  
He is Hon. Fellow of the LSE, an Hon. Fellow of St Peter’s College, Oxford, an Hon. LlD of the 
University of Wolverhampton, Hon. President of the UK branch of the Licensing Executive Society, 
Hon. President of the Association of Law Teachers. He was a Governor of the Expert Witness 
Institute from its foundation until 2004 and from 2012 until 2018. He was Treasurer of Grays Inn 
in 2007 and a Governor of the LSE from 1988 to 2017. He was awarded the Outstanding 
Achievement in IP award by MIP in 2012. He was a member of the Scientific and Advisory Board 
of the European Patent Office. He has written extensively on all forms of intellectual property. 
He often lectures, mainly on IP topics, both in the UK and abroad and is regularly consulted on IP 
matters by the UK government. He still is President of the Intellectual Property Judges’ 
Association (the association of European IP, particularly patent, judges). 

 



CARL JOSEFSSON 

President of the Boards of Appeal 

EPO - Boards of Appeal 

Boards of Appeal, Richard-Reitzner Allee 8, 85540 Haar, 
Germany 

(0049) 8923993000 

cjosefsson@epo.org 

2017- President of the Boards of Appeal, European Patent Office 
2013-2017 Senior Judge of Appeal, vice-chairman, Svea Court of Appeal and Swedish Patent 
and Market Court of Appeal 
2013-2016 Member of the UPC Advisory Panel 

2013 Director-General for Legal Affairs, Swedish Ministry of Education 
2005-2013 Deputy Director, Swedish Ministry of Justice, Division for Intellectual Property and 
Transport Law 
2009 Chair of the Council Working Party on Intellectual Property (Patents) 
2006 First Secretary, Swedish Embassy in Brazil 
2000-2005 Legal Adviser and Deputy Director, Swedish Ministry of Justice, Division for 
Intellectual Property and Transport Law 
1998-2000 Legal Adviser, Swedish Ministry of Justice, Division for Crime Policy 
1995 LL.M., Johann Wolfgang Goethe-Universität, Frankfurt am Main, Germany, EU-law 
1992 LL.B., Stockholm University 



 

 

SCOTT KIEFF 

Fred C. Stephenson Research Professor 
GW Law School 
202.994.4644  
skieff@law.gwu.edu  

www.law.gwu.edu/f-scott-kieff 

Founder  
Kieff Strategies LLC  
202.750.3484  
scott@kieffstrategies.com  
www.kieffstrategies.com 

The Honorable F. Scott Kieff is the Fred C. Stevenson Research Professor at GW Law 
School and the founder of Kieff Strategies LLC.    
 
Formerly a Commissioner of the US International Trade Commission, he was 
nominated by President Obama and confirmed unanimously by the Senate. He also 
has served as a senior government advisor during the Bush, Obama, and Trump 
Presidential Administrations on national security and economics.   
 
Through Kieff Strategies LLC he brings together fellow academics and former 
government officials to help firms in technology, finance, business, and law by 
conducting investigations and crisis management and providing strategic consulting, 
expert advice and testimony, as well as neutral services including mediation, 
arbitration, and compliance monitoring.   
 
A former law clerk to U.S. Circuit Judge Giles S. Rich, and graduate of MIT and Penn 
Law School, he was elected to the European Academy of Sciences and Arts in 2012.   

 



PAUL R. MICHEL

Legal Consultant 

Self-employed retired judge 

7305 Admiral Drive, Alexandria, VA 22307 

(571) 257-9066

prmichel@mindspring.com 

Retired as chief judge of the Court of Appeals for the Federal Circuit in 2010 after 22 years 
service. Presently consulting but spending most of the time on patent policy and advocating 
for revising patent law to improve clarity, predictability and make patents more reliable and 
enforceable when valid. Special concerns include eligibility, PTAB, injunctions, claim 
construction, obviousness and damages. 
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