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The Inter Partes Review (“IPR”) procedure created under the America Invents Act (“AIA”) of 

2011 was designed to create a speedy substitute for district court determinations of prior art 

invalidity challenges. IPR’s take place in the United States Patent and Trademark Office 

(“USPTO”), which is part of the executive branch of the United States federal government.  

But unlike prior procedures in the USPTO the AIA also created administrative law judges called 

Patent Trial and Appeal Board (“PTAB”) judges who have the same power to issue final 

judgements invalidating patents as do judges of the federal district courts.   Federal judges are 

part of the judicial branch of our government. Article III of the United States Constitution 

provides for these judges to be appointed by the President of the United States and approved by 

the Senate. By contrast, PTAB judges are appointed by the Secretary of Commerce in 

consultation with the Director of the USPTO. 35 U.S.C. §6(a) (2011).  

 Basically, the IPR is an adjudicative proceeding cloaked in an administrative proceeding. The 

IPR procedure has been very unpopular with patent owners because it has provided a lower cost, 

speedier, alternative to district court invalidity litigation and led to a significant number of patent 

invalidity judgements. Conversely, IPR’s have been popular with that segment of the economy 

that denounces what it calls “bad” patents and burdensome litigation. This conflict has led to 

numerous court challenges to IPR proceedings and the AIA. The fundamental structural 

dichotomy of one procedure with both adjudicative and administrative characteristics has been at 

the root of many of these litigations.   

A case involving medical device maker Arthrex, Inc. and its patent raise the most serious 

constitutional challenge to IPR procedures yet. Arthrex contends that the appointment of PTAB 

judges is unconstitutional under the Appointments Clause (U.S.Const. art. II, § 2, cl. 2.) The 

Supreme Court is in the process of deciding this issue and how any constitutional defect can be 

cured.  The Supreme Court heard argument on these questions on March 1, 2021 and a decision 

is expected by the end of June 2021. 

This paper explores the possible outcomes at the Supreme Court and the serious ramifications of 

some of those outcomes. The possible outcomes could imperil the viability of IPR’s going 

forward and create questions about the validity of decisions already made by unconstitutionally 

appointed PTAB judges.  
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BACKGROUND TO THE SUPREME COURT ARGUMENT 

The Federal Circuit Decision 

On October 31, 2019, the Federal Circuit unanimously held that the appointment process for 

PTAB administrative law judges was unconstitutional. But the Court also ruled that it solved the 

problem by making it easier to remove a PTAB judge from office. Arthrex v. Smith & Nephew, 

941 F.3d 1320 (Fed Cir. 2019). The Court’s analysis began with Article II of the Constitution, 

which sets forth the powers of the President and the structure of the executive branch of the 

government. The text makes clear that Officers, referred to as “Principal Officers” in case law1 

shall be nominated by the President with the “Advice and Consent of the Senate” while Congress 

may vest the appointment of “inferior Officers” in “the President alone, in the Courts of Law, or 

in the Heads of Departments.” The patent statute cited above appoints PTAB judges by a 

procedure applicable to an inferior officer. 

Arthrex argued that PTAB judges wield the authority of principal officers, and therefore had to 

be appointed by the President and approved by the Senate. Smith & Nephew argued that PTAB 

judges were only inferior officers, and therefore that the procedure for appointment of PTAB 

judges set out in 35 U.S.C. §6(a) (2011) was constitutional. In deciding the question of whether 

PTAB judges were principal officers or inferior officers, the Federal Circuit relied upon the 

principles established by the Supreme Court in Edmond v. United States, 520 U.S. 651 (Sup. Ct. 

1997). Edmond held that “there was no exclusive criterion” for this determination. Edmond,520 

U.S. at 661. The Federal Circuit in Arthrex described Edmond as emphasizing three factors: 

whether an appointed official (1) has the power to review and reverse the officer’s decision, 2) 

exercises supervision and oversight over the officer’s decision and 3) has the power to remove 

the officer. Arthrex, 941 F.3rd at 1329. 

The Federal Circuit held that with respect to PTAB judges: 1) the Director of the USPTO had 

insufficient review powers over the decisions of PTAB judges, supporting the conclusion that the 

PTAB judges were principal officers, 2) The Director of the USPTO had sufficient supervisory 

powers over PTAB judges to support the conclusion that PTAB judges were inferior officers, 

and 3) the limited opportunity to remove these judges from office under 5 U.S.C.§7513 

supported the conclusion that the PTAB judges were principal officers. After considering these 

and other facts, the Court concluded that the PTAB judges were principal officers. Id. at 1329-

1335. 

The Federal Circuit then addressed whether, under the principle of severability, the Court could 

declare a portion of the AIA statute unconstitutional and save the remainder of the statute. 

“Severing the statute is appropriate if the remainder of the statute is ‘(1) constitutionally valid, 

(2) capable of functioning independently, and 3) consistent with Congress’ basic objectives in 

enacting the statute.’ United States v. Booker, 543 U.S. 220, 258-59 (2005).” Arthrex, 941 F.3d 

at 1329-1335.  The Court ultimately decided that the portion of the Patent Act (35 U.S.C. §3(c) 

(2011)) applying Title 5 protections concerning removal from office to officers and employees of 

 
1 E.g., Edmond v. United States 520 U.S.651 (Sup. Ct. 1997)) 
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the government should be severed so that it did not apply to PTAB judges.  The Federal Circuit 

ordered that the PTAB decision be vacated and that a “new panel of APJ’s must be designated 

and a new hearing granted.” Id. at 1340. 

The Federal Circuit’s severance analysis was a clear effort to save the IPR procedure as a whole 

from being declared unconstitutional, with the smallest impact on the IPR procedure itself. 

Relying on Supreme Court precedent, the Federal Circuit recognized that if severance was 

justified, the Court needed to provide the “narrowest possible modification”. Id. at 1337. The 

Federal Circuit’s decision to strike restrictions on the ability of the Director of the USPTO to 

remove PTAB judges, was, in the Court’s view, the narrowest modification, because it gave the 

Director enough control over PTAB judges to convert those judges to inferior officers. 

Had the Federal Circuit decided instead to sever 35 U.S.C. §6(a) (2011), governing the 

appointment of PTAB judges, those judges would have to be appointed by the President and 

approved by the Senate. This would have required all current and future PTAB judges to 

conform to this procedure, which would have halted IPR procedures for months. It would have 

also cast a cloud over all prior decisions of PTAB judges. 

All parties sought rehearing en banc, which was denied. Four dissenting Federal Circuit judges 

disagreed with the decision’s cure, which made it easier to remove PTAB judges. The net of the 

dissents was that the cure reversed decades of legislation providing for removal protection for 

administrative law judges and could not have been what Congress intended. Removal protections 

are viewed as critical to preserving the independence of judges and the integrity of their rulings 

by protecting them from political and other improper influences,  

Immediate impact of Federal Circuit Decision 

The Federal Circuit vacated and remanded more than one hundred IPR decisions, instructing the 

Board to conduct new proceedings with a new panel of PTAB judges. In general, these were 

cases where a final written decision had been issued by the PTAB before the Federal Circuit’s 

Arthrex decision, and where the Appointments Clause challenge had been preserved. Seth W. 

Lloyd & Brian Mitsui, Supreme Court to Review Arthrex: Big Deal or Ho Hum, Morrison 

Foerster Federal Circuitry, October 13, 2020, https://www.mofo.com/resources/insights/201013-

supreme-court-to-review-arthrex.html. This led the Chief Administrative Patent Judge to issue a 

General Order dated May 4, 2020 holding all such matters in “abeyance” until “all appellate 

rights” have been exhausted.  

Supreme Court Cert Petitions and Briefings 

Arthrex, Smith & Nephew and the United States all filed petitions for a writ of certiorari. All 

three petitions were consolidated and were granted to review the following questions.  

1. Whether, for purposes of the Appointments Clause, U.S. Const. art. II, §2, cl.2, 

administrative patent judges of the U.S. Patent and Trademark Office are principal 

Officers who must be appointed by the President with the Senate’s advice and 

consent, or “inferior Officers” whose appointment Congress has permissibly vested in 

a Department head, and 

https://www.mofo.com/resources/insights/201013-supreme-court-to-review-arthrex.html
https://www.mofo.com/resources/insights/201013-supreme-court-to-review-arthrex.html
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2. Whether, if administrative patent judges are principal Officers, the court of appeals 

properly cured any Appointments Clause defect in the current statutory scheme 

prospectively by severing the application of 5 U.S.C. § 7513(a) to those judges. 

The parties and the United States, each of whom had filed their own petitions for certiorari, each 

filed their own briefs. Many amicus briefs were also filed, most of them on behalf of either pro 

or anti IPR constituencies. The Court record can be found at https://www.scotusblog.com/case-

files/cases/united-states-v-arthrex-inc/.  

 Arthrex argued that the Federal Circuit was correct in holding that these judges were indeed 

principal officers. According to Arthrex, while Edmond, supra, set forth a multiprong analysis 

for resolving the officer issue, because the decisions of PTAB judges could not be reviewed, 

modified or reversed by a superior executive officer, PTAB judges were necessarily principal 

officers. Arthrex further argued that the Federal Circuits’ remedy of permitting more supervisory 

control over PTAB judges by severing statutory tenure provisions for PTAB judges did not 

convert those judges into inferior officers and, in any event, was contrary to the will of Congress. 

Arthrex sought a dismissal of the inter partes review which resulted in the invalidation of its 

patent. 

Arthrex argued that Congress has long provided for tenure protections for administrative law 

judges. And with respect to the judiciary branch, Article III of the Constitution provides for 

tenure protections for federal judges. (“The Judges…shall hold their Offices during good 

Behaviour”). Arthrex pointed out that such protections are necessary to protect judges from 

political and other undue influence.  

For its part, Smith & Nephew argued that the Federal Circuit’s decision was incorrect and that 

PTAB judges were inferior officers.  Smith & Nephew also criticized Arthrex’s proposed 

remedy- a declaration that the entire IPR regime was unconstitutional. Smith & Nephew argued 

that the Supreme Court “Should Use A Scalpel, Not A Bulldozer” to save the IPR process (Smith 

& Nephew Response and Reply Br.44). Smith & Nephew suggested some alternates to the fix 

provided by the Federal Circuit. But the main thrust of its argument was to preserve the IPR 

process and not send it back to Congress.2 The United States advanced positions like those of 

Smith and Nephew. 

SUPREME COURT ARGUMENT 

The oral argument took place on March 1. Some top concerns expressed by the Justices in their 

questioning were 1) whether, in deciding the principal/inferior officer issue, the Court should 

follow the precedent of Edmonds or apply a bright line test like that proposed by Arthrex, and 2) 

to what extent, if any can the Director effect review of a PTAB decision he does not agree with 

and are the current powers of the Director related to review constitutionally sufficient. 

 
2 Throughout the proceedings, Smith & Nephew also argued that Arthrex had waived its constitutionality argument 
about the appointment of PTAB judges. This position failed   in the Federal Circuit and was not a part of the 
Supreme Court argument. 

at%20https:/www.scotusblog.com/case-files/cases/united-states-v-arthrex-inc/
at%20https:/www.scotusblog.com/case-files/cases/united-states-v-arthrex-inc/
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Interestingly, there was almost no discussion of that part of the Federal Circuit ruling severing 

the tenure protections for PTAB judges.  It appeared that Chief Justice Roberts and at least 

Justices Gorsuch, Kavanaugh and Barrett were skeptical of the government’s argument that the 

ability of the Director to remove the PTAB judges was a sufficient substitute for the ability of the 

Director to review and reverse the decisions of those judges. Both Chief Justice Roberts (Sup. Ct. 

Hr’g Tr. 29-30) and Justice Gorsuch (Id. at 40) also expressed due process concerns with this 

argument. 

Justice Kavanaugh took issue with the IPR structure: “this structure is a real break from 

tradition... perhaps the most telling indication of a constitutional problem is the lack of historical 

precedent…The lack of agency review of the ALJ decision by someone appointed by the 

President with the advice and consent of the Senate is absent here and is ordinarily present and 

historically has been present.” Justice Kavanaugh further expressed a second concern. “And 

then, second…decisions being made not by someone who is accountable in the way that the 

Appointments Clause demands.” (Id. at 22). 

Justice Kagan and Justice Gorsuch also focused on the uniqueness of the procedure at issue 

where there was no opportunity for review by the agency head. Justice Kagan called it a “strange 

bird.” (Id. at 37). Justice Kagan asked Smith & Nephew counsel if there was any history that 

explained it. Counsel responded that it was due to the “long and proud history of the Patent  

Office.”, referring in part to interference practice (Id. at 37-38). But counsel failed to 

acknowledge an important difference. In interference practice, the Board of Patent Appeals and 

Interferences, unlike the PTAB, did not issue a truly final decision. A dissatisfied party could 

bring an action in a federal district court to challenge the decision. See pre-AIA  35 U.S.C. §146. 

Further, for many years Examiners in Chief in the Patent Office were appointed by the President 

and confirmed by the Senate. (Arthrex Br. 57-58). 

During the argument by Arthrex, the Court delved into the question of how much review is 

necessary to meet constitutional standards. Arthrex counsel stated that the Director need only 

have the opportunity to review decisions. The Director did not actually have to review every 

decision (Sup. Ct. Hr’g Tr.55). Moreover, Arthrex stated that the Director could delegate 

decision making responsibility to others. (Id. at 55-56). 

Much of the remaining questions directed to Arthrex related to 1) the issue of severability and 

whether multiple options for fixing a constitutional problem meant that the Court should instead 

decline to sever, 2) what sections of the AIA statute would need to be changed and 3) the nature 

of the full relief sought by Arthrex. Justice Kavanaugh noted that one possible form of relief 

would be for the Supreme Court to declare the statute unconstitutional: “[w]e declares what the 

nature of the constitutional problem is … then we enter judgment, and then stare decisis means 

that that the constitutional problem exists for all cases.” (Id. at 83). Justice Barrett focused on 

severing the provision of 35 U.S.C. §6(c) (2011) which provides “[o]nly the Patent Trial and 

Appeal Board may grant rehearings.” (Id. at 86). 
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POSSIBLE OUTCOMES AND CONSEQUENCES 

It is always dangerous to predict a decision based upon oral argument. But the author believes 

that is fair to say that there is a significant likelihood that a majority of the Justices will hold that 

the appointment of PTAB judges is currently unconstitutional at least because the PTAB issues 

final decisions on patent validity which cannot be reviewed by the Director of the USPTO.  

Should the Supreme Court decide that the current procedure for appointing PTAB judges is 

unconstitutional, the Court can decide to either correct the situation by severing part of the statute 

or simply declare the appointment process unconstitutional and leave it to Congress to correct the 

problem. It was obvious during oral argument that the Court was looking for a way to employ 

severance to end the need for a return to Congress, where legislative action is uncertain and may 

never happen. This author has been a critic of the IPR procedure. 3 But IPR proceedings have been 

an integral part of the resolution of patent disputes in the United States for ten years, and it would 

be enormously disruptive if IPR proceedings just suddenly disappeared. 

The choices for severance include at least the following provisions of section 3 and section 6 of 

the Patent Act. 

35 U.S.C §3 OFFICERS AND EMPLOYEES 

*** 

      (c) CONTINUED APPLICABILITY OF SECTION 5.- Officers and employees of 

the Office shall be subject to the provisions of title 5, relating to Federal employees. 

[Tenure protections].  

35 U.S.C. §6 PATENT TRIAL AND APPEAL BOARD 

(a) IN GENERAL. *** The administrative patent judges shall be persons of 

competent legal knowledge and scientific ability who are appointed by the 

Secretary in consultation with the Director. *** 

(b) *** 

(c) 3-MEMBER PANELS. - Each appeal, derivation proceeding, post-grant review, 

and inter partes review shall be heard by at least 3 members of the Patent Trial 

and Appeal Board, who shall be designated by the Director.  Only the Patent Trial 

and Appeal Board may grant rehearings. 

Severing the second sentence of 35 U.S.C. 6(c) seemed to be on the top of the Supreme Court’s 

list during oral argument. In its opinion, the Court can point out that there just needs to be a 

procedure for review with the options as described at oral argument. Internal agency review is 

harmonious with the conduct of administrative proceedings in other administrative agencies. 

While rule making will be involved, it will likely be less time consuming then putting all PTAB 

judges current and future through the entire presidential/senate appointment process, which also 

 
3 See, e.g., Patricia A. Martone, How the United States Patent Office Became the Place Where Patents Go to Die, 
Who's Who Legal:Patents (June 2016), https://whoswholegal.com/news/features/article/33156/how-united-
states-patent-office-became-place-patents-go-die/ 

https://whoswholegal.com/news/features/article/33156/how-united-states-patent-office-became-place-patents-go-die/
https://whoswholegal.com/news/features/article/33156/how-united-states-patent-office-became-place-patents-go-die/
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would not solve the problem of the lack of agency review of a PTAB decision. The author 

believes that it is unlikely the Supreme Court will adopt the solution of the Federal Circuit -the 

removal of PTAB judges from the tenure protections of Title 5, U.S.C.  

There is one problem to saving the IPR through severance.  Severance is not proper if there are 

interlocking statutory provisions. In all the briefing and argument to date in Arthrex, no one has 

referenced 35 U.S.C. §316(a)(11) (2011). That statute requires the Director to issue regulations 

providing for a final decision to be rendered within twelve months of institution of an IPR, 

except that in cases where good cause is shown, the twelve-month period can be extended by six 

months. It is reasonable to conclude that there is a relationship between current section 6(c) and 

Congress’s desire for a speedy decision.  It is going to be difficult to fit an internal review 

proceeding into this compressed time frame.  

The USPTO has been struggling with this period from the beginning of the AIA. Its effort to find 

a short cut for IPR proceedings by cherry picking the petitions for selective institutions of less 

than all claims presented was declared by the Supreme Court to be contrary to the requirements 

of 35 U.S.C. §318(a) (2011).  SAS Institute v. Iancu, 138 S. Ct. 1348 (2018). As a result, if it 

decides to institute a petition, the PTAB must decide the patentability of all claims challenged in 

the petition. Another problem related in part to the compressed time frame has been the difficulty 

patent owners have had in obtaining any amendments to their claims. Patent owners whose 

patents are the subject of an instituted inter partes review are entitled to one motion to amend 

claims. 35 U.S.C. §316 (d) (2011). Those amendments have been hard to come by. The time 

frame for IPR decisions will not likely affect the Supreme Court ruling in Arthrex. But in the 

course of rulemaking, this problem may become a major issue for the USPTO and stakeholders. 

Finally, should the Supreme Court rule that the appointment of PTAB judges is unconstitutional, 

it would be appropriate for the Court to rule on what PTAB proceedings are affected by its 

decision. Will it be only PTAB hearings which have not taken place? What about the more than 

100 PTAB proceedings where the Federal Circuit vacated the PTAB’s decisions on Arthrex 

grounds. It would be helpful if the Supreme Court clarified the scope of its ruling. There is 

precedent to do so. For example, in Northern Pipeline v. Marathon Pipeline, 458 U.S. 50 (1982), 

the Supreme Court held that a statute providing a broad grant of jurisdiction to bankruptcy courts 

which did not meet the requirements of Article III of the Constitution was unconstitutional. The 

Court specifically held that its ruling would only apply prospectively because retroactive 

application would “visit substantial injustice and hardship” on prior litigants. Id. at 87-88. Such a 

ruling would make sense in the current situation. Perhaps vacated PTAB judgements requiring a 

new hearing will be viewed as being in the prospective category.  

There is much to anticipate in the Supreme Court’s decision. 

The End. 

 

 


