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21 Years of UDRP and ACPA, Development of Jurisprudence 
  

 Talk by Gerald M. Levine: 

I’m going to talk to you very briefly about a very large subject, namely the development of a 

jurisprudence for combatting cybersquatting, and I’m afraid I’m going to leave a lot unsaid.  

Before 1999, there was no dedicated mechanism for combatting abusive registrations of 

domain names and no case authority or jurisprudence for parties to consult about the rights and 

wrongs of registering domain names identical or confusingly similar to existing trademarks. A 

small number of civil cases had been litigated in U.S. courts between 1985 and 1999 applying 

emergent law under the Lanham Act and the Federal Trademark Dilution Act of 1995, but they 

essentially produced one-off decisions pitting U.S. based parties generally involving egregious 

instances of abusive registrations later described in House and Senate Reports.     

This situation changed in 1999 when the Internet Corporation for Assigned Names and 

Number (ICANN) implemented the Uniform Domain Name Dispute Resolution Policy (UDRP) 

and at the same time the U.S. Congress enacted the Anticybersquatting Consumer Protection Act 

(ACPA). There are similarities and differences of liability between these two regimes that 

stimulate the disparities in the developing bodies of law.  

With the implementation of the UDRP mark holders from every national jurisdiction 

suddenly had a supra-national  mechanism for challenging abusively registered domain names. 

Domain registrants are constrained to submit to UDRP’s jurisdiction by contractual agreement as 

part of the name acquisition process. This is not a domain name court, however. ICANN explained 

that the UDRP’s subject matter jurisdiction is limited to combatting a “narrow class of cases 

[designated as] ‘abusive registrations.’” It specifically “does not extend to cases where a registered 

domain name is subject to a legitimate dispute.”  
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Whatever the law emerging from U.S. federal courts between 1985 and 1999, when the UDRP 

opened for business it had for itself no dedicated body of law to draw upon. There was only the 

expectation that a body of law would emerge as Panels worked out the Policy’s direction through 

construction of its “minimalist” language.  

So, for example, the Panel appointed to decide the first UDRP case filed in December 1999 was 

confronted with a number of questions: What exactly does the mark holder have to prove? What 

happens if the domain registrant defaults? What is meant by rights or legitimate interests? And what 

factors should Panels employ in determining abusive registration? 

The basic remedies for cybersquatting under both regimes are the same, either 

cancellation or transfer of the domain name to the complaining mark owner. Also, both regimes 

have a degree of symmetry that recognizes lawful registrations of domain names in the form of 

remedies for reverse domain name hijacking.   

What must be underscored is that in both the UDRP and the ACPA, the law that 

developed is judge and Panel created, based on the separate constructions of the legislated 

policies.   

That first Panel determined that for a mark holder to prevail in a UDRP it must not only 

prove that the domain name was registered in bad faith, but that it was also being used in bad 

faith. In contrast, ACPA plaintiffs can prevail on proof of either registering, trafficking in, or 

using the domain name in bad faith. The first UDRP Panels quickly construed other provisions 

concerning its general powers and authority to draw inferences from the record in the event of 

default.  

The first year of the UDRP produced a spate of creative constructions that essentially 

established the direction of the jurisprudence. Many of these principles have no counterpart in 
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the ACPA, although there are principles formulated in federal courts that do have counterparts in 

the UDRP, such as nominative fair use as a defense to cybersquatting.    

Time is too short to dig into the development of these bodies of law, except to say that 

the World Intellectual Property Organization (WIPO) the original conceiver of the arbitral 

process that ICANN transformed into the UDRP, foresaw that the accumulation of decisions 

“should lead to the construction of a body of consistent principles that may provide guidance for 

the future.” WIPO’s belief that such a body of consistent principles would materialize has in fact 

been fulfilled.    

  As we contemplate the situation 21 years on, we can see that the UDRP and the ACPA 

have developed distinct and, in some respects, overlapping bodies of law. This comes about in 

part because as I have already mentioned there are differences in some of the core features.  

   For the ACPA  there are three or four streams of cases of which challenges to UDRP 

awards are only a small segment of federal cases. While the other streams may involve some of 

the same issues, they mostly combine trademark infringement, dilution, jurisdictional, and other 

tort issues which are outside the scope of the UDRP.  

The most important factor in the development of the UDRP which was recommended by 

WIPO and adopted by ICANN is that all decisions are publicly accessible, as they are for court 

decisions. This was a monumental policy decision because without an accessible database there 

can only be one-off decisions, which would be an environment hostile to the growth of a 

jurisprudence. Although I can’t get into it, ACPA decisions post-enactment starting building an 

entirely new set of principles from the statutory language, totally different from the prior 

Lanham Act case law.     
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 If there were more time, I would talk to you about such diverse issues as the rise of the 

secondary market for the acquiring and selling of domain names and for the ACPA a deeper look 

at the animating principles. Thank you. 

  


