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The Supreme Court Cases
• Oil States Energy Sevices LLC v. Greene’s Energy 

Group LLC  584 U.S. ___ 1138 S.Ct. 1365; 126 
USPQ2d 1293 (2018)

• S.A.S. Institute Inc. v. Iancu 584 U.S. ___ 138 S. Ct. 
1348; 126 USPQ2d 1307 (2018)

• WesternGeco LLC v. Ion Geophysical Corporation 
585 U.S. ___138 S. Ct. 2129; 127 USPQ2d 1001 
(2018)

• Helsinn Healthcare S.A. v. Teva Pharmaceuticals 
USA Inc 586 U.S. ___ 2019 WL 271945 129 USPQ2d 
1189 (2019). 



Oil States Energy Sevices LLC v. 
Greene’s Energy Group

• Question: Whether inter partes review—an adversarial 
process used by the Patent and Trademark Office (PTO) to 
analyze the validity of existing patents—violates the 
Constitution by extinguishing private property rights through 
a non-Article III forum without a jury.

• Answer: in a 7-2 decision the Court held that the challenges 
raised against the constitutionality of inter partes review 
proceedings in the case had failed, but that this did not mean 
that patents should necessarily be treated as being anything 
other than private property for other purposes or that 
challenges on other grounds would necessarily fail,



• The basis for the Court’s decision was that Inter 
partes review is “simply a reconsideration of [the] 
grant [of a patent] and Congress has permissibly 
reserved the PTO’s authority to conduct that 
reconsideration.” The Court has previously 
recognized that “franchises” can be qualified by 
making them subject to the authority of an executive 
agency. The same reasoning applied here. The fact 
that for some purposes patent are recognized as 
private property does not change this. 



• The dissenters were Gorsuch J and Roberts CJ who 
saw patents as private rights whose validity should 
not be decided by a “political appointee”, noting that 
at the time of US independence validity   could only 
be challenged in court in England and that “the 
Constitution cannot secure the people’s liberty any 
less today than it did the day it was ratified”. 

• Gorsuch J. raised some interesting issues as to  
whether grant of a patent is simply recognition of an 
inchoate right an inventor had in his or her invention



• The decision had been seen as leaving open other 
Constitutional challenges to the new review 
procedures.  However, in Advanced Audio Devices, 
LLC v. HTC Corp., the Court declined certiorari on the 
question of whether inter partes review (“IPR”) of 
patents filed before enactment of the Leahy-Smith 
America Invents Act (“AIA”) violates the Takings 
Clause of the Fifth Amendment to the U.S. 
Constitution. 



S.A.S. Institute Inc. v. Iancu
• Question: Whether the PTAB is required  in an inter 

partes review  to issue a final written decision with 
respect to the patentability of every claim challenged 
by the petitioner, or whether the Board can issue a 
final decision with respect to the patentability of only 
some of the patent claims challenged as the the
Federal Circuit had held.

• Answer: a final written decision is required on all 
claims that have been challenged



• 35 USC 318(a) provides
• “[i]f an inter partes review is instituted and not dismissed 

under this chapter, the [Board] shall issue a final written 
decision with respect to the patentability of any patent claim 
challenged by the petitioner. . . .”

• The practice of only deciding on only some of the challenged 
claims was therefore contrary to the clear wording of the 
statute and so there was no need to consider whether the 
Patent Office practice of considering only the validity of claims 
that survived its initial determination of whether to institute a 
review was  entitled to Chevron deference.



• Ginsburg, Breyer, Sotomayor and Kagan JJ dissented 
and would have held that when read in context the 
reference in the statute to “any claim challenged by 
the petitioner” did not have to be read as referring 
to the original petition but could instead be read as 
referring to claims on which review had ben 
instituted and this would be consistent with an 
objective of providing a speedy decision and avoiding 
redundancy of effort by the PTAB. 



Consequences of S.A.S decision

• Following the decision, the PTAB rules were 
amended to require that a decision be issued on 
every claim that had been challenged.

• Time limits in many pending cases had to be 
extended to allow consideration of grounds on which 
review had originally been denied to allow for all 
challenges to be considered.

• Some indication that PTAB may be becoming tougher 
in its decisions on whether to institute proceedings. 



• Prior to the Supreme court decision, Judge Newman 
had dissented on Federal Circuit decisions to uphold 
the PTO rule because this created problems in 
applying the estoppel provisions of the AIA with 
respect to issues that could be raised in other 
proceedings. Federal Circuit had held (Shaw 
Industries v. Automated Creel) no estoppel was  
created for grounds on which review was not 
instituted.  Now  estoppel applies  for all grounds 
raised or which reasonably could have been raised in 
the IPR or PGR challenge.



WesternGeco LLC v. Ion 
Geophysical Corporation

• Question: Whether the Federal Circuit erred in 
holding that lost profits arising from combinations of 
components occurring outside of the United States 
where one of the components specially adapted  for 
use in the combination is exported from the U.S. are 
categorically unavailable in cases where patent 
infringement is proven under 35 U.S.C. § 271(f).

• Answer: the plaintiff was entitled to compensation 
for all damages flowing from that act of infringement 
of a US Patent



• The Federal Circuit had affirmed a finding of infringement 
under 35 USC 271(f)(2)  but declined to award damages 
resulting from acts taking place outside the United States on 
the basis that this would be an extraterritorial application of 
U.S. patent law.

• Supreme Court opined that although there was a general 
presumption that federal laws apply only within the territorial 
jurisdiction of the United States “if the conduct relevant to 
the statute’s focus occurred in the United States, then the 
case involves a permissible domestic application” of the 
statute, “even if other conduct occurred abroad.”



• Here an act of supplying the components to be used in 
producing a combination that if produced in the U.S. would 
infringe a U.S. patent, occurred in the U.S in breach of 35 USC 
271(f)(2).  Therefore the loss of foreign profits resulted from 
an act of infringement within the U.S.

• 35 USC 284 provides that: “the court shall award the claimant 
damages adequate to compensate for the infringement.”.  
There was no need to exclude damage arising outside the U.S. 
resulting from an act of infringement within the U.S.

• A dissent by  Gorsuch J, joined by Breyer J  raised concerns 
that the decision would invite other countries to use their 
own  laws and courts to assert control over acts in the U.S.



Does WesternGeco apply to other 
infringing acts?

• The Federal Circuit has agreed to interlocutory 
review of whether  its 2013 decision in Power 
Integrations v. Fairchild Semiconductor Int’l was 
correctly decided.  In that case, it ordered a retrial on 
the assessment of damages resulting from direct 
infringement (manufacture of the patented product 
in the United States) to exclude damages from 
foreign sales that had been included in the original 



Helsinn Healthcare S.A. v. Teva
Pharmaceuticals USA Inc

• The AIA mended the relevant part of 35 USC 102 to read:

• A person shall be entitled to a patent unless — The claimed 
invention was patented or described in a printed publication 
or in public use or on sale or otherwise available to the public, 
before the effective filing date of the claimed invention.

• Question: did the  words mean that under the new law a sale 
of an article falling within the patent claims before the critical 
datewas only prior art if it made the nature of the invention 
available to the public



• Answer: No
• The 1829 decision in Pennock v. Dialogue had held:
• “it would materially retard the progress of science and the 

useful arts” to allow an inventor to “sell his invention publicly” 
and later “take out a patent” and “exclude the public from any 
farther use than what should be derived under it and noted 
that an “on-sale” bar had been present in every patent statute 
since 1836.

• it could not be concluded that by adding the words “or 
otherwise available to the public” to the statute, Congress had 
intended to change the prior law on this subject.



Pending Before the Supreme Court
Certiorari has been granted to review
• Return Mail Inc. v. U.S. Postal Service 868 F. 3d 

1350 (Fed. Cir. 2018)
• Iancu v. NantKwest 898 F.3d 1177 (Fed. Cir. 

2018)



Return Mail Inc. v. U.S. Postal 
Service

• Question: whether the Federal Circuit was correct 
hold that a government entity is a “person” having 
the right to challenge a patent under the covered 
business method review procedures where a claim 
had been asserted against it for compensation, even 
though the AIA S 18(a) requires a suit for or charge of 
“infringement” as a prerequisite for such a challenge 
and under 28 USC 1498(a) government entities have 
a right to use the invention subject to payment of 
compensation.



Iancu v. NantKwest

• Question: whether the Federal Circuit was correct in 
holding that where a patent applicant chooses to 
challenge a rejection of the application by the PTO 
through a civil action in the district court rather than 
an appeal to the Federal Circuit, the provision in 35 
USC 145 that the applicant must pay all of the Patent 
office’s “expenses” did not extend to payment of 
attorney fees.



The Solicitor-General’s opinion on whether 
to grant certiorari has been requested in:

• RPX Corporation v. ChanBond LLC,  (unreported)

• Ariosa Diagnostics, Inc. v. Illumina, Inc. 705 F. App’x
1002, 

• Texas Advanced Optoelectronic Solutions, Inc. v. 
Renesas Electronics America, Inc. 895 F.3d 1304 (Fed. 
Cir. 2018), 

• HP Inc. v. Berkheimer 881 F.3d 1360 (Fed. Cir. 2018)

• Vanda Pharmaceuticals Inc. v West-Ward 
Pharmaceuticals International Inc and Hikma887 F.3d 
1117 (Fed. Cir. 2018)



RPX Corporation v. Chanbond LLC

• Question: whether the Federal Circuit was correct in 
holding that an unsuccessful petitioner in inter 
partes review only has the right to appeal to the 
Federal Circuit if it suffered a “patent inflicted injury” 
because the Constitutional Article III requirement 
limiting the role of federal courts to deciding “cases 
or controversies” has to be met, notwithstanding the 
fact that Congress specifically provided for an appeal 
and the challenger’s failure in inter partes review has 
an estoppel effect against its use of the failed 
arguments in other proceedings.



Texas Advanced Optoelectronic Solutions, 
Inc. v. Renesas Electronics America, Inc
• Question: whether the Federal Circuit has correctly 

interpreted  35 U.S.C. § 271(a)’s provision that  a 
person directly infringes a patent whenever she 
“offers to sell” a patented invention “within the 
United States.” by reading that provision to mean 
that such offers for sale are only infringements 
where “the location of the future sale that would 
occur pursuant to the offer” is domestic.



Other Issues on which petitions for 
certiorari are pending include

• Whether the PTAB’s determinations of whether an IPR or PGR 
challenge is time-barred are subject to appeal. Dex Media v. 
Click-to-Call 899 F.3d 1321(Fed.Cir. 2018)

• Whether existence of a “blocking patent” affects evaluation of 
objective criteria of non-obviousness Acorda v. Roxanne 
Laboratories 903 F.3d 1310 (Fed. Cir. 2018).

• Whether the “something extra” required by the Mayo/Alice 
test must be ”in the physical realm” InvestPic LLC v. S.A.P 
America Inc 890 F.3d 1016 (Fed. Cir. 2018)



Dex Media v. Click-to-Call

• 1. Whether 35 U.S.C. § 314(d) permits appeal 
of the PTAB’s decision to institute an inter 
partes review upon finding that § 315(b)’s 
time bar did not apply.

• 2. Whether 35 U.S.C. § 315(b) bars institution 
of an inter partes review when the previously 
served patent infringement complaint, filed 
more than one year before the IPR petition, 
had been dismissed without prejudice.



35 USC 101

• Case law since Mayo and Alice has essentially 
focused on two questions:

• 1) were the claims “directed to” an abstract idea and
• 2) if so did they have the necessary “something 

extra” that meant that they did not preempt that 
idea and claimed an inventive application of it that 
was not a well understood, routine, and conventional 
activities previously known to the industry’. 



HP Inc., v. Berkheimer

• Question posed to Supreme Court: whether the Federal 
Circuit erred in holding  that although patent eligibility is a 
matter of law, there may be underlying questions of fact that 
need to be resolved, especially in determining whether an 
application of a judicial exception was “something is well-
understood, routine, and conventional to a skilled artisan at 
the time of the patent” as required by the second step of the 
Mayo/Alice test 



• If the Fed. Cir. was correct this provides a 
possible defense against a quick disposition of 
the case and requiring that when challenged,

• Patent Office examiners now have to provide 
support for any statement that the application 
of an abstract idea natural law etc. was well 
known or conventional.



Vanda Pharmaceuticals Inc. v West-Ward 
Pharmaceuticals International Inc

• Question whether patents that claim a method of medically 
treating a patient automatically satisfy Section 101 of the 
Patent Act, even if they apply a natural law using only routine 
and conventional steps.

• Fed. Cir. majority held patent-eligible claims to a method for 
treating a patient suffering from schizophrenia with known 
compound iloperidone by determining whether the patient is 
a CYP2D6 poor metabolizer by genoptyping a sample from the 
patient and treating the patient with doses based on the 
results of the genotyping.  The majority distinguished the 
Supreme Court’s decision in Mayo on the basis that the claims 
required actual administration of a drug in specific amounts.



• Prost CJ dissented seeing nothing in the claims that satisfied 
the second step of the Mayo/Alice analysis.

• Case essentially highlights the basic contradiction in Mayo 
that the steps in Mayo applying the natural law are 
conventional and so do not contribute to patent eligibility 

• and its statement
• We need not,…, now decide whether were the steps at issue 

here less conventional, these features of the claims would 
prove sufficient to invalidate them. For here, as we have said, 
the steps add nothing of significance to the natural laws 
themselves. Unlike, say, a typical patent on a new drug or a 
new way of using an existing drug, the patent claims do not 
confine their reach to particular applications of those laws.      



• The problem is that once one has the 
diagnosis, the treatment to follow may well be 
“conventional’.



InvestPic LLC v. S.A.P America Inc
• Question in in certiorari petition: Whether the 

“something extra” required by the Mayo/Alice test 
must be “in the physical realm”

• Claim was for a method for calculating, analyzing and 
displaying investment data using a statistical method 
employing a bias parameter was found to be an 
abstract idea even though the method used an 
improved mathematical analysis.

• Fed. Cir, saw “no plausibly alleged innovation in the 
nonabstract application realm.”



Finjan Inc. v. Blue Coat Systems 
Inc 125 USPQ2d 1282 (Fed. Cir. 2018)

• Fed. Cir. upheld a finding of patent eligibility for a 
method of providing computer security.

• The invention involved a new kind of file that enables 
a computer security system to do things it could not 
do before including using  behavior-based threats as 
opposed to simple code comparison making more 
nuanced virus filtering possible.  The claims were 
therefore directed to a non-abstract improvement in 
computer technology.



PTO Guidance January 7 2019

• Divides Step I of the Alice/Mayo analysis into 
two prongs:

• Prong One: Whether the Claim Recites a 
Judicial Exception

• Prong Two: Whether the Recited Judicial 
Exception Is Integrated into a Practical 
Application 



• In addressing the first prong, the Guidance 
seeks to draw general conclusions from the 
Federal Circuit’s case law as to what 
constitutes a judicial exception and tries to 
“streamline” previous guidance.

• On the second prong, the guidance states a 
broad principle, but its examples are all 
narrowly defined applications based on 
Federal Circuit case law



Athena Diagnostics v. Mayo Collaborative 
Services Feb, 2019 WL 453489 

• Claim was for a method for diagnosing 
neurotransmission or developmental 
disorders related to [MuSK] in a mammal 
using specific techniques.



Judge Newman’s dissent
• would have found the claim patent eligible on the basis that 

the inventors did not patent their scientific discovery of MuSK
autoantibodiesS. Rather, they applied this discovery to create 
a new method of diagnosis, for a previously undiagnosable
neurological condition.  Providing patent protection for such 
diagnostic methods fulfilled an important policy objective.

• She would have found the claims  patent-eligible under Step 1 
of the Alice/Mayo test because this method of diagnosing 
Myasthenia Gravis is not a law of nature, but a man-made  
chemical-biomedical procedure.



The majority ( Lourie and Stoll JJ)
Stated in footnote 4:

• The dissent states much that one can agree with ,,,, including 
“the public interest is poorly served by adding disincentive to 
the development of new diagnostic methods.” … providing 
patent protection to novel and non-obvious diagnostic 
methods would promote the progress of science and useful 
arts. But, whether or not we … might agree or not that these 
claims only recite a natural law, the Supreme Court has 
effectively told us in Mayo that correlations between the 
presence of a biological material and a disease are laws of 
nature, and “[p]urely ‘conventional or obvious’ ‘[pre]-solution 
activity’ is normally not sufficient to transform an 
unpatentable law of nature into a patent-eligible application 
of such a law,



• In effect Judge Newman was applying the new 
PTO Guidance.  The majority questioned 
whether the Mayo/Alice test was met.

• The majority comment illustrates the 
frustration of Federal Circuit judges.  As noted 
by Judge Plager in a concurrence in Interval 
Licensing v. AOL 896 F.3d 1335 (Fed.Cir.2018) 
where a computer readable medium for a 
content display system was found ineligible.



• This emperor clearly has no clothes; we need not 
wait for our children to tell us this. The legitimate 
expectations of the innovation community, as well as 
basic notions of fairness and due process, compel us 
to address this § 101 conundrum. his emperor clearly 
has no clothes; we need not wait for our children to 
tell us this. The legitimate expectations of the 
innovation community, as well as basic notions of 
fairness and due process, compel us to address this §
101 conundrum.



Bicameral Bipartisan Frame work 
April 17, 2019 

• Leaders of the Senate Judiciary Subcommittee on Intellectual 
Property’s and House IP released a framework for addressing 
the problems of 35 USC 101 including:.

• Defining, categories of statutory subject matter which alone 
should not be eligible for patent protection, for example:

• ▪ Fundamental scientific principles;

• ▪ Products that exist solely and exclusively in nature;

• ▪ Pure mathematical formulas;

• ▪ Economic or commercial principles;

• ▪ Mental activities.

• • But a “practical application” of these should  be eligible..

• •



35 USC 102

• GoPro, Inc. v. Contour IP Holding LLC 128 
USPQ2d 1447 (Fed. Cir. 2018)

• Acceleration Bay LLC v. Activision Blizzard Inc, 
128 USPQ2d 1507 (Fed. Cir. 2018) 

• Ariosa v Illumina

• Barry v. Medtronic 127 USPQ2d 1208 (Fed. Cir. 
2018)



GoPro, Inc. v. Contour IP Holding LLC

• Federal Circuit found a catalog available at a “dealers 
only” trade show was a “printed publication” 
reversing the PTAB which had held that because the 
trade show was not open to the general public, the 
catalog was not relevant to an obviousness analysis. 
The Fed. Cir. reasoned that the catalog had not been 
treated as being confidential and that a sufficient 
number of the relevant public had attended the 
show and had access to it that it was sufficiently 
publicly accessible to be a “printed publication”.



Acceleration Bay LLC v. Activision 
Blizzard Inc

• A paper uploaded on to Computer Science 
and Reports Library of the University of 
California, San Diego that was indexed by title, 
year and author but not accessible by key-
word searching was found not to meet the 
printed publication requirement because it 
was not sufficiently accessible to members of 
the public using reasonable diligence.



Ariosa v Illumina
decision on cert pending)• Question: Do unclaimed disclosures in a published patent 

application and an earlier application it relies on for priority 
become prior art as of the earlier application’s filing date, or, 
as the Federal Circuit held, does the prior art date depend on 
whether the published application also claims subject matter 
from the earlier application?

• Fed Cir had issued a brief decision affirming PTAB decision 
that had relied on an earlier Fed. Cir. decision  Dynamic 
Drinkware LLC v. National Graphics Inc. The court reasoned 
that to be effective as prior art, the application being cited 
had to be one where the published  application made a valid 
claim to priority from the provisional, and this required that it 
contained a claim entitled to priority from the provisional. 



Barry v. Medtronic
• The majority of the Federal Circuit held no on-sale 

bar or public use bar where a surgeon had carried 
out three operations involving a new surgical method 
and system for payment more than one year prior to 
patent filing date, but had only completed his 
evaluation of the success of the method on the third 
patient less than one year prior to the filing date.

• The majority held that the use was experimental and 
that the invention was not ready for patenting until 
the evaluation of all three patients was competed.



35USC 103

• Blocking Patents



Acorda v. Roxanne Laboratories
• Question posed to Supreme Court: Did the 

Federal Circuit err in holding that objective indicia of 
non-obviousness may be partially or entirely 
discounted where the development of the invention 
was allegedly "blocked" by the existence of a prior 
patent, and, if so, further erred by making an implicit 
finding that an invention was "blocked," without 
requiring evidence of or making a finding of actual 
blocking, and in the face of evidence to the contrary.



• In carrying out its analysis of whether the objective 
criteria (especially the claimed success of the 
invention) in favor of patentability, the Federal Circuit 
had held that  protection against competition 
provided by an earlier blocking patent may be 
relevant to the commercial success of a later 
invention falling within the scope of the claims of the 
earlier patent and so raise doubts as to whether the 
success of the later invention was attributable to its 
inventiveness. 



Pay for Delay
• FTC continues to use Section 5 of the FTC Act to attack 

agreements between patent owners and ANDA applicants 
seeking to market generic versions of patented drugs in which 
the parties settle litigation by the patent owner making 
payment to the ANDA applicant to delay marketing to a later 
date.

• February 19, 2019 FTC announced global settlement with Teva
in which Teva agreed for a period of 10 years not to enter 
patent infringement settlement agreements including reverse 
payment transferring value from the brand to the generic.



In re Impax Laboratories

• The FTC applied Supreme Court’s 2013 Actavis decision to 

overturn its own ALJ’s decision that a reverse payment of at 

least $47 million to stay off the market for 2.5 years was on 

the basis that the generic was in fact unlikely to have entered 

the market any earlier than was permitted by the agreement 

and other aspects of the settlement, in particular grant of a 

broad license  had a pro-competitive effect.  

• The full Commission disagreed,  finding that the agreement 

was between parties having market power involving a “large” 

payment and was unjustified, at least in part because any 

procomtetitive effects were not linked to the reverse 

payment.



Are Patents owned by Native American tribes 
Immune from PTAB Review?

• Earlier PTAB decisions had held that absent a waiver, state 
sovereign immunity protected patents owned by state entities 
in PTAB review proceedings

• Indian tribes also have a form of sovereign immunity, 
although on a different basis from the states.

• Allergan assigned patents to the Mohawk St. Regis Tribe 
hoping for tribal sovereign immunity protection.

• Failed- Federal Circuit questioned whether any sovereign 
immunity applied to administrative proceedings for enforcing 
federal law.  Per Oil States, IPRs were corrective proceedings.

• Supreme Court denied certiorari.



DESIGN PATENT CASES

• In re Maatita 900 F.3d 1369 127 USPQ2d 1640 
(Fed. Cir. 2018)

• Advantek Marketing v. Shanghai Walk-Long 
Tools 898 F.3d 1210  127 USPQ2d 1615 (Fed. 
Cir. 2018).



In re Maatita
Application 29/404,677 for an athletic shoe bottom.



• PTAB had rejected as being indefinite The Federal 
Circuit disagreed holding that the key question was 
whether one would be able to determine whether 
something was an infringement form the figures

• “Because a designer of ordinary skill … could make 
comparisons for infringement purposes based on the 
provided, two-dimensional depiction, Maatita’s claim 
meets the enablement and definiteness 
requirements of § 112”

• Not showing all possible depth choices did not 
preclude this. 

• However, three dimensional drawings still required  
where the article being claimed was one which is 
inherently three dimensional (such as an entire shoe)



Figs 1 and 5 as filed



• A restriction requirement had been made  between 

the gazebo with (Fig 5)and without (Fig 1) a roof.  The 

applicant elected the non-roof embodiment.  

• Alleged infringement had a roof.

• Fed. Cir. reversed the district court finding of PHE 

because the accused product falls outside the scope 

of the purported surrender. The election was to the 

ornamental design for a kennel with a particular 

skeletal structure. A kennel embodying patented 

structural design infringes regardless of extra 

features, such as a roof, that might be added.



Protection for Plants

• Protection for asexually reproduced plants has traditionally 
been effected by plant patents.  However since the 1994 
Federal Circuit decision in Imazio Nursery Inc v. Dania 
Greenhouse making it quite difficult to prove infringement 
there has been pressure to provide alternative means of 
protection

• The Agriculture Improvement Act 2018 Section 10108 
amended the Plant Variety Protection Act to add protection 
for asexually reproduced plants to the protection previously 
provided for plants reproduced from seeds or tubers.



Thank You!

Feel Free to direct any questions you may have to:

Presenter: John Richards
* jrichards@ladas.com
( +1.212.708.1800

www.ladas.com
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