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The Rogers v Grimaldi First Amendment Defense
Gordon v Drape, 897 F3d 1184 (9th Cir 2018)



The Rogers Test

Trademark law to applies only to artistic or expressive works where the public interest in 
avoiding consumer confusion outweighs the public interest in free expression 

• Plaintiff has the burden of it has a protectable trademark
• Defendant's use of the mark is likely to cause confusion; and
• Mark satisfies one of Rogers’ two prongs, that it either

• is not artistically relevant to the underlying work 
or
• explicitly misleads consumers as to the source or content of the work



What is Artistic Relevancy under Rodgers?

• “Level of artistic relevance of the mark in the work must merely be above zero…”
• For artistic relevance to be above zero, the mark must relate to the defendant’s 

work and the defendant must add its own artistic expression beyond that which is 
represented by the mark…
• The artistic relevance analysis does not simply assess whether the mark is 

relevant to the underlying work, but also examines whether the use of the mark 
is relevant to the defendant’s own artistry…  
• The use of a mark is not artistically relevant when a defendant uses it merely to 

appropriate the goodwill in the mark or for no reason



Fictional Trademark Use that Blocks Real-World Trademark Use
Viacom Int’l, Inc v IJR Capital Investments LLC, 891 F3d 178 (5th Cir 2018)



Viacom v IJR Capital Investments

The underlying purposes of trademark are to protect goodwill…[to] 
protect consumers against confusion and monopoly… Extending 
trademark protection to elements of television shows that serve as 
source identifiers can serve those purposes at 188



Necessity of Proving Irreparable Harm for a Preliminary Injunction
Adidas America, Inc v Skechers, USA, 890 F3d 747 (9th Cir 2018



Adidas v Skechers

“The tension between adidas’s consumer confusion and irreparable 
harm theories, then, boils down to this: How would consumers who 
confused Cross Courts for adidas shoes be able to surmise, from afar, 
that those shoes were low quality? If the “misled” consumers could not 
assess the quality of the shoe from afar, why would they think any 
differently about adidas’s products? How could adidas’s “premium” 
brand possibly be hurt by any confusion?”



Latches Defense
Pinkette Clothing v Cosmetic Warriors Ltd 894 F 3d 1015 (9th Cir 2018)

Cosmetic Warriors Pinkette Clothing



Pinkette

• Laches is always available as a defense to a cancellation action 

• Unlike copyright and Patent there is statute of limitations in Lanham 
Act 


