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Exhaustion of the rights conferred by a trade mark

1. A trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been 
put on the market in the Union under that trade mark by the proprietor or with the proprietor's 
consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to 
oppose further commercialisation of the goods, especially where the condition of the goods is 
changed or impaired after they have been put on the market. 

Most common example: Repacking of goods

Identical to Art. 15 EUTMR

Art. 15 TMD
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Basic findings

• According to the settled case law of the Court, use of the adverb 
“especially” in Art. 15 para. 2 TMD indicates that alteration or 
impairment of the condition of marked goods is given only as an 
example of what may constitute legitimate reasons.

• The Court has held that damage done to the reputation of a 
trade mark may, in principle, be a legitimate reason, within the 
meaning of Art. 15 para. 2 TMD, allowing the proprietor of the mark 
to oppose further commercialisation of luxury goods which have 
been put on the market in the EEA by him or with his consent.

Relevant decisions

• Case C-59/08 – Copad/Dior

• Case C-63/97 – BMW/Deenik

• Case C-337/95 – Dior/Evora

Reputation of a trade mark may be a legitimate reason to 

oppose further commercialisation of luxury goods

CJEU Case law
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Facts

• One of Nomination's products is a 'composable bracelet'. It consists 
of individual links which may be detached from each other and 
relinked in any order to the taste of the wearer. These include 'base 
links', which bear the NOMINATION device mark. 

• Defendants bought Nomination 'base bracelets' from retailers of 
Nomination's products in Germany and Italy. The bracelets were 
disassembled into individual links. Defendants sold single 
Nomination base links bundled together with a single Defendants’ 
link. The Defendants’ link was supplied in a blister pack and the 
Nomination base link was in a small plastic bag bearing a label 
'Manufactured by Nomination Italy Repackaged by Defendants'.

Intellectual Property Enterprise Court, Judgment of 13 March 2019, IP-2017-000209

Nomination vs. Brealey

Exhaustion denied
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Reasons

• Looking at this as a matter of general principle, it is not clear to me 
why Nomination should have a sound basis for objecting to the 
onward sale under the Trade Marks of links taken from their 
bracelets unless there are legitimate reasons for doing so, in which 
case Art. 15 para. 2 TMD applies. 

• I must reach a view as to whether it is likely that Defendants’ 
packaging will damage the reputation of the Trade Marks and 
thereby Nomination. I think it is likely. I am satisfied that the 
elegant packaging of Nomination's bracelets will convey an image of 
luxury to purchasers and that this increases the reputation of the 
Trade Marks. The receipt of Nomination's products in a small 
polythene bag is likely to damage that reputation. 

Intellectual Property Enterprise Court, Judgment of 13 March 2019, IP-2017-000209

Nomination vs. Brealey

Exhaustion denied
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Facts

• Kanebo manufactures and sells Japanese luxury cosmetics under 
the trademarks “KANEBO” and “SENSAI”. 

• Real is a German supermarket chain. It sold grey market goods of 
Kanebo’s luxury cosmetics through its online shop and one of its 
supermarkets.

• It is undisputed between the parties that the goods sold by Real 
have been put on the market in the European Union by Kanebo or 
with its consent.

Higher Regional Court of Düsseldorf, Judgment of 6 March 2018, I-20 U 113/17

Kanebo vs. Real

Exhaustion denied
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Reasons

• The requirements of Art. 15 para. 1 EUTMR are fulfilled. [...] 
However, exhaustion of the trademark rights in question has not 
occurred because the requirements of Art. 15 para. 2 have been met. 

• Court refers to CJEU’s judgment in the Coty case.

• The permanent and extensive distribution of the cosmetic products 
in question on the defendant's online platform is capable of 
significantly impairing the image of the trade marks. The way in 
which the goods are presented there draws the marks into the 
everyday and ordinary.

Higher Regional Court of Düsseldorf, Judgment of 6 March 2018, I-20 U 113/17

Kanebo vs. Real

Exhaustion denied

Coty Germany vs. Parfümerie Akzente
CJEU, Judgment of 6 December 2017, C-230/16

• The Court has already held that the quality of [luxury] goods is not just the result of 
their material characteristics, but also of the allure and prestigious image which 
bestow on them an aura of luxury, that that aura is essential in that it enables 
consumers to distinguish them from similar goods and, therefore, that an impairment 
to that aura of luxury is likely to affect the actual quality of those goods.

• The internet sale of luxury goods via platforms which do not belong to the selective 
distribution system for those goods involves a risk of deterioration of the online 
presentation of those goods which is liable to harm their luxury image.
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General considerations (CJEU in C-291/16 – Schweppes)

• The case law relating to the principle that trade mark rights may be exhausted is intended to reconcile 
the fundamental interest in protecting trade mark rights, on the one hand, with the fundamental 
interest in the free movement of goods within the internal market, on the other.

• The specific purpose of trade mark rights is, in particular, to guarantee to the proprietor of a trade mark 
that he has the right to use that trade mark for the purpose of putting a product into circulation for the 
first time […]. In order to determine the exact extent of this right exclusively conferred on the proprietor 
of the trade mark, regard must be had to the essential function of the trade mark, which is to 
guarantee the identity of the origin of the trade marked product to the consumer or end user 
by enabling him, without any possibility of confusion, to distinguish that product from goods having 
another origin.

Good times for proprietor’s of luxury trade marks in the European Union?

Outlook


