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¾ The New Standard—Halo (2016)
l Finding the Seagate standard too onerous, the Supreme Court:

1. Eliminated the objective recklessness requirement (i.e. the 
“objective prong”). Now the willfulness inquiry is solely 
based on the subjective knowledge of the infringer at the 
time of the infringement, but it is only one factor in 
determining enhanced damages.

2. Eased even further the willful infringement standard. The 
burden of proof for willful infringement is now the same level 
as infringement – the preponderance of the evidence 
standard. 
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¾ Takeaways from Halo:
Halo expands the availability of enhanced damages.
l Post-Halo, a finding of willfulness requires only that the patent 

holder prove to the jury that the infringer actually knew or should 
have known that its actions constituted an unjustifiably high risk 
of infringement of a valid and enforceable patent. 
� But a finding of willfulness does not require enhanced 

damages.  The trial court still may assess a variety of factors.
l Future courts should focus on the actions the accused 

infringer takes at the time of the accused infringement, not 
just the positions taken during litigation. Therefore, an 
accused infringer cannot wait until litigation to develop defense 
arguments.
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¾ Though Halo overturned the Seagate test for willful infringement, 
other holdings regarding opinions of counsel and waiver decided 
before Halo remain intact:

¾ EchoStar (Fed. Cir. 2006)
l Holding: An advice of counsel defense waives privilege and immunity 

regarding all communication related to the same subject matter.
� Includes, but is not limited to, opinion letter, factual/technical material relied on 

by opinion counsel, other opinions of counsel (whether relied on or not), 
communications between opinion counsel and others relying on the opinion

¾ Seagate (Fed. Cir. 2008)
l Holding: “[A]s a general proposition . . . asserting the advice of 

counsel defense and disclosing opinions of opinion counsel do not 
constitute waiver of the attorney-client privilege for communications 
with trial counsel [and] relying on opinion counsel's work product does 
not waive work product immunity with respect to trial counsel.”
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¾ Opinions of counsel are not required:
l Knorr-Bremse (Fed. Cir. 2004 en banc):  “[N]o adverse inference 

shall arise from invocation of the attorney-client and/or work 
product privilege.”  

l See also Seagate: “[P]laintiff does not dispute that an accused 
infringer has no affirmative duty to obtain advice of counsel, and 
that its failure to do so does not give rise to an adverse inference 
with respect to willfulness.”

¾ Codified in AIA:  35 U.S.C. § 298:  Advice of Counsel
“The failure of an infringer to obtain the advice of counsel with respect
to any allegedly infringed patent, or the failure of the infringer to
present such advice to the court or jury, may not be used to prove that
the accused infringer willfully infringed the patent or that the infringer
intended to induce infringement of the patent.”
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¾ Visteon Global Technologies, Inc. v. Garmin International, Inc., 
No. 10-cv-10578, 2016 WL 4396085 (E.D. Mich. Aug. 18, 2016) 
(Judge Borman)
l The defendant filed a motion in limine to exclude evidence that it had obtained 

opinions of counsel and had decided not to waive attorney-client privilege to 
use those opinions at trial.

l The court held that the plaintiff would be able to submit evidence that the 
defendant had failed to provide an opinion of counsel at trial, but could not 
present evidence that the defendant had in fact obtained an opinion of 
counsel and had chosen not to waive privilege and present it at trial.

¾ Takeaway: Worry over receiving a “bad” opinion of counsel should be 
a lesser consideration when deciding whether or not to consult 
outside counsel regarding non-infringement and invalidity.  If an 
unfavorable opinion of counsel is received, an accused infringer may 
limit its disclosure before the jury to the fact that the accuser failed to 
provide an opinion of counsel at trial.  This is the same evidence the 
jury would have received if the accused infringer had not presented 
an opinion of counsel at all.  
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¾ A recent district court opinion stayed consistent with the pre-
Halo jurisprudence regarding opinion of counsel and waiver

¾ Zen Design Group Ltd. v. Scholastic, Inc., 327 F.R.D. 155
(E.D. Mich. 2018) (Judge Cleland)
l Relying on EchoStar and Seagate, the court tackled the question of what 

separates opinion counsel and trial counsel, and found that “a bright-line rule for 
waiver of trial counsel's pre-suit communications and documents is not 
appropriate.”

l As the defendant’s trial counsel had previously provided the defendant with an 
opinion of counsel regarding the same patent in a different litigation, the court 
found that waiver extended to trial counsel in this litigation.

¾ Takeaway: Parties should strictly police the separation between opinion 
counsel and trial counsel when seeking non-infringement and invalidity 
opinions for advice of counsel defenses.
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¾ Accused infringers may not wield privilege regarding opinions of 
counsel in any manner they please.

¾ Innovention Toys, LLC v. MGA Entertainment, No. 07-6510, 2017 
WL 3206687 (E.D. La. Mar. 8, 2017) (Judge Morgan)
l The defendant, attempting to avoid waiver of privilege, wished to introduce the 

substance of its outside opinions of counsel through the testimony of its in-house 
counsel rather than submitting the letters themselves.

l The court held that this was an impermissible attempt to use opinions of counsel 
as both a sword and a shield.  The court would not permit use of the in-house 
counsel’s testimony unless defendant agreed to allow a deposition of the in-
house counsel on this advice and related communications.  

l Defendant declined, and therefore produced no evidence of receiving opinions of 
counsel.

¾ Takeaway: Parties will likely receive resistance if they attempt to be 
evasive regarding opinions of counsel, by trying to receive the benefits 
without risking the consequences.  Attempts to skirt waiver of privilege 
while still receiving the benefits of producing opinions of counsel at trial 
will likely fail.


