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Sections 1(a), 45 Lanham Act
• require that neither the mark itself nor the 

identified goods or services are unlawful.

• If the marks or the goods/services are 
unlawful under federal law, there can be no 
lawful use in interstate commerce and the 
registration must be refused.



§37 C.F.R.§2.69 Compliance with 
other laws

When the sale or transportation of any product 
for which registration of a trademark is sought is 
regulated under an Act of Congress, the Patent 
and Trademark Office may make appropriate 
inquiry as to compliance with such Act for 
the sole purpose of determining lawfulness 
of the commerce recited in the application.



The requirement in practice

• Examining attorneys are checking 
websites

• Examining Attorneys check specimens 
of use

• Resulting in either inquiry or refusal



A Look at the register

• Registrations: 328 containing term 
“marijuana”, 547 containing the term 
“cannabis”, e.g. for
– On-line journals, namely, blogs featuring social 

and medical benefits of cannabis
• Pending applications: 1778 containing the 

term “cannabis”, 623 containing term 
“marijuana”



But isn’t cannabis legal now?

• No, it is still illegal under Federal Law
– Marijuana remains a controlled substance 

under the Controlled Substances Act
– “Drug paraphernalia” are illegal, too

(defined in§863 (d) CSA)
• Recreational and/or medical use is legal 

in some form in 33 states, though



How to get a trademark 
registration?

• State registrations
• Register for legal products

• Marketing swag 
• Blogs etc.



How to get a trademark 
registration?

• For paraphernalia
– Consider a limiting addition to the 

description of goods and services
• Vaporizers not for use with marijuana



What about common law?

• Yes, possibly, with all the limitations. 
– Use requirement
– Geographical limitation



Food for Thought

• Is the ban going too far because 
cannabis is legal (in some form) in 33 
states?



In re Brown (TTAB 2016)

• refusal to register the mark HERBAL 
ACCESS for “retail store services featuring 
herbs”

• “Thus, the fact that the provision of a product 
or service may be lawful within a state is 
irrelevant to the question of federal 
registration when it is unlawful under federal 
law.”



In re Brown (TTAB 2016)

• “we do not address whether use not 
lawful under federal law, but not 
prosecuted by federal authorities, is 
thereby rendered sufficiently lawful to 
avoid the unlawful use refusal” (Fn. 3)



Food for Thought

• Trademark law serves a purpose
– Avoid consumer confusion
– Protect good will
– Serve as a quality assurance



In re JJ206, LLC, dba JuJu 
Joints (TTAB 2016)

• POWERED BY JUJU and JUJU JOINTS for 
“smokeless marijuana vaporizers”

• “We  cannot  simply  disregard the 
requirement of lawful use […] regardless of 
the alleged […] consumer consequences of 
denying registration, and  regardless  of  any  
analogies  between  marijuana  and  other  
goods  that  do  not  violate the CSA.”



Food for Thought

• The USPTO issues patents for cannabis 
related patentable inventions



Food for Thought

• Is a ban of registrations for the cannabis 
industry even constitutional?
– What about In Re Tam?
– What about In Re Brunetti?



Food for Thought

• What’s the difference between cannabis 
trademarks and trademarks for other 
illegal goods or services?



Detour: CBD

• CBD short for cannabidiol, an extract of 
the hemp plant that is not psychoactive

• USPTO used to reject applications 
• Agriculture Improvement Act of 2018 

removes hemp from the CSA
• Governed by the FDA now



Detour: CBD

• USPTO currently holding most applications
• Registration seems possible as long as the 

goods are not edibles
– 87 registrations for goods and services relating to 

CBD
– 1290 applications pending
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