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Appeal from PTAB decisions 
in post grant challenge 

proceedings
•  35 USC 319 states provides that party 
dissatisfed  ith the fnal  ritten decision 
of the PTAB in inter partes revie  
proceedings may appeal the decision  and 
that any party to the inter partes revie  
shall have the right to be a party to the 
appeal. 

• 35 USC 314 (d) states that he 
determination by the Director  hether to 
institute an inter partes revie  under this 
section shall be fnal and nonappealable.

• 35 USC 329 and 35 USC 324(e) set out 
similar provisions for post grant revie .



Wi-Fi One LLC v. 
Broadcomm Corporation (en 

banc)
•  In a 9-4 decision authored by Judge Reyna the 
Federal Circuit overruled its prior Achates 
decision and held that the Supreme Court’s 
decision in Cuozzo v. Lee did not preclude all 
appeals from decisions to implement proceedings 
and that the language of the statute barred 
appeals only to decisions on implementation of 
revie   made under “this section” (35 USC 314) 
and so left open the possibility of judicial revie  
of  hether the timeliness requirements of 35 USC 
315 (requiring that revie  must be requested no 
more than one year after petitioner or its privies 
had been sued under the patent) had been met. 



Aqua Products Inc. v. Matal

• A badly fractured Federal Circuit 
found that, at least so far as the 
current Patent Ofce rules are 
concerned, if the patent o ner seeks 
to amend its claims in contested post 
grant proceedings, contrary to the 
PTAB’s holding, the challenger bears 
the burden of proving the proposed 
claim is invalid on the balance of 
probabilities.  



• Prior to this decision, the PTAB had 
held in decisions such as Idle-Free 
that  hen seeking to amend claims 
in PTAB proceedings, the patent 
o ner bore the burden of sho ing 
that the proposed amended claims 
 ere patentable not only over the 
prior art cited in the proceedings but 
also over other prior art kno n to it.



O’Malley J

• A plurality of judges on the court 
• “believe that § 316(e) unambiguously 
requires the petitioner to prove all 
propositions of unpatentability, including 
for amended claims. This conclusion is 
dictated by the plain language of § 316(e) 
….. Because a majority of the judges … 
believe the statute is ambiguous on this 
point,  e conclude in the alternative that 
there is no interpretation of the statute by 
the Director of the .. PTO to  hich this 
court must [give Chevron deference]” 



• And  e believe that, in the absence 
of any required deference, the most 
reasonable reading of the AIA is one 
that places the burden of persuasion 
 ith respect to the patentability of 
amended claims on the petitioner. 
Finally,  e believe that the Board 
must consider the entirety of the 
record before it  hen assessing the 
patentability of amended claims 
under § 318(a) …



The relevant statutory 
provisions

• 35 USC 316(e) states that in an inter 
partes revie  instituted under this 
chapter, the petitioner  shall have 
the burden of proving a proposition 
of unpatentability by a 
preponderance of the evidence.

• 35 USC 316 (d)(1) amendments are 
to be made motion and the 
proponent of a motion bears the 
burden to sho  the motion should be 
accepted.



• She sa  the burden being limited to 
sho ing that the movant complied  ith 
the timing and procedural requirements 
for making the motion, but not to  ho 
bore the ultimate burden of sho ing 
patentability.

• Reyna and Dyk JJ sa  the statutory 
language as ambiguous, but  ould have 
upheld any rule made by the Patent Ofce 
to place the burden on the patent o ner 
had such a rule been made properly, but 
that  as not the case here. 



• Taranto J, Prost CJ, Chen and Hughes 
JJ sa  the statutory authority given 
to the Director of the PTO to make 
rules for the procedure to be follo ed 
in IPR and PGR as sufcient to permit 
the PTO to require the patent o ner 
to bear the burden of sho ing that 
the proposed amendments  ere 
patentable. 



Follo ing the decision, the 
Chief  PTAB judge stated

• In light of the Aqua Products decision, the Board 
 ill not place the burden of persuasion on a 
patent o ner  ith respect to the patentability of 
substitute claims presented in a motion to 
amend. Rather, if a patent o ner fles a motion to 
amend (or has one pending) and that motion 
meets the requirements of 35 U.S.C. § 316(d) 
(i.e., proposes a reasonable number of substitute 
claims, and the substitute claims do not enlarge 
scope of the original claims of the patent or 
introduce ne  matter), the Board  ill proceed to 
determine  hether the substitute claims are 
unpatentable by a preponderance of the evidence 
based on the entirety of the record, including any 
opposition made by the petitioner. 



Bosch Automotive 
Service Solutions v. 

Mattal
• Held, contrary to the PTAB holding, 
that the burden of proof  ith respect 
to the patentability of amended 
claims lies  ith the challenger not 
only on cases  here the issue is one 
of distinguishing the prior art but 
also in considerin g  hether the 
propsed amended claims meet the 
defniteness requirements of 35 USC 
112. 



Claim Interpretation

• In 2016 in Cuozzo v. Lee the 
Supreme Court endorsed the use of 
the “broadest reasonable 
construction in light of the 
specifcation of the patet in  hich it 
appears” test in PTAB post grant 
challenge proceedings.

• But the interpretation must be 
“reasonable”



Microsoft Corp. v 
Proxyconn 

•  the Federal Circuit reversed PTAB 
claim constructions that construed 
the term “other computers” as 
including a computer previously 
specifed in the claim and the terms 
“sender” and “receiver” computers 
as including intermediaries on the 
basis that these constructions  ent 
beyond  hat  as reasonable.



Google LLC v. Net ork-1 
Technologies Inc

• The term in question  as “non-exhaustive 
search”.  Contrary to a “natural” meaning 
given by the PTAB, the Federal Circuit 
based on a reading of the specifcation 
held this to mean “a search that locates a 
match  ithout conducting a brute-force 
comparison of all possible matches, and all 
data  ithin all possible matches”.

• The Court remanded to the PTAB for 
further consideration on the correct 
interpretation.



Sophos Limited v. Iancu

• The term in question  as “are 
ranked”  hich  as construed in such 
a  ay that the claims  ere found to 
be obvious over the prior art.

• The Federal Circuit found “nothing in 
the claims, the specifcation or the 
prosecution history” supported the 
PTAB claim interpretation and so the 
interpretation  as “divorced from the 
specifcation” and the case 
remanded for further consideration.



Arendi S.A.R.L v. Google 
LLC

• In this case the PTAB gave t o 
alternative reasons for fnding claims 
obvious. The Federal Circuit afrmed 
the decision based on only one of 
them.   In doing so, the Federal 
Circuit criticized the PTAB for having 
disregarded a clear prosecution 
history disclaimer in its use of the 
broadest reasonable interpretation of 
the claims.  



Polaris Industries Inc v. 
Arctic Cat Inc.

• The Federal Circuit sa  no basis in its 
jurisprudence for the PTAB’s reliance on 
“subjective preference”  as a factor to be 
considered as a motivation to modify the 
teaching of a prior art reference in an 
obviousness analysis.  The Court further 
concluded that the PTAB had failed 
properly to consider the patent o ner’s 
argument that the art taught a ay from 
 hat  as claimed and substituted an 
analysis of  hat the prior art indicated 
could be done for a proper motivation 
analysis.



What to do  hen the PTAB 
is  rong?

• A concern sho n in many cases is that the 
PTAB has failed to give a clear explanation 
for its decisions.

• Although the requirements made depend 
on context, PTAB must give explanations 
“capable of being reasonably .. discerned 
from a relatively concise …discussion” (In 
re Nuvasive Inc) 

• In Icon Health & Fitness Inc. v. Strava 
Inc. Rovalma S.A. v. Bohler-Edelstahl 
GmbH & Co, Arista Networks v Cisco 
Systems the Federal Circuit remanded to 
the PTAB to apply explain itself better.



Icon Health & Fitness 
Inc. v. Strava Inc (Inter 
partes re-examination)

• On some of the claims it  as found 
that the PIAB had failed to make 
requisite factual fndings or give an 
adequate explanation of reasons for 
fnding obviousness having based its 
conclusions on argument rather than 
evidence.



Rovalma S.A. v. Bohler-
Edelstahl GmbH & Co

• PTAB failed sufciently to lay out the basis for its 
implicit fndings that PHOSITA  ould “at least 
inherently completed selection steps set out in 
the claim” and  hy other steps  ere obvious.  
Additionally the PTAB had not explained  hy 
PHOSITA  ould have been motivated to modify 
certain characteristics of alloys kno n in the prior 
art.

• Consequently “the board has not provided a 
sufciently focused identifcation of relevant 
evidence pr explanation of its inferences” for the 
court to confdently revie  the PTAB’s decision.



Arista Networks Inc. v. 
Cisco Systems Inc

• The Federal Circuit found that the 
PTAB had failed to explain  hy a 
particular piece of prior art that  as 
cited as part of an obviousness 
attack failed to disclose a claim 
limitation in such a  ay that the 
Federal Circuit could understand it 
and remanded the case for further 
consideration.



DSS Technology 
Management v. Apple Inc 

• The Court simply reversed the PTAB 
decision despite a dissent by Judge 
Ne man  ho pointed out that reversal 
 as not a proper remedy for the PTAB 
having failed to explain its decision 
adequately.  

• The key issue  as  hether the evidence 
provided a motivation to modify the prior 
art and the majority found that the 
evidence fled to sho  motivation sufered 
serious defects and that there  as no 
other evidence in the case that might 
correct them



SAS Institute Inc. v. 
ComplementSoft LLC 

• On November 27, 2017 Supreme Court heard oral 
argument on the question of

• Whether 35 U.S.C. § 318(a),  hich provides that 
the Patent Trial and Appeal Board in an inter 
partes revie  "shall issue a fnal  ritten decision 
 ith respect to the patentability of any patent 
claim challenged by the petitioner," requires that 
Board to issue a fnal  ritten decision as to every 
claim challenged by the petitioner, or  hether it 
allo s that Board to issue a fnal  ritten decision 
 ith respect to the patentability of only some of 
the patent claims challenged by the petitioner, as 
the U.S. Court of Appeals for the Federal Circuit 
held.



• The practical signifcance of this is 
 hether there is any estoppel efect 
from a challenge if no fnal decision 
is given by the PTAB on a challenged 
claim.



Thank You!

   Feel Free to direct any questions you may have 
to:

Presenter: John Richards
 jrichards@ladas.com
 +1.212.708.1800
   .ladas.com
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