
"Conflict of laws: Does the UK Court have jurisdiction to rule on infringement and/or 
validity of a US Patent? Why are we getting involved?" 
 

In Lucas Film v Ainsworth [2011] UKSC 39 the UK Supreme Court decided that a 

claim for infringement of copyright in respect of acts committed in the United States 

by a party domiciled in England was justiciable in the English Courts. In Chugai v 

UCB [2107] EWHC 1216 the Patents Court decided that a claim for a declaration of 

non-infringement of a US Patent against a patentee with a UK branch was justiciable 

in the UK, but that it would not have accepted jurisdiction over a direct challenge to 

validity.  Have we drawn the line in the right place? What business is it of ours? 

 The Lucasfilm decision 

1. For many years, there was a widespread perception that claims for infringement of 

foreign intellectual property rights against persons domiciled in England were not 

justiciable in the courts of England and Wales.  However, this perception was 

changed by the decision of the Supreme Court in Lucasfilm Ltd v Ainsworth [2011] 

UKSC 39; [2012] 1 AC 20. In that case, the defendants, operating from England, 

produced replicas of storm-trooper helmets featured in the Star Wars films for public 

sale, without the consent of the claimants. Some of the replica helmets were sold to 

buyers in the USA. The claimants sought enforcement of their United States 

copyright in the UK proceedings.  Service was effected in the UK and no question of 

personal jurisdiction arose. 

2. The Court of Appeal held that the English court did not have jurisdiction to decide a 

claim concerning infringement of a foreign copyright. In reaching this conclusion, it 

relied upon the decision of the Court of Appeals of the Federal Circuit in Voda v 



Cordis (2007) 476 F 3d 887 (Fed Cir) that infringement of a foreign patent was not 

justiciable in the USA. 

3. The Court of Appeal in Lucasfilm applied a rule, developed in the context of real 

property, to a claim for infringement intellectual property. It held that the rule in 

British South Africa Co v Companhia de Moçambique [1893] AC 602 (“the rule in 

Moçambique”) that the English court has no jurisdiction to entertain an action for the 

determination of the title to, or the right to possession of, foreign land, or the 

recovery of damages for trespass to such land, was an example of a general principle 

which applied not only to foreign land, but also to claims for infringement of foreign 

intellectual property rights, including copyright, irrespective of whether issues of title 

or validity were involved; and irrespective of whether the rights required registration. 

4. Jacob LJ set out powerful reasons in support of this conclusion at [175] of his 

judgment; [2009] EWCA Civ 1328: 

i) The rule in Moçambique is not limited to claims about land, nor to claims 

about title or validity of the foreign right relied upon. Infringement of an IP 

right is essentially a local matter involving local policies and local public 

interest. It is a matter for local judges. 

ii) Enforcement may involve a clash of the IP policies of different countries.  

iii) Extra-territorial jurisdiction will involve a restraint on actions in another 

country – an interference which prima facie a foreign judge should avoid.  

iv) If national courts of different countries all assume jurisdiction there is far too 

much room for forum-shopping, applications for stays on forum non 



conveniens grounds, applications for anti-suit injunctions and applications for 

declarations of non-infringement. 

v) Those concerned with international agreements about copyright have refrained 

from putting in place a regime for the international litigation of copyrights by 

the courts of a single state. A system of mutual recognition of copyright 

jurisdiction and of copyright judgments could have been created but it has not. 

vi) All of the considerations which led the Court of Appeals in Voda to decline 

jurisdiction over foreign patent claims apply equally to enforcement of a 

foreign copyright. 

vii) There was no sustainable difference in principle between questions of 

subsistence or registration of the right and its infringement.  

5. The Supreme Court disagreed.  It held that it was necessary to understand the context 

from which the rule in Moçambique had originated. It explained at [59] that:  

“The leading cases all involved unusual factual situations in which the 
claim had major political ramifications, and in which, therefore, issues 
of international law and comity were engaged.” 

6. The Supreme Court then considered the Australian decision in Potter v Broken Hill 

Pty Co Ltd [1905] VLR 612; affd. (1906) 3 CLR 479, which had been widely cited in 

case law as extending the Moçambique rule to foreign patents.  It held that its 

reasoning had been fatally undermined by the enactment of section 30(1) of the Civil 

Jurisdiction and Judgments Act 1982, which abolished the rule insofar as it extended 

to trespass; [71] – [72]. The Supreme Court stated that: 

“[76] The consequence is that in the United Kingdom the trespass 
aspect of the Moçambique rule has no application as regards land in 
other member states, and (subject to the controversial question of the 



applicability of article 2) can only apply to land outside the member 
states where a question of title is involved: see Dicey, Morris & 
Collins, Conflict of Laws, 14th ed (2006), vol 2, paras 23–025–23–
027.” 

7. The Supreme Court also made clear at [108] – [109] that the modern trend is in favour 

of the enforcement of foreign intellectual property rights in the English court, where 

validity is not challenged and there is no issue of policy which would militate against 

enforcement of foreign copyrights.  

8. It follows that the rule in Moçambique, in its attenuated form, does not affect the 

jurisdiction of the English court in respect of claims for infringement of foreign 

copyrights. Indeed, the reasoning of the Supreme Court applies generally to 

infringement of intellectual property rights and this is how the effect of its reasoning 

has been understood. In Actavis v Lilly [2012] EWHC 3316 (Pat) [29], [86] – [94] 

Arnold J rejected a forum non conveniens challenge to a claim for a declaration of 

non-infringement of foreign patents, where validity was not in issue. The rejection of 

non-justiciability challenges in such cases of infringement of intellectual property 

rights is also supported by Dicey, Morris and Collins on the Conflict of Laws (15th 

Edition) at [34.027].  

9. However, the Supreme Court in Lucasfilm did not decide that the issue of the validity 

of foreign patents which were outside the scope of the Brussels I Regulation was 

justiciable in the English Courts.   Lords Walker and Collins said at [106] that:  

“It is possible to see how the rationale of the Moçambique rule can be 
applied to patents, at any rate where questions of validity are involved. 
For example, the claims might touch on the validity of patents in 
sensitive areas, such as armaments, and that no doubt is part of the 
rationale for article 22(4) of the Brussels I Regulation.” 

The Chugai decision  



10. In Chugai v UCB [2017] EWHC 1216 the Patents Court decided that a claim for a 

declaration of non-infringement of a US Patent against a patentee with a UK 

branch was justiciable in the UK.  In so doing, it rejected an argument that a decision 

on infringement of a US Patent by the English Court would be contrary to the 

doctrine of foreign act of state. This doctrine was considered by the Supreme Court 

in Belhaj v Straw [2017] UKSC 3; [2017] 2 WLR 456 at [121] – [123]. Three rules 

were set out (although there was some doubt about the scope of at least the second 

rule): 

i) An English court will recognise, and will not question, the effect of a foreign 

state’s legislation or other laws in relation to any acts which take place or 

take effect within the territory of that state. 

ii) An English court will recognise, and will not question, the effect of an act of 

a foreign state’s executive in relation to any acts which take place or take 

effect within the territory of that state. 

iii) An English court will refrain from adjudicating upon certain issues because 

they involve a challenge to the lawfulness of the act of a foreign state which 

is of such a nature that a municipal judge cannot or ought not rule upon it. 

11. The policy underlying the doctrine was analysed by Lord Sumption at [225] – [227], 

He stated that the doctrine is based upon the principle of comity, which he preferred 

to call “an awareness that the courts of the United Kingdom are an organ of the 

United Kingdom”. He explained that “Like any other organ of the United Kingdom, 

the courts must respect the sovereignty and autonomy of other states.” He also held 

that “the act of state doctrine is influenced by the constitutional separation of 

powers, which assigns the conduct of foreign affairs to the executive.” 



12. The act of state doctrine, in the context of intellectual property claims, was 

considered by the Supreme Court in Lucasfilm at [81] – [86]. In summary, Lords 

Walker and Collins said: 

i) In the United States the act of state doctrine has been used as a basis for non-

justiciability of the validity of foreign trade mark and patent rights.  

ii) The act of state doctrine was also invoked more recently in the United States 

as a ground for refusing to allow the addition of claims for infringement of 

parallel foreign patents to claims for infringement of United States patents, in 

litigation in which validity was in issue: Voda v Cordis Corp (supra).  

iii) On the other hand, the act of state doctrine was held not to apply where, in a 

dispute arising out of a patent licence, the issue was one of interpretation of 

the patent, and not of validity: Fairchild Semiconductor Corpn v Third 

Dimension (3D) Semiconductor, Inc (2008) 589 F Supp 2d 84 , 98 (D Me). 

iv) In the case of copyright infringement, it has been held that the act of state 

doctrine has no application because there is no need to pass on the validity of 

acts of foreign government officials.  

13. They also held that Potter v Broken Hill Pty Co Ltd [1905] VLR 612 stood alone in 

using the act of state doctrine as an impediment to actions for infringement of foreign 

intellectual property rights. The Supreme Court agreed with the dissenting Judgment 

of Circuit Judge Newman in Voda v Cordis Corpn 476 F 3d 887, that “not every 

governmental action and not every ministerial activity is an act of state” and with the 

Court of Appeals for the Third Circuit in Mannington Mills, Inc v Congoleum Corpn 

(1979) 595 F 2d 1287, 1293–1294 (3d Cir) which was “unable to accept the 



proposition that the mere issuance of patents by a foreign power constitutes … an act 

of state” 

14. At [86] Lords Walker and Collins said: 

“[86] It has been said that the grant of a national patent is "an exercise 
of national sovereignty" (Jenard Report on the Brussels Convention 
(OJ 1979 C59, pp 1, 36)), and the European court has emphasised that 
the issue of patents necessitates the involvement of the national 
administrative authorities (Case C-4/03 Gesellschaft für 
Antriebstechnik mbH & Co KG (GAT) v Lamellen und Kupplungsbau 
Beteiligungs KG (LuK) [2006] ECR I-6509, para [23]). But in England 
the foreign act of state doctrine has not been applied to any acts other 
than foreign legislation or governmental acts of officials such as 
requisition, and it should not today be regarded as an impediment to an 
action for infringement of foreign intellectual property rights, even if 
validity of a grant is in issue, simply because the action calls into 
question the decision of a foreign official. (emphasis added).” 

15. In the Belhaj case, the Supreme Court specifically referred to Lucasfilm. Lord Mance 

stated at [73] that: 

“(iv) Acts of officials granting or registering intellectual property 
rights have been held to be outside any doctrine of foreign act of 
state: Lucasfilm Ltd v Ainsworth [2011] UKSC 39; [2012] 1 AC 208.” 

  Lord Neuberger stated at [162] that: 

“[161] Further, such recent authority as there is in this jurisdiction 
tends to support a limited interpretation of the second rule. 
In Lucasfilm Ltd v Ainsworth [2012] 1 AC 208, para 86, Lord Walker 
and Lord Collins said that "in England the foreign act of state doctrine 
has not been applied to any acts other than foreign legislation or 
governmental acts of officials such as requisition", and so refused to 
apply it to the grant of a patent.”  

16. In Chugai, the Patents Court held that the decision of a patent examiner to grant a 

patent is not an act of state. Any party may challenge the validity of the patent in 

court proceedings, which is quite different from an attempt to challenge legislation or 

government acts such as requisition. Therefore, the act of state doctrine is not an 



impediment to an action for infringement of foreign intellectual property rights, even 

if the validity of the grant is in issue. 

Direct challenges to validity of foreign patents 

17. In Chugai, the Patents Court decided to venture where angels fear to tread. It 

addressed, obiter, whether direct challenges to the validity of foreign patents which 

are outside the scope of article 22(4) of the Brussels I Regulation (for example claims 

for revocation or declarations of invalidity) are justiciable here. It referred the view 

of Professor Briggs in Civil Jurisdiction and Judgments (6th Ed, 2016) states at 

[4.09]: 

“The grant of a patent is closer to an act of sovereign power than many; if a court 
considers that a patent should be held to be invalid and cancelled as a result, it is hard to 
see how this can be done and made effective by a court other than at the place where the 
patent was granted and must now be cancelled. Moreover, as the Brussels 1 Regulation 
reserves proceedings which have as their object the validity of a patent to the courts of the 
Member State under which it was granted, it would be difficult to attack a rule of the 
common law which was built on the same foundation.” 

18. The court considered that there are powerful arguments that such direct challenges, 

where validity is the principal issue, are not justiciable. In particular: 

i) There is basis for drawing a distinction between claims for infringement and 

invalidity of patents.  A claim of infringement is an action in personam, 

which affects the parties to the action.  A patent is a monopoly right in rem, 

which applies to the entire population of the territory in which it is granted. 

ii) This distinction is reflected in the allocation of jurisdiction in the Brussels I 

Regulation. Article 24(4) compulsorily allocates jurisdiction over a dispute 

concerning the validity of a patent to the courts of the Member State in which 

(or for which) that patent is registered; the article does not apply to claims for 

infringement. 



iii) The rule in Moçambique no longer applies to claims for damages for 

trespass. However, it continues to apply to actions for the determination of 

the title to, or the right to possession of, foreign land. Infringement of patent 

is analogous to trespass, whereas validity is analogous to a challenge to the 

title to or right to possession of land. 

iv) As well as comity, the Moçambique rule is founded on the principle of 

territoriality. Lord Neuberger stated in Shergill v Khaira [2014] UKSC 33; 

[2015] AC 359 at [41] that the rule was “probably best regarded as 

depending on the territorial limits of the competence of the English courts or 

of the competence which they will recognise in foreign states”.  

v) Patents are local monopolies which involve local policies and local public 

interest. Their effect is territorially limited. Their validity should be matters 

for the local judges of the country in which the patent right was first created: 

see Lucasfilm [2009] EWCA Civ 1328; [2010] Ch. 503 at [175] per Jacob 

LJ. 

Does this distinction make any sense? 

19.  There is an obvious criticism of the position now reached in the UK. Surely, you 

either go the whole way, or don’t go there at all. Questions of validity are often 

inextricably linked with questions of infringement and separating the two may be 

said to be artificial. However, this is not always the case. A party seeking a 

declaration of non-infringement may choose not to put validity in issue. If a person 

domiciled in the UK claims that he should not have to continue to pay licence fees, 

because he does not infringe any remaining patent, anywhere in the world, which 

would require a licence, why should he have to go to numerous different jurisdictions 



to establish that proposition? Validity is different, because it affects not just the 

parties, but the society where the patent was granted.  It seems overbearing for a 

foreign court to pronounce on validity of such a patent. The court where the patent 

was granted might be reluctant to enforce a judgment declaring that it was invalid. 

20. What implications does this have for the future. The English court has granted a 

global FRAND licence as a remedy for infringement of UK standards essential 

patents.  What if the Defendant wishes to mount direct challenges to validity of 

foreign patents in the portfolio, to reduce the royalty rate that is FRAND? Does this 

mean that the English court should decline jurisdiction? I shall express no view on 

this issue, as I am currently writing a judgment which will decide it, but it is an 

interesting question. 

 

 
 


