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Legal Reform of the Community Design: A Précis of Two 
Reports 
By Gordon Humphreys1 

Following in the footsteps of trade mark legislative reform, in 2014 DG Growth commissioned two 
reports on the Community design, one economic and the other legal. The first of those reports2, 
running to 252 pages, was published in January 2015 by Europe Economics (a London-based project 
think-tank) and the second3, shorter report of 165 pages, presented in May 2016 by a consortium 
led by Brussels law firm Time Lex and including Queen Mary, University of London. The findings of 
both will feed into the overall evaluation of design protection in the EU. 

 

1. Economic Review 

On the economic front, the first report finds that 3.4 million firms are engaged in design-intensive 
industries, employing some 23 million people and adding around EUR 1.7 trillion of value to the EU 
economy. The leather, rental and leasing and textile industries are the most design-intensive.  Data 
has been compiled from available literature, online surveys of companies and structured interviews 
(including with EUIPO and professional associations). 

But while registration at EUIPO is the protection route of choice for trans-border operators 
(particularly larger firms as opposed to SMEs who tend to favour national design registration), many 
firms do not bother to register their designs. The reasons are varied and include short product life 
cycles, ignorance or the belief that the manufacturing process is so complicated that copying is 
unlikely as well as reliance on unregistered rights or other IP rights such as copyright or trade marks. 
Generally, business in Western Europe considers the role of design in securing access to finance to 
be relatively limited (despite some moves in countries like Germany and Denmark to change this), 
even though they are considered as assets in the case of bankruptcy. Nevertheless, those businesses 
that use industrial designs have greater revenue per employee than those that do not. The most 
important consideration for whether to register is the level of enforcement offered, while cost of 
enforcement is the least important. Business has an appetite for greater harmonization of laws, 
rules and procedures related to designs at international level. 

The report argues that 3D printing, described as ‘disruptive technology’ by one national IP office, 
may upset many business models and could lead to more use of registration. This pre-supposes that 
printing costs reduce dramatically. On the other hand, it also notes that business continues to see 
enforcement as an issue because of the perceived difficulty in proving that a design has been 
infringed. 3D printing is likely to heighten enforcement concerns and there is a need for policy 
clarification at EU legislative level in this area. For example, 3D printers in the house could be used 
for visible spare part home repairs without regard to infringement issues or for customising 
particular products (so-called ‘consumer driven infringement’). It might therefore be necessary to 

                                                           
1 Chairperson of EUIPO Fifth Board of Appeal. The views expressed in this paper are those of the authors of the two reports 
and do not necessarily reflect those of the EUIPO or its Boards.  
2 The Economic Review of Industrial Design in Europe — Final Report MARKT/2013/064//D2/ST/OP available at 
http://ec.europa.eu/growth/tools-databases/newsroom/cf/itemdetail.cfm?item_id=8845. 
3 Legal review on industrial design protection in Europe (MARKT2014/083/D) available at 
http://bookshop.europa.eu/en/legal-review-on-industrial-design-protection-in-europe-
pbET0416618/?CatalogCategoryID=6hcKABstX5QAAAEjs5AY4e5L. 
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consider adding a set of new digital rights that address management, production and infringement 
issues. The challenges presented by customization also need to be kept under review. 

Indeed, visible spare parts for complex products is an extremely thorny issue in which there are 
competing interests between manufacturers of products with visible spare parts and independent 
spare parts producers . They can be protected in some Member States but not in others. In 2004, the 
Commission proposed that they should no longer be protected where visible spare parts were used 
for repair purposes (the so-called ‘Repairs Clause’). But in 2014, that proposal was dropped because 
of differing views among the Member States. It is noteworthy that the spare parts market in France 
alone is worth between €1.8 billion and €2.6 billion, excluding VAT.  The overreaching aim of the 
European Commission is to prevent original equipment manufacturers from becoming monopolists 
in spare parts and exploiting their power while balancing the need to protect these manufacturers 
from having their registered designs being copied. The report favours a contractual approach 
between the manufacturer and the purchaser of an original product under which that product would 
only be repaired by repairers licensed by the manufacturer.  Such contracts should not be implied 
and should not be the subject of special IP rights. 

 

Points for further consideration include: 

1. National, regional and local authority support programmes for SMEs and start-ups offering 
advice and information on registration and enforcement of national and Community designs. 

2.  Use industry associations and other relevant stakeholder representatives to promote 
knowledge and understanding of Community industrial designs and their potential value. 

3. Establish a Community-level body to support EU firms in applying for and enforcing 
industrial designs outside the EU. 

4. Make e-application available for industrial designs in every Member State. 
5. Establish a single portal at which potential design applicants or those considering 

enforcement action can review all designs registered anywhere in the EU. 
6. A legal review of the best mechanism for achieving a unified framework for Community 

industrial designs enforcement. 
7. Plan ahead and resource intellectual property offices for much great demand for design 

registration in the relatively near future. 
8. Introduce a repairs clause at EU level for visible spare parts, in the form of the ‘full 

liberalisation’ option, and mandate its applicability throughout the Single Market 

 

2. Legal Review 

The legal review report looks at whether the Design Directive has given rise to any specific issues, 
particularly for enforcement. It also considers the efficacy of a two-tier Design Directive and 
Regulation system and particularly whether national law divergences are still an issue. On the 
substantive side, the report considers the definition of a design; the scope of design and the criteria 
of protection, including the visibility and disclosure criteria; functionality and designs; spare parts; 
3D printing; and, the relationship between design law and copyright. Procedural issues examined 
include the representation of designs and the impact on the scope of protection; ex ante 
examination of novelty and individual character; invalidity proceedings and the impact on national 
offices; and ex parte injunctions. Miscellaneous subjects include novelty; interconnections; extent of 
design rights; unregistered rights; multiple applications; and, exhibition priority and deferred 
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publication. Finally, the report identifies 3D printing and spare parts as key challenges to the EU 
design regime. 

 

 

Analysis is based on national expert surveys, industry surveys, legislation and treaties, literature and 
case law in 15 Member States. The Economic Review of Industrial Design in Europe, conducted by 
Europe Economics, and the recent legislative reform of the EU trade mark regime also feed into the 
study as well as Australian and Singaporean reports on design law reform. 

About EUR 60 million worth of goods were seized by EU customs authorities in 2004. 

Fees and costs 

There is huge disparity in registration fees across the EU. A close correlation exists between GDP 
and design filings and thus Germany, France, the UK, Italy, Spain and the Benelux are top filers in the 
EU. Litigation costs are equally disparate.  For example, it is noted that litigation at first instance in 
Ireland and the UK can cost as much as €1m and £1m,respectively, while litigants in other Member 
States tend to incur fractions of these costs (e.g. between €20,000 and €80,000 in Latvia, or between 
€100,000 and €130,000 in Portugal).  

 

Translation costs and lawyer fees are also factors in deciding whether to file nationally or through 
EUIPO. All IP offices in the EU now have e-filing and in 2014 40% of all European applicants used the 
EUIPO. National design registration numbers have also been affected, to varying degrees, by the 
Hague Agreement. The attractiveness of the International system will undoubtedly rise as more 
countries accede to it. The current EUIPO fee levels in fact deliver EU-wide protection at a price 
equivalent to those of three national filings. Recital 24 CDR indicates that ‘It is a fundamental 
objective of this Design Regulation that the procedure for obtaining a registered Community design 
should present the minimum cost and difficulty to applicants, so as to make it readily available to 
small and medium -sized enterprises as well as to individual designers.’ Cost is an important 
consideration but having a simpler system is perhaps even more important for smaller applicants. In 
fact, the authors of the report state that they are ‘unaware of evidence showing an overall industry 
view that RCD fees are currently too high’. In any event, the report goes on to state that ‘A major 
reduction in RCD fees is capable of significantly affecting national filings, which would inevitably 
adversely affect the functions performed by national offices in supporting their local designers. 
Accordingly, the report concludes that to maintain a balance RCD application fees should be set by 
reference to using three or more of the ‘top 5’ national offices. The ‘headline’ filing fee of €350 
should not be reduced. A tiered system of fees for smaller entities (as in the US) could be envisaged.  
There should be a paper filing premium. 

The current multiple design fee structures tend to most benefit larger entities. The multiple 
application fee structure could be adjusted to give some ‘free’ additional designs, as does the UKIPO, 
and the single fee break point could be set at 7 designs (rather than 2 and 11). The restriction on 
Locarno classes could be removed (as per the UKIPO).  

Renewal fees should be cut. Using the international system is currently cheaper for renewals. 

The report recommends the commissioning of a Fee Review Study, surveying applicants inside and 
outside the EU as well as national offices, to determine the effect of reductions of various sizes on 
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demand before making any changes. There should also be regular periodic reviews (as for trade 
marks). 

 

Definition of a design 

The acceptability of certain designs for registration is varied in the EU because of different 
interpretations over the visibility criterion. This varied approach includes colours, integrated circuit 
layout, animated icons, architectural plans, textures or materials, integral parts, architectural 
structures, products of variable forms (e.g. balloons or fountains), holograms, cartoon characters 
and spare parts. The EUIPO needs to lead coordination in this area.  Only features which are shown 
visibly in an application, and can be represented in a clear, precise and objective manner should 
be protectable. As the General Court in Biscuits Poult SAS v OHIM4, at para. 20, has extended the 
notion of visibility to all designs, it is questionable whether the criterion of visibility should remain in 
relation to component parts. 

 

The report concludes that because EU design law is young, there is a need for it to develop 
organically via judicial interpretation, whether through the EUIPO or the EU courts. Important 
stakeholders, national offices, courts, and consumers have flagged up difficulties surrounding the 
definition of design, the concept of functionality, the notion of disclosure, the scope of protection, 
and the adjacent administrative implementation of legal policies and rules. Further revamping of 
existing legislation is needed in these areas. In addition spare parts and 3D printing are problematic 
areas that require further attention, although the latter requires greater empirical, academic and 
judicial study.  

Informed user, individual character, and product sector 

The report recognizes that differences exist at national level as to what is an informed user. While 
encouraging further discussion, it finds the UK Court of Appeal’s summary in Samsung v Apple 
[2012] EWCA 133, paras 39-51 to be both practical and helpful: 

i) He (or she) is a user of the product in which the design is intended to be incorporated, not a 
designer, technical expert, manufacturer or seller5; 

ii) However, unlike the average consumer of trade mark law, he is particularly observant; 

iii) He has knowledge of the design corpus and of the design features normally included in the 
designs existing in the sector concerned6; 

iv) He is interested in the products concerned and shows a relatively high degree of attention when 
he uses them7; 

v) He conducts a direct comparison of the designs in issue unless there are specific circumstances or 
the devices have certain characteristics which make it impractical or uncommon to do so8. 

                                                           
4 Biscuits Poult SAS v OHIM, T-494/12, ECLI:EU:T:2014:757.  
5 PepsiCo Inc v GrupoPromer, C-281/10P, para. 54; Grupo Promer, para. 62; Shenzen, para 46. 
6 PepsiCo paras. 59 and 54; Grupo Promer, para. 62. 
7 PepsiCo para. 59. 
8 PepsiCo para. 55. 
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vi) […] the informed user neither (a) merely perceives the designs as a whole and does not analyze 
details, nor (b) observes in detail minimal differences which may exist9. 

As to individual character and overall impression, diverse approaches are fuelled by matters such as 
copyright considerations (France) and consumer perception (Italy). Varied approaches are taken on 
whether overall impression should be linked to a specific product sector or whether it should be 
across the board. However, the report considers that the evidence is that there are no major 
problems with the test of the individual character, and the definition of the informed user. Minor 
anomalies will be ironed out by CJEU case law. The situation is still fluid since in Group 
Nivelles/OHIM (Easy Sanitaire Solutions)10, the General Court confirmed that one should concentrate 
on the use of the product, in accordance with the purpose for which that product is intended. The 
EUIPO agrees that the industrial sector within which the design circulates may have an impact on 
the informed user's perception, as well as influence the manner in which a product is used and 
appreciated, but considers the nature of the products to be irrelevant when delineating the prior art 
to be considered. It is recommended that the nature of the product, product use, intended purpose 
and industrial sector be accounted for in determining individual character.  

 

Product and complex product visibility 

41% of the respondents to the industry stakeholder survey were of the view that the visibility 
requirement should apply to all products (47% were of the opinion that it should remain limited to 
component parts of complex products, while 12% expressed no opinion). The concept of ‘normal 
use’ receives different interpretations at national level. Likewise, whereas a building or part of a 
building is not a ‘complex product’ according to the EUIPO11, it is in Poland and the Netherlands. 

The report recommends that the definition of ‘design’ should signify that all designs should be 
‘visible’ in order to be protected. Visibility should be from the perspective of the informed user. It 
should include texture and product materials that contribute to the financial value of the design 
from the perspective of the informed user when deciding to purchase or when using the product. 
The ‘normal use’ requirement is only reserved for component parts. It may either need to be 
removed from the Design Directive or made clear that it does not apply to all designs. 

It is recommended that the notion of a complex product, together with component parts, be 
retained in order to deal with the after markets and spare parts markets, but that it is amended to 
be specifically restricted to complex machinery. 

 

Disclosure 

EU legislation stipulates that there will be disclosure unless the event ‘could not reasonably have 
become known in the normal course of business to the circles specialised in the sector concerned12’ in 
the EU. In a review of validity decisions, practitioners complained that the EUIPO tends to be ‘overly 
generous to foreign designers’13. One example arose in relation to toothbrushes, with the query as 
to why EU toothbrush specialists should monitor Japanese Patent Office publications.  
                                                           
9 PepsiCo para. 59. 
10 Case T-15/13, General Court, ECLI:EU:T:2015:281 
11 R 2300/2012-3, ‘Building materials’, para. 29. 
12 Art. 6 Design Directive; Art. 7 CDR. 
13 MARQUES, A Review of the First 400 Decisions on the Validity of Registered Community Designs, 2009, 3rd 
edition. 
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The EUIPO has also rejected the argument that the internet is unsearchable. However, the Invalidity 
Division did have regard to the fact that the internet is a perpetually changing environment, with 
webpages often being deleted without being archived. The issue of disclosure outside the EU is 
particularly thorny and has ramifications on the burden of proof.  

The report recommends that national, EUIPO and CJEU case law needs to bring clarity to this area, 
particularly in considering the nature of the product sector, and the extent of the geographic 
market.  

 

Designs solely dictated by technical function 

EU legislation excludes ‘features of appearance of a product which are solely dictated by its technical 
function’ from design protection14. Such designs hamper competition. National approaches differ 
with some courts concentrating on the actual design at hand to see if each and every feature of the 
product is functional and other courts denying protection to such features if there are no alternative 
design features available which will achieve the product’s technical function (the multiplicity of 
forms approach). There is thus sometimes a dilemma if there are two or more available forms which 
can fulfil the technical function. 

The options are: 

1) The multiplicity of forms approach15; 
2) Look at each and every feature of the design from the perspective of a reasonable observer 

and only invalidate if all the essential features of the appearance of the product were solely 
dictated by its technical function; 

3) Determine technical function in correlation to the designer’s scope of freedom to create and 
the multiplicity of forms; 

4) Maintain the current legislative wording and wait for the CJEU to rule on the matter. 

The report concludes that in determining whether a product design is functional, due consideration 
should be given to whether the designer has some freedom in the development of features of 
appearance of the design, where the presence of differences between the existing design corpus and 
the contested design would demonstrate that the designer had some freedom. 

 

Designs law and copyright 

Current legislation envisages the possibility of cumulative protection16. In most Member States, 
because of the requirement of originality, it is more difficult to copyright a work than to protect a 
design. 

It is recommended to add an additional paragraph to Article 20 of the Design Regulation to the 
effect that where a corresponding copyright in the design exists solely by virtue of Article 96(2), the 
acts listed equally do not infringe such copyright (and equivalent amendment to the corresponding 
provisions of the Design Directive). 

                                                           
14 Art. 7 Design Directive; Art. 8 CDR. 
15 Espoused by AG Colomer in Philips Electronics NV v Remington  
16 Article 17 Design Directive; Article 96(2) CDR.  
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Any Member State which has not yet altered its law to allow accumulation of copyright and design 
protection should do so now. 

 

Graphic representations 

Given the diverging national practices and judicial interpretations, the report encourages the work of 
the Convergence Programme CP6 (convergence on graphic representations of designs) and general 
alignment between national offices, incorporating a reference to Article 123(c) EUTMR (cooperation 
between national offices and EUIPO). In the context of the CP6 programme, the EUIPO and national 
offices have looked at (i) the use of visual disclaimers; (ii) the use of different types of views; and (iii) 
how to reproduce a design on a neutral background. 

The report recommends that the EUIPO procedure be changed to allow a higher number of 
representations, or as some Member States maintain, an unlimited number of representations. 

Regarding use of broken lines, CP6 basically reiterates EUIPO examination guidelines to the effect 
that features for which protection is not sought are indicated with broken lines. The report 
recommends that the convergence programme be followed by all national offices and judicial 
authorities sitting in Community design courts. 

3D digital representation of designs is not widespread at national level, but can be used at the 
EUIPO. Member States are not against more use of 3D representations. The report recommends that 
that 3D representations of designs should be an optional registration tool, rather than a mandatory 
one and that Member States should follow the EUIPO’s approach. 

Invalidity proceedings 

In some Member States invalidity proceedings can be brought before the national office whereas in 
others they are brought before the courts. 

It is recommended that there be an effort to offer a quick and inexpensive invalidation procedure 
before national offices and courts. To this end, an obligation to mirror the one under Article 45 of 
the amended Trade Marks Directive would be beneficial for the EU design regime. For those national 
offices or tribunals that lack expertise, secondment of EUIPO staff could be considered. Appeal or 
review should lie with a judicial instance. 

Ex parte injunction 

Provisional measures, such as ex parte injunctions, are dealt with by national law, as harmonised by 
the IP Enforcement Directive 2004/48. The report recommends that any problems encountered be 
dealt with under the Enforcement Directive.  

 

Declarations of non-infringement 

Community Design Courts have exclusive jurisdiction for actions for declaration of non-infringement, 
‘if they are permitted under national law’17. Declarations of non-infringement are a useful tool for a 
trader wishing to launch a product, but who is uncertain whether a third party’s Community design 
right (registered or unregistered) may thereby be infringed. However, some Member States do not 

                                                           
17 Article 81(b) CDR. 
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recognise such declarations and there is thus a lack of harmony. The report recommends that any 
change be made in the context of the Enforcement Directive. 

 

Ex ante examination of novelty and individual character 

While the CDR provides for no substantive novelty and individual character examination of designs 
(recital 20), the Design Directive has no such provision. At the EUIPO, the ex ante examination is 
usually limited to whether or not the applicant satisfies the formal requirements for registration, or 
whether the design is contrary to public morality (which is a rare event). 

Only a handful of national offices do an ex ante novelty and individual character examination. The 
report recommends leaving this matter to the national offices. The administrative burden and delays 
it causes may well persuade them to abandon this system. 

 

Novelty 

A design is new if no identical one – i.e. one whose features are the same or differ only in immaterial 
details – has been placed on the market18.  

Although Portugal appears to have a likelihood of confusion test for novelty, this appears to be a 
misapplication of the Directive. Therefore, the report considers that the current provisions on 
novelty in both the Directive and the CDR are satisfactory and are in no need of change. 

  

Interconnections  

Mechanically interconnected product features are not protectable as designs19. The purpose of 
Article 7(2) of the Design Directive and 8(2) of the CDR is to encourage the interoperability of 
products of a different make, which should not be hindered by extending protection to the design of 
mechanical fittings. However, the interconnection protection prohibition does not extend to 
modular systems20.  

No change is recommended. 

Public policy/morality 

The principles are well established and no change is recommended. 

 

Right to prevent use without consent 

The report finds that, with the exception of spare parts and 3D printing, there is no particular 
difficulty with the rights conferred by designs. However, it recommends discussing the possibility of 
broadening ‘use’ to include ‘threatened use’, while bearing in mind any possible impacts on the 
Enforcement Directive.  

 
                                                           
18 Art. 4 Design Directive; Art. 5 CDR. 
19 Articles 7(2) Design Directive and 8(2) CDR. 
20 Art. 7(3) Design Directive and 8(3)CDR. 
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National unregistered design rights, unfair competition and passing off 

Only the UK has unregistered design rights. The appearance of a product is protectable by unfair 
competition in France, Netherlands and Sweden and by passing off in the UK. Overreliance on unfair 
competition rules can distort competition and courts try and maintain a balance between IP and 
competition considerations. The report does not recommend any changes in this area as there are 
few problems. 

 

Multiple applications 

Under the CDR, multiple applications are only allowed if all designs belong to the same class21.  Most 
Member States follow suit. The maximum number of designs that can be included varies 
considerably, with the UK having no limit. 

The report recommends that the ‘same class’ requirement be abolished to respect the spirit of 
minimizing administrative and registration burdens on applicants22.  

 

Exhibition priority 

The CDR provides for a six month priority period to run from the time of disclosure at an 
exhibition23. Exhibition priority is outside the scope of the Design Directive and some Member States 
(including UK and Ireland) do not accept exhibition certificates. The small number of such exhibitions 
leads the report to find that there is no need to harmonise. 

Deferred publication 

The CDR allows deferral of publication for 30 months from filing (or the priority date)24. The period 
of deferment varies considerably among Member States and some do not provide for it. The report 
recommends that the possibility of a common deferment period should be discussed among 
Member States, bearing in mind the need to accommodate the views of those Member States who 
do not provide for deferment. 

Recommended amendments to align with other legislative instruments 

These are dealt with in detail on pp. 123-127 of the report (see ANNEX). 

3D printing 

3D printing is already used in the fashion industries – by artists, jewellers and fashion designers – 
and for toys, games, home furnishings, sports equipment etc. There seems to be support for a ‘fair 
compensation’ mechanism similar to that in the field of copyright. It could be levied on the 
equipment. 

Private home use is likely to increase. Private and non-commercial use seems to be a ‘safe harbour’, 
although the potential to have millions of domestic 3D printers in place raises the question of 
whether this defence should be restricted to ‘acts which do not unduly prejudice the normal 

                                                           
21 Article 37 CDR. 
22 Recital 18 CDR. 
23 Article 44 CDR. 
24 Article 50 CDR. 
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exploitation of the design’. Alternatively, there could be an indirect 3rd party infringement provision 
as there is for patents, or, making intermediary parties liable for sanctioning or authorising design 
infringement, or, clarification could be given on what constitutes design infringement by including 
the creation of a design document as an infringing use. These alternatives need to be explored in a 
comprehensive review. Consideration needs to be given to the trade-off between the potential loss 
caused to the mass producer of the product bearing the design, and the benefit attained through 
customisation.  

 

Spare parts 

Article 3 of the Design Directive (Article 4CDR) denies protection to ‘not visible’ spare parts and 
Article 7(2) of the Directive (Article 8(2) CDR) excludes protection to ‘must-fit’ mechanical 
interconnection features of a product (such as a spare part). Member States are entitled to continue 
to protect spare parts used for repair or maintenance of a complex product under their national law 
but with no right to amend except to liberalise25. However, Article 110 CDR provides for no design 
protection for ‘must match’ component parts of a complex product used for repair. Nevertheless, 
both the Directive and the Regulation specifically contemplate further proposals from the 
Commission on this matter. Unfortunately, the position of Member States has been too divided and 
divergent to take any Commission proposal forward to adoption. Thus some Member States protect 
designs of spare parts used for repairs and others do not. The protection periods vary also. Since the 
EUIPO does not protect spare parts, the automotive industry favours national filings.  
 
Because the Court of Justice in C-500/14, Ford Motor Company, held that the ‘repair clause’ of 
Article 110 CDR does not confer any right for third parties to use a trade mark, there will be little 
possibility to argue that consumers will be confused as to the origin of third-party spare parts. There 
is thus likely to be a reliance on other forms of IP and the report considers it desirable to extend 
Article 110 to copyright. 
 
National case law has given rise to a wide interpretation of ‘complex products’ that is not just limited 
to durable goods (particularly automotive) spare parts but extends to building structures, clothing 
and food. The report concludes that unless the Court of Justice gives guidance on the meaning of the 
terms ‘component part’ and ‘complex product’, consideration should be given to whether the repair 
clause would extend to all durable goods which show some sort of afterlife markets. Further 
consideration should be given to whether the Repair Clause, if retained or amended, should apply to 
machinery, rather than ‘complex products’ per se. 
 
It may be necessary to review the EU Block Exemption Regulation to lay out specifically unacceptable 
practices in the spare parts aftermarket. Care must be taken to ensure that design manufacturers do 
not unduly suffer from reputational loss through the sales of poor quality spare parts.  
 
A first possible solution is to reduce the design protection of spare parts to three years. However, 
this may be contrary to TRIPs26 and might be too short a period for the economic investment of 
manufacturers and independent suppliers. Also, restrictions might be circumvented by relying on 
copyright. 
 
A second possible solution would be to recognise protection for must-match (visible) spare parts but 
to require the compulsory licensing of the design to any user for a fair and reasonable remuneration 
                                                           
25 Article 14 Design Directive. 
26 Article 25(1) TRIPs imposes a minimum 10 year protection term. However, a national or regional socio-economic 
exception may be invoked. 
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(FRAND) to be paid to the design right holder. Although TRIPs compliant and fair to design right 
holders, it would be administratively burdensome (even to the point of being impractical) and offer 
little legal certainty. 
 
A third possible solution would be for there to be no design protection of spare parts, and 
eventually for Directive 98/71/EC to be revised to remove design protection for must-match parts 
across the European Union. While this would increase competition and legal certainty, it could 
compromise product quality and safety and encourage counterfeits. However, safety concerns could 
be dealt with by approval or authorisation processes.  
 
A fourth possible solution is simply to maintain the status quo. This takes account of the fact that 
many Member States allow for protection of spare parts.  
 
Other possibilities include looking at the solutions adopted in other jurisdictions. The United States 
is difficult to emulate since it would require a shift in policy and ethos, including a higher protection 
threshold under which matters such as non-obviousness, ornamentation and novelty are required. 
In Australia, using a spare part to repair a complex product and restore its overall appearance is not 
infringement.  
 
The differences present in Member States in the protection of spare parts has led to an incomplete 
internal market in this area. Harmonization is unlikely to occur voluntarily or through self-regulation.  
 

The Flos judgment27 of the Court of Justice concerning ‘cumulation’ with copyright may enable an 
extension of copyright protection for spare parts. Thus, copyright law rights need to be factored-in 
to any attempts to liberalise the spare parts regime. 

The report considers that the only viable approaches are: (i) status quo, (ii) full liberalisation of the 
market with a repairs clause/excluded subject matter, (iii) a mixture of a repair clause together with 
competition/consumer law input. 

The report recommends that Article 110(1) CDR should be re-cast as a defence to infringement and 
accordingly moved to Article 20(2), to clarify its effect and its permanent status. Article 110(2) 
should be deleted. Corresponding amendments to Recital 13 should be made. It should also be 
amended to adopt the language within Recital 13, so that the repair defence is limited to ‘must 
match’ spare parts (namely parts whose appearance is dependent on the appearance of the complex 
product). The Court of Justice has already ruled (in Case C-500/14 Ford v Wheeltrims) that Article 
110 in its current form does not create a defence to trade mark infringement, but this could be put 
beyond doubt by amending the corresponding Recital to indicate that the defence is without 
prejudice to trade marks. 

Regarding the Design Directive, the options are: 1) to extend the solution under Article 110 CDR to 
the Design Directive (possibly limiting it to must match spare parts); 2) retain the status quo pending 
further review of design and copyright law and consideration of the impact of 3D printing. 

 

 

 

                                                           
27 Case C-168/09, [2011] ECDR 8. 
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Summary of conclusions and recommendations 

 

The recommendations made are: 

1. Confirmation of the benefits of a pan-EU registration system. 
2. Retain the parallel national and EU systems but strengthen cooperation between the 

EUIPO and the national offices. Guidelines emanating from EUIPO and CJEU decisions should 
be used by national courts and validated and strengthened by cooperation between the 
EUIPO and national offices in procedural matters and incorporated into the Recitals of the 
Design Directive for substantive issues.  

3. Make the definition of a design clearer. 
4. Add a recital that one purpose of the law is to protect the market and economic value of 

the design, including tactile and visual aspects of the design. 
5. The concepts of individual character and industrial sector should be clarified in legislation 

so that when determining the individual character of the design, decision-takers should 
consider the nature of the product, the manner of the use of the product, the purpose for 
which that product is intended, and the industrial sector to which it belongs, or circulates 
within (thus codifying aspects of Group Nivelles/OHIM (T-15/13), Shenzen Taiden/OHIM (T-
153/08), and Kwang Yang/OHIM (T-10/08)). 

6. The definition of ‘design’ should make clear that an ancillary purpose of designs is to protect 
their economic and/or market value and that all designs should be ‘visible’ – and 
represented clearly, precisely and objectively - in order to be protected; visibility should be 
linked to the informed user’s perspective and should include features of ‘texture and/or 
materials of the product’ ; the concept of ‘normal use’ should either be removed from the 
texts or, it should be made clear that it is only relevant to component parts of complex 
products. Thus, a design right will be granted for the appearance of the design, meaning its 
visual aspects - including features or texture and material which might be relevant to visual 
appearance, and which are visible to the informed user. 

7. The notion of a complex product, together with component parts, should be retained in 
order to deal with the after markets and spare parts markets, but should be specifically 
restricted to complex machinery. 

8. The nature of the product sector and the geographic extent of disclosure should be clarified 
by collective jurisprudence from the national courts, the EUIPO and from the Court of 
Justice. 

9. Clear legislative guidelines should be incorporated into the Design Directive (and CDR) to 
state that in determining whether features of appearance of a product are solely dictated by 
its technical function, due consideration should be given to whether the designer has some 
freedom in the development of features of appearance of the design, taking account of the 
existing design corpus.  

10. All Member States should bring the relationship between design and copyright law into line 
with Flos v Semeraro (i.e. recognition of possible ‘cumulation’ of rights). 

11. Graphic representation and product classification should be aligned at national office level 
through the EUIPO convergence programmes (including the treatment of non-continuous 
lines in the representation of designs). The duty of cooperation between national offices 
and the EUIPO set down in Art. 123(c) EUTMR should be reflected in the designs legislation. 
The EUIPO should allow more representations. 3D representation of designs should be 
optional rather than mandatory. Judicial practices should be harmonised. 
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12. Swift and inexpensive invalidation proceedings should be available at national level. EUIPO 
staff may be seconded to national tribunals to help where local expertise is lacking. 

13. No call for ex ante examination of novelty and individual character. 
14. Issues involving ex parte injunctions and declaratory actions should be looked at in the 

context of the Enforcement Directive. 
15. Launch a consultation on whether ‘use’ in Article 19(2) CDR covers threatened use.  
16. The need for harmonization in the field of exhibition priority is doubtful in view of the 

protection already afforded under national laws and the fact that it is little used. 
17. A common deferment period for deferred publication should be discussed. 
18. Undertake a comprehensive review of 3D printing (which impacts not only design rules, but 

also patent, trade mark, and copyright laws) looking at matters such private and non-
commercial use, third party design infringement (mirroring that in patents), infringement 
liability of intermediary parties, and infringement through unauthorised creation of design 
documents. 

19.  In relation to spare parts, Article 110(1) CDR should be re-cast as a defence to infringement 
and accordingly moved to Article 20(2), to clarify its effect and its permanent status. Article 
110(2) should be deleted. Corresponding amendments to Recital 13 should be made and the 
repair defence contained in that Recital should be limited to ‘must match’ spare parts 
(namely parts whose appearance is dependent on the appearance of the complex product). 
The Court of Justice has already ruled (in Case C-500/14 Ford v Wheeltrims) that Article 110 
in its current form does not create a defence to trade mark infringement, but this could be 
put beyond doubt by amending the corresponding Recital to indicate that the defence is 
without prejudice to trade marks. The Design Directive could be amended to mirror the CDR, 
or the status quo in national law could be retained until harmonization of copyright (which is 
considered an essential precursor) takes place. The spare parts question is affected by 3D 
printing and thus should be reviewed with that latter topic.  
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